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UNITED STATES DISTRICT COURT 


FOR THE DISTRICT OF COLUMBIA 


Mason Horrensene, 
79 Rue Deguerre, Paris, France 
Plaintiff, 
against 


Asranam L. Kamrnstern, Register of Copyrights, 
Library of Congress, Washington, D. C. 
Defendant. 


Complaint for Declaratory Judgment 
and Mandatory Injunction 


Plaintiff, complaining of the defendant, alleges: 
For a First Cuam 


Fmst: The jurisdiction of this Court is invoked under 
17 U.S. C. § 1 et seq. (hereinafter referred to as ‘‘the Copy- 
right Law’’), 5 U. S. C. § 1009, and 28 U. S. C. §§ 1338, 
1361, 1400, 2201 and 2202. 


Seconp: Plaintiff and one Terry Southern are the 
authors of an original literary work entitled ‘‘Candy’? 
(hereinafter referred to as ‘‘the Work’’), and are the sole 
proprietors of the copyright therein. 


Timp: Plaintiff and Southern are and have always 
been citizens of the United States. Defendant is the Regis- 
ter of Copyrights, and is sued in his official capacity. 


JAI 
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Fovrta: The first publication of the Work was in 
France in 1958. All copies of the Work published outside 
the United States by authority of the plaintiff and Southern 
bear a copyright notice as required by §§10, 19 and 20 of 
the Copyright Law. 


Frera: The first publication of the Work in the United 
States was in 1964, by G. P. Putnam’s Sons. The only pub- 
lication of the Work in the United States authorized by 
plaintiff and Southern is by G. P. Putnam’s Sons. All 
copies of the Work published or offered for sale in the 
United States by authority of plaintiff and Southern bear 
a copyright notice as required by §§10, 19 and 20 of the 
Copyright Law, and all copies of the Work published or 
offered for sale in the United States by authority of plain- 
tiff and Southern have been manufactured in the United 
States as required by §16 of the Copyright Law. 


Sura: Plaintiff and Southern have secured copyright 
in the Work pursuant to the provisions of §10 of the Copy- 
right Law, and are entitled to obtain registration of their 
claim to copyright under § 11 of the Copyright Law. 


Szventa: On March 11, 1965 plaintiff made applica- 
tion for registration of claim to copyright in the Work in 
accordance with the foregoing. Said application, and the 
deposit of copies made therewith, complied fully with the 
requirements of §§11 and 13 of the Copyright Law. A 
copy of said application is attached hereto as Exhibit A 
and made part hereof. By letter dated March 31, 1965, 
attached hereto as Exhibit B and made part hereof, de- 
fendant rejected said application and refused to register 
plaintiff’s claim to copyright. 
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Ercuta: In refusing to register plaintiff’s claim to 
copyright as aforesaid, defendant cited a regulation of the 
Copyright Office, 37 C. F. R. § 202.4(b), issued in 1956 
(hereinafter referred to as ‘‘the Regulation”’). In so far 
as the Regulation may require refusal of registration in 
the present circumstances, the Regulation is invalid, being 
contrary to the provisions of the Copyright Law. If the 
Copyright Law is construed to authorize refusal of regis- 
tration in the present circumstances, the Copyright Law 
is, to that extent, unconstitutional under Article 1 §8, 
Clause 8 of the United States Constitution and under 
Amendments I and V thereof. 


For a Seconp Cuam 


Nrixrx: Plaintiff repeats and realleges each and every 


allegation contained in Paragraph Fimsr through Eicurx 
above. 


TentH: Until September 24, 1964, importation of copies 
of the Work into the United States was barred by the Cus- 
toms Bureau of the United States Treasury, as shown in 
a letter of the Customs Bureau, dated January 19, 1965, a 
copy of which is attached hereto as Exhibit C and made 
part hereof. In addition to the application for registration 
referred to in Paragraph Srxtx above, and as an alternative 
thereto, plaintiff on March 11, 1965 submitted a copy of the 
Work for deposit and made application for registration in 
conformity with the provisions of § 22; a copy of said appli- 
cation is attached hereto as Exhibit D and made part hereof. 
As shown in Exhibit B, defendant rejected said application 
on the ground that it was not made within six months after 
the publication of the Work abroad. Said rejection was 
wrongful and invalid, in that the six-month period must be 
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deemed to have been tolled until the Customs Bureau ban 
was removed. 


For a Tump Ciam 


Exeventa: Plaintiff repeats and realleges the allega- 
tions contained in Paragraphs Fimsr through Tenrx above. 


Twertrra: Regardless of any question which may exist 
with respect to plaintiff’s and Southern’s substantive right 
to copyright, as set forth in the First and Second Claims 
above, defendant is without authority to refuse registra- 
tion of plaintiff’s claim to copyright. Such discretion as 
may be lodged in defendant under the Copyright Law does 
not extend to a determination of the question whether copy- 
right exists in the Work. The effect of defendant’s actions 
has been to prevent plaintiff, by reason of the provisions 
of § 13 of the Copyright Law, from protecting his copyright 
by judicial process. Plaintiff, Southern and G. P. Putnam’s 
Sons have brought suit in the Southern District of New 
York for copyright infringement against a publisher, a 
printer and a distributor of an edition of the Work un- 
authorized by plaintiff or by Southern. Plaintiffs’ motion 
for preliminary injunction therein has been denied on the 
ground that plaintiff’s claim to copyright has not been reg- 
istered; that holding, if adhered to, would also bar the re- 
covery of damages. Other editions of the Work, likewise 
unauthorized by plaintiff or by Southern, have been pub- 
lished and offered for sale by other publishers. On informa- 
tion and belief, the number of copies of the Work sold or 
offered for sale to the public, without authorization from 
either plaintiff or Southern, and as to which no payment 
of royalty or any offer of payment of royalty has been 
made either to plaintiff or to Southern, is in excess of one 
million five hundred thousand. Defendant’s refusal of reg- 
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' istration permits the piracy of the Work to go on unchecked 
/ and, unless relief is granted in the instant action, unreme- 
died. Defendant’s acts thus constitute an usurpation of 
| judicial power and arrogate to defendant functions com- 
mitted by Congress to the courts. 
Wauererore, plaintiff demands judgment: 

I. (1) (a) Declaring that, the Work having been 
published with appropriate notice, plaintiff and 
Southern have secured copyright in the Work under 
§10 of the United States Copyright Law; 

(b) Declaring that plaintiff and Southern having 
secured copyright in the Work as aforesaid, copies 
of the Work must be accepted by defendant for 
deposit and the defendant must issue to him a cer- 
tificate of registration in connection therewith; 


the alternative, 


(2) (a) Declaring that plaintiff’s deposit of a 
copy of the Work and application for registration 
pursuant to § 22 is timely; 

(b) Declaring that defendant must accept de- 
posit pursuant to §22 and issue a certificate of 
registration in connection therewith; 


the alternative, 


(3) Declaring that defendant must accept copies 
of the Work and issue a certificate of registration 
in connection therewith without making a substan- 
tive determination as to whether plaintiff and South- 
ern have secured copyright in the Work; 


JAE 


Complaint 


Il. Directing defendant to accept copies of the 
Work for deposit and to issue a certificate of regis- 
tration in connection therewith ; 


Til. Granting such other and further relief as 
may be just. 


Morron E. YoHarem 
Attorney for Plaintiff 
Office & P. O. Address 
815 15th Street, N. W. 
Washington, D. C. 


Cartes REMBAR, 
of Counsel. 
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LAW OFFICES 
REMBAR & ZOLOTAR 
521 Fifth Avenue 
New York 17, N. Y. 


OXvForp 7-1787 CABLE ADDRESS: LITLAW 


March 11, 1965 


Register of Copyrights 
Library of Congress 
Washington 25, D. C. 


Dear Sir: 


We enclose two applications for registration of a claim 
to copyright in the book entitled Candy. The authors are 
Terry Southern and Mason Hoffenberg; the applications 
are made by Mr. Hoffenberg. Copies for deposit have 
been sent under separate cover. 

As stated in the applications, the work was first pub- 
lished in France in 1958. Later, in 1964, it was published 
by G. P. Putnam’s Sons in the United States, the Putnam 
publication being wholly manufactured in the United States. 
Registration of the Putnam edition has been effected with 
respect to revisions contained in that edition. Registration 
is now sought with respect to the work as a whole. 

The Putnam publication is the only publication in the 
United States authorized by the authors, and the only one 
on which they are receiving royalties. There have since 
been other publications of the work in the United States, 
unauthorized by the authors, who have brought suit for 

copyright infringement and unfair competition. 
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Deposit of copies is made and registration sought to 
be effected in accordance with three distinct propositions. 
We do not, however, in advancing any one of these propo- 
sitions, waive any rights with respect to the others. The 
first two (as to which a single application is filed) relate 
to Class A registration and the third to Class A-B. 


(1) 

The fundamental provision with respect to securing 
copyright is, of course, Section 10 of the Copyright Law. 
This is clear not merely from Section 10 itself, but also 
from other parts of the Law, as, for example, Section 13, 
which begins ‘‘After copyright has been secured by pub- 
lication of the work with the notice of copyright as pro- 
vided in section 10 . . .’’ For convenience we set out 
Section 10: 


§10. Pusiication or Work Wits Nortice.—Any 
person entitled thereto by this title may secure 
copyright for his work by publication thereof with 
the notice of copyright required by this title; and 
such notice shall be affixed to each copy thereof 
published or offered for sale in the United States 
by authority of the copyright proprietor, except in 
the case of books seeking ad interim protection under 
section 22 of this title. 


The section must be interpreted in one of two ways: (a) 
with no extraterritorial effect, events and transactions oc- 
curring outside the United States having no bearing on 
either the creation or the forfeiture of copyright; and (b) 
with extraterritorial effect, events and transactions through- 
out the world being operative in the application of the 
section. Our first proposition involves the former con- 
struction. 
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Section 10 quite plainly provides that copyright is se- 
cured by publication of a work with notice affixed to copies 
authorized for sale in the United States. Statutory rights 
are created by compliance with these provisions; forfeiture 
results from the dedication to the public implied in publi- 
cation without such compliance. 


The notice provision is, of course, a provision for the 
benefit of the public, but it is only the public of the United 
States that we would expect Congress to be interested in, 
and the statute’s specific reference to the United States 
confirms the expectation. Congress was not interested in 
giving notice to foreigners; only the public of the United 
States need be notified, and dedication can be made only 
to that public. Events occurring outside the United States 
thus have no fundamental copyright consequence, either in 


establishing the author’s rights or in depriving him of his 
rights. Publication outside the United States neither secures 
copyright nor commits a work to the public domain. 


What the language of the section appears literally to 
say conforms in general with accepted principles of terri- 
' torial construction, and in particular with decisions holding 
that the Copyright Act was not intended to be given extra- 
| territorial effect. The one Supreme Court case that ad- 
| dresses itself to the point gives direct support to the propo- 
sition that we advance. 


Treaties may create rights by virtue of extraterritorial 
' acts, and authorized imports of extraterritorial manufacture 
; May, under Section 16, negate rights that might otherwise 
exist. No treaty benefit, however, is claimed under this 
theory, and the manufacture of all copies that are required 
' to be manufactured in this country has occurred here. Since 
the facts of the present situation comply precisely with the 
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terms of Section 10, copyright was secured by the United 
States publication in May 1964. 


(The 1964 edition has the year 1958 in its copyright 
notice. It may be that the authors would have been entitled 
to use 1964 as the year of copyright, but the earlier date was 
chosen to avoid any question. Since the public can only 
benefit from the earlier expiration of the copyright period, 
this cannot constitute an infirmity in the copyright notice.) 


(2) 


If Section 10 is to be given an extraterritorial effect— 
that is, if in spite of its language, it must be taken to refer 
to acts and events outside the United States—then it can 
only be read as meaning that publication anywhere in the 
world with the appropriate notice secures copyright. The 
original edition, in France in 1958, was with notice. Accord- 
ingly, copyright was established by that publication. 


The conclusion is not altered by the provisions of Sec- 
tions 16 and 17. Neither of those sections deals with the 
matter of securing copyright. Section 16 embodies a Con- 
gressional attempt (of doubtful constitutionality) to assure 
American manufacture; in the present case, the Congres- 
sional aim has been fully attained. Section 17 has to do with 
deposit, and requires that the copies deposited be of Amer- 
ican manufacture; in conformity, although the authors’ 
substantive right derives from the 1958 publication, the 
copies deposited are copies of the Putnam edition. Since 
the French publication creates the copyright, Sections 10 
and 17 taken together present an incongruity, but this is 
by no means the only incongruity in the Copyright Law. In 
any event, publication with notice, not compliance with pro- 
visions for deposit and registration, is what establishes 
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rights under the Copyright Law (as distinguished from the 
availability of remedies). 


The positions outlined under (1) and (2) above involve 
the corollary that ad interim registration is permissive, not 
mandatory. Sections 22 and 23 are measures of alleviation 
from the rigors of the manufacturing clause. It is there- 
fore unreasonable to read them as requiring that authors 
who comply with the provisions of Section 10 must also take 
this alternate route. Section 16 being fully satisfied, it would 
be foolish to demand that an author seek relief from its pro- 
visions. 

This is not a situation in which a construction that ap- 
pears unreasonable is nevertheless compelled by unequiv- 
ocal statutory language. Ordinarily, when there is a 


problem as to whether an unjust or illogical application of 
a statute must be made, it is because the literal meaning of 
the language seems to require that application. Here the 
language of the Copyright Law is consonant both with the 
demands of justice and the dictates of reason. 


(3) 

If the Register should disagree with both (1) and (2), 
then deposit is appropriate under Section 22. Although the 
original French publication was in 1958, the United States 
Government itself rendered compliance with the ad interim 
provisions impossible by prohibiting the importation of 
copies. The ban, we are informed by Customs, was lifted 
September 24, 1964. Until it was lifted, the statutory 
periods provided in Section 22 must be deemed to have 
been tolled. Accordingly, deposit at this date is timely. 
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We realize, of course, that the propositions stated under 
(1) and (2) above conflict with Section 202.4(b) of the Copy- 
right Office Regulations. We believe that this section, whose 
promulgation represented a change in position on the part 
of the Copyright Office without any change in the governing 
law, involves an unwarranted construction of the Copy- 
right Law, a construction impermissible under Article 1, 
Section 8, Clause 8 of the United States Constitution and 
under Amendments I and V thereof. 


The interpretation of the Copyright Law which the 
Regulation embodies, through the burden that it imposes 
upon authors, leads to an inversion of the purposes of 
Clause 8. Moreover, the interpretation entails contradic- 
tions in the operation of the Law that constitute a denial 
of due process, 3 denial that it underscored by the dis- 


crimination against American authors and in favor of 
aliens. Finally, the combination of hardship and com- 
plexity amounts to an impairment of free expression and 
violates the guarantees contained in the First Amendment. 


A common example is furnished by the case of a work 
by an American author that is first published in a British 
periodical. (This, as you know, is of fairly frequent oc- 
currence and generally involves writing of considerable 
merit.) If the propositions that we advance are accepted, 
such writing is protected, either automatically until some- 
thing occurs in the United States under our first proposi- 
tion, or by the simple printing of a copyright notice in 
the British publication under our second. On the other 
hand, if the view of the Regulation is given effect, the 
author is forced, on pain of losing his rights in the work, 
to find an American publisher who will undertake its 
American manufacture within a limited period. Often, of 
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course, the writing is of considerable cultural value, but 
of doubtful commercial value. Its author may, indeed, at 
some time find an American publisher, but there is no 
assurance whatever that this will happen within the time 
limits set by Section 22. Such an absurd result can hardly 
constitute an exercise on the part of Congress of its power 
“to promote the progress of science and useful arts, by 
securing for limited times to authors and inventors the 
exclusive right to their respective writings and discov- 
eries’’. On the contrary, the statute so interpreted would 
be an attempted exercise of a power to deprive authors 
of rights. The absurdity is deepened when we contemplate 
the fact that the Copyright Law at the same time operates 
to secure to aliens the very rights that are denied to 
citizens. 


Americans who find themselves in this situation must 
(if the Copyright Office position is to be accepted) have 
the advice of expert counsel at every step of the way, and 
must be ready to undertake the financial burden of Ameri- 
can publication, a burden typically impossible for those 
engaged in intellectual pursuits. So far as the First 
Amendment is concerned, it is not necessary to measure 
the extent of this discouragement to creative writing. The 
Amendment permits no balancing of interests where free 
expression is jeopardized. A statute explicitly authorizing 
the denial of rights involved in the Regulation would be 
unconstitutional. We submit that the Copyright Law does 
not authorize it. 


The constitutional infirmities can be easily avoided. 
All that is necessary is that Section 10 be taken to mean 
what it says. 
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In this letter we have made only a summary statement 
of our position. If your preliminary inclination is to 
refuse a certificate, we should appreciate your setting a 
conference at which a fuller presentation may be made 
before there is final action. 


Very truly yours, 


Rempar & ZoLoraR 


Charles Rembar 
encs. (2 checks) 


Instructions: Make sure that all: applicable spaces have ‘been 
completed before you submit the form. The application must 
be signed at line 10 and the affidavit (line 11) completed and 
notarized. The application should not be submitted until after 
the date of publication given in line 4, and should state the 
facts which existed on that date. For further information, 
see page 4. 


1. Co ght Claimant(s) and Address(es): Give the name(s) 
ts} uld be the same as in the notice of copyright on the copies deposit 


name 


Address 


a TRE COM ee Cag Ee 


CLASS REGISTRATION NO. 


DO NOT WRITE HERE 


Pages 1 ahd 2 should’ be typewritten or printed with pen and 
ink. Pages 3 and 4 should contain exactly the same information 
as pages 1 and 2, but ray be carbon copies. Mail all Pages of 
the applidation ‘to thé Régister' df Copyrights, Library of Con- 
gress, Washington 25, D. C., together with 2 copies of the best 
edition of the work and the registeation fee of $4. Make your 
remittance payable to the Register of Copyrights, 


and address(es) of the copyright owner(s). Ordinarily the 


(Give the title of the book as it appears on the title page) 


3. Authors: Citizenship and domicile information must be 
given. Where a work was made for hire, the employer is the 
author, The citizenshi 


of organizations formed under U. S. 
Federal or State law s 


uld be stated as U. S. A. Authors 


Domiciled in U. S. A. Yes 


ey be editors, compilers, translators, illustrators, etc., as 
well as authors of original text. If the copyright claim is 
based on new matter (see line 5) give requested information 
about the author of the new matter. 


Citizenship _.----.- eB eRe 
(Name of country) 


GAD Fifth Ave. 
Sew York, 4.¥. 


4. Date of Publication of This Edition: Give the date when copies of this edition were first placed on sale, sold, or publicly 
distributed. (NOTE: The full date (month, day, and year) must be given.) 


5. New Matter In This Version: Leave this line 
blank unless the following instructions apply to this work.) 
If any substantial part of this work has been previously pub- 
lished, give a brief general statement of the nature of the new 


6. U. S$. Edition of Book in English First Manufactured ond 
Published Abroad: (NOTE: Leave this line blank unless the 
following instructions apply to this work.) If this is the 


Year date of first publication of foreign edition 


matter in this version. New matter may consist of compilation, 
translation, abridgment, editorial revision, and the like, as well 
as additional text or pictorial matcer. 


U. S. edition of a book in English, and all or a substantial part 
of the English text of an earlier foreign edition was manufac- 
tured and first published abroad, comp! ‘ spaces. 
For further information, see page 4. 

Yes No 
Was claim to ad interim copyright oO 


registered in the foreign edition? ve 95 


If claim to ad interim copycight was mot registered, is U. S. copyright in the foreign edition claimed ao oO 


by virtue of the Universal Copyright Convention? 


Complete all applicable spaces on next page 


Ridex to Item 6 


The work was first published in France in 19586. 


The text 


of the book to which this application relates is identical 


except for certain editorial revisions. 
copyright has previously been made. 


No claim to ad interim 
No claim as to the appli- 


Cation of the Universal Copyright Convention is made at this 


time. 


The claimants make no waiver of any rights which they 


nay have to ad interim copyright or pursuant to the Convention. 
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COPYRIGHT OFFICE 
Tue Lrszary or Concress 


Washington, D. C. 20540 
[szax] 


Mar 311965 


Rembar & Zolotar 
521 Fifth Avenue 
New York, New York 10017 


Attention: Charles Rembar, Esquire 
Re: Terry Southern 
Mason Hoffenberg 


Dear Mr. Rembar: 


This refers to your letter of March 11, 1965 enclosing an 
application Form A and Form A-B Ad Interim, and a re- 
mittance of eight dollars in connection with the registration 
of claims to copyright in the work entitled Canpy. 


It appears from the applications that the authors are 
citizens of the United States. An English-language edition 
was first published in France in 1958; ad interim registra- 
tion was not made within six months after the date of first 
publication abroad as provided in section 22 of Title 17, 
U.S.C. An American edition was manufactured and pub- 
lished on May 12, 1964. Registration was made in 1964 
under number A-698353 for this edition on the basis of the 
new matter published for the first time in it, and you are 
now seeking registration for the work as a whole. 


On its face, this case appears to fall within sections 22 
and 23 of the statute, which specify the time limits for se- 
curing copyright protection for a book manufactured and 
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first published in the English language outside the United 
States. Section 202.4 of the Copyright Office Regulations 
(37 C. F. R. § 202.4) provides that an American edition of 
an English-language book identical in substance to that 
first published abroad will not be accepted for registration 
unless an ad interim registration has already been made. 
Even when ad interim copyright has been secured in the 
work as first published abroad, extension of the five-year ad 
interim term is not possible unless an American edition is 
manufactured and published in the United States within 
five years after the date of first publication abroad. 


We have carefully considered the arguments in support 
of registration as set forth in your letter of March 11, 1965. 
Your first argument for registration on Form A maintains 
that copyright is secured by publication in the United States 
with the required statutory notice, that the earlier foreign 
edition published in 1958 is irrelevant, and that registration 
should therefore be based on the 1964 publication in the 
United States. However, we cannot agree that acts which 
take place abroad have no effect on copyright in the United 
States. It is true that under an earlier statute the Supreme 
Court held in United Dictionary Co. v. G. & C. Merriam Co., 
208 U. S. 260 (1908) that, where a work has already secured 
a valid U. S. copyright, the omission of the copyright notice 
on foreign reprints does not invalidate it. That case, how- 
ever, involved quite a different question from the one before 
us, which is whether first publication abroad secures copy- 
right or dedicates the work to the public depending upon 
compliance with the statute. 


We think it is clear that first publication abroad does 
affect the validity of U. S. copyright. The court in United 
Dictionary indicated that ‘‘Congress could attach what con- 
ditions it saw fit to its grant . . .”? [p. 264]. In Capitol 
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Records, Inc. v. Mercury Records Corp., 221 F. 2d 657, 662 
(2d Cir. 1955) the court said: 


““We believe that where the extent of literary prop- 
erty within a given jurisdiction is in question and 
that extent depends upon acts which have taken place 
outside of that jurisdiction, the determination should 
be made according to the law of that jurisdiction as 
though the acts had taken place within its borders.’’ 


American Code Co. v. Bensinger, 282 Fed. 829 (2d Cir. 
1922) indicated that publication in a foreign country with- 
out securing U. S. copyright placed a work in the public 
domain in this country. See also Ross Products, Inc. v. The 
New York Merchandise Company, 141 U. 8S. P. Q. 652 
(S. D. N. Y. 1964) and G. P. Putnam’s Sons v. Lancer Books, 
Inc., 144 U.S. P. Q. 580 (S. D. N. Y. 1965). 


The assumption underlying U. S. adherence to, and im- 
plementation of, the Universal Copyright Convention 
clearly took for granted that the copyright status in the 
United States of a foreign work would be determined en- 
tirely by the circumstances existing at the time of its first 
publication, irrespective of where publication occurred. 
Section 24 of the copyright law specifies that the copyright 
‘shall endure for twenty-eight years from the date of first 
publication, . . .”’ Section 26 defines the ‘‘date of publica- 
tion” without reference to the place of publication. In 
other words, the law does not grant a longer term of copy- 
, right protection to a work merely because first publication 
occurred outside the United States. In this case, publica- 
tion first took place in France in 1958. We would not be 
authorized to disregard this fact in determining the possi- 
bility of registration. 

Your second argument in support of registration on 
Form A is that, under section 10 of Title 17, U.S. C.a U.S. 
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copyright was secured by publication in France with notice 
in 1958, regardless of the manufacturing and ad interim 
provisions. Section 16 of that title provides that, with 
certain exceptions, the text of all copies accorded protec- 
tion under the act must be manufactured in the United 
States. English-language books that are not exempted 
under the Universal Copyright Convention must be manu- 
factured in the United States in order to receive full-term 
protection. Section 22 provides in effect that non-U. C. C. 
English-language books may secure temporary protection 
by ad interim registration within six months of publication 
abroad. 

Section 10 does provide in general that copyright is 
secured by publication with notice. However, the statute 
must be construed as a whole and any one section cannot 
necessarily be read in isolation. Section 10 also provides 
that books seeking ad interim protection under section 22 
are exempt from the notice requirement. This exemption 
indicates that works in the ad interim category do not 
secure copyright by publication with notice. Copyright 
ean be secured only in accordance with the provisions of 
sections 22 and 23, which involve conditions subsequent. 
The statutory language, the legislative history, and the 
purpose of the ‘‘manufacturing clause’? and ad interim 
provisions all support the construction upon which section 
902.4 of the Copyright Office Regulations is based. 

Your third argument maintains that registration may 
be made at this time on Form A-B Ad Interim because the 
policy of one agency of the U. S. Government rendered 
compliance with the ad interim provisions impossible by 
prohibiting the importation of copies. We cannot accede 
to this contention because it seems clear that the deposit 
copy required by section 22 could have been mailed to 
the Copyright Office within six months of publication 
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abroad without any interference by the Bureau of Customs 
or the Post Office Department. C. F. R., Title 19, Chapter 
I, Section 9.7 (c) reads as follows: 


“‘Parcels marked for copyright, addressed to the 
Library of Congress, to the Copyright Office, or to 
the office of the Register of Copyrights, Washington 
25 D. C. may be passed free of duty and promptly 
forwarded to destination.” 


Although it is possible that the importation of 1500 copies 
which an ad interim registration ordinarily authorizes may 
not have been allowed at that time it would have been 
possible to deposit the material necessary for making an 
ad interim registration in accordance with section 22. 

Finally, your letter presents an argument that section 
202.4 of the Regulations involves an unwarranted con- 
struction of the statute which is ‘‘impermissible under 
Article I, Section 8, Clause 8 of the United States Consti- 
tution and under Amendments I and V thereof.’’ 

As indicated above, the Regulation is based upon the 
statutory language, and upon the history of the manufac- 
turing and ad interim provisions, and we believe that this 
construction is faithful to the Congressional intent. Copy- 
right is a creature of statute. Congress could attach what- 
ever conditions it saw fit to its grant. It is a familiar 
constitutional principle that Congress may, under its im- 
plied powers, do whatever is necessary and proper in 
carrying out a constitutional mandate. The courts do not 
strike down legislation as unconstitutional merely because 
Congress might have acted in a different manner. Congress 
could determine that vigorous domestic manufacturing and 
publishing industries are important for the promotion of 
the arts and sciences in this country. The mere fact that 
some other alternative might have been provided in place 
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of the manufacturing clause and ad interim provisions of 
the statute would not seem to render these provisions 
unconstitutional. 


The Regulation has nothing to do with the abridgment 
of free speech. As far as the Copyright Office Regulations 
are concerned, authors are entitled to write as they please. 
However, if they also desire to enjoy the special statutory 
privileges granted to the copyright owner, the provisions 
of the copyright law offer such opportunity. 


We regret that registration for the work Canpy as a 
whole is therefore not in order, since the requirements 
of sections 22 and 23 have not been met. Your fee will 
be refunded under separate cover. If, in line with our 
regular procedures, you should like to request reconsider- 


ation of our action and submit a further outline or state- 


ment of your arguments, we shall be glad to receive your 
further arguments or arrange a meeting to discuss them 
with you. 


Sincerely yours, 


Mark A. Lillis 
Head, Book Section 
Examining Division 


Under Separate Cover: 
Tr. Ck. $8.00—in due course 
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TREASURY DEPARTMENT 
Burgav or Customs 
New York, N. Y. 


January 19, 1965 
9.DIC/ES :vhe 


Mr. Walter J. Minton 
c/o G. P. Putnam’s Sons 
200 Madison Avenue 
New York 16, N. Y. 


Dear Mr. Minton: 


Replying to your letter of January 12, 1965, you are ad- 
vised that the records of this office disclose the importation 
and seizure under the provisions of Section 305 of the 
Tariff Act of the books entitled ‘‘Candy” and ‘‘Lollipop”’ 
by Maxwell Kenton, published by the Olympia Press, Paris, 
France, as the Traveller’s Companion Series in February, 
1959 and in 1960, respectively. 


In answer to our inquiry, the Bureau of Customs at Wash- 
ington further advises that the book ‘‘Candy’? by Terry 
Southern and Mason Hoffenberg, published by G. P. Put- 
nam’s Sons was reviewed and held to be admissible to 
entry under the above mentioned section of law; and that 
the Collector of Customs at Buffalo, New York was so ad- 
vised by the Bureau in September, 1964. 
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The files of this office do not disclose any record of the im- 
portation of ‘“‘Candy’’ and ‘‘Lollipop’’ by Maxwell Kenton 
since 1963. 


Sincerely yours, 


Joseph P. Ketiy 
Collector of Customs 


By Exeanoz M. Susxe 
Supervisory Administrative Aid 
Division of Imports Control 
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Application for Registration of a Chim to Ad Interim Copyright 
in a book or periodical in the English tanguage manufactured and first 
published outside the United States of America 


Instructions: Make sure that all applicable spaces have been 
completed before you submit the form. The application must 
be signed at line 9. The application should not be qbelited 

until after the date of ication g' GCL IA Hoe 4 <9), a80 
should state the facts which existed on that date. For further 
information, see page 4. 

Pages 1 and 2 Should be typewritten or printed with pen and 
ink, Pages 3 and 4 should contain exactly the same informa- 
sail al pages of the appl be carbon copies. 

pages of the us oP ication to the Regine of of Copy- 
rights, Library of Congress, Weshlagton 25, A, 
together satin td the voce) specified in either Ona Aor B: 


1. Co i Claiment(s) and Address(es): Give the name 
came) ld be the same as in the notice of copyright on the copies deposit 


FORM A-8 AD INTERIM 


CLASSES REGISTRATION NO. 


00 NOT RITE | HERE 


Option A: One copy of the work and a fee of #4. Make 
remittance BP Two to the o Register of Copyri 
Option a yer card. 
This option is not ava ig. if the author was a U, S. ci or 
domiciliary on the date of publication, or if the author or 
proprietor is a citizen, domiciliary, or resident on the date 
application is filed. 
ote: Registration of a claim to at bp interim copyright cannot 
be made under either option unless all of the items 
are received in the Copyright Office within 6 months of the date 


. of first publication. 


(s) and BASES) of the copyright owner(s). Ordinarily the 


The citizenship of the claimant(s) must be 


@/e Gideon Caatmam, 6460 Pitth Avenue, was tan ee 


Addeess ------ 222 --- 222222 nnn nn nese nn nn nn enn n nn nn nn nnn nnn en nw ewes nn cn ne nnn nnn nn ewan nen nenenennnen anne nnswewewens. 


2. Title: fa) __ oe 


(Give the title of the work as *t appears on the aia 


(bh) If the work Is a periodical give: 


a work was made for hire, the employer is the 


given. 
“Authors may be editors, compilers, transiacors, illus- 


author. © 


Weary Southern-tameli Senten 


Name ------------ 2-5 5--- 53-2030 on nn nnn nnn nn nn nnn nnn. 


(Give legal name followed by pseudonym if latter appears oa the copies) 


sed, &. Capaan, Comnecties® 


SEE ae eS ee Se end 


Domiciled in U. 8. A. Yes hed No ---- 


Vol, B10 No. Sisiese “Date on copies 
3. Authors: Citizenship and domicile information must be 


trators, etc., as well as authors of original text. If the copyri 
claim is based on new matter (see line 5, give informa 
about the author of the new matter. 


Pegs 5 Celaahiy close renee te 
; .. (Name of country) 


hessetine ated tert, Mestennten eM cart Ard 


Name ----- o.oo nnn nnn nn nnn ence nn pene nn nae nnn nnnn nnn nnn seswesns nnn osennna seen sn eenne 


j- Publication: 


(al Date of Pablicetion of This Edition: Give the date when ee of thls edition were first placed on sale, sold, or publicly 


distributed. (NOTE: The full date (month, day, and y; 


ah (b) Bagg Rpbiicction of This Edition: Give the name of the country in which this edition was Girst published, 


This Version: (NOTE: Leave this liane 
epply to this work.) 


has been previously pub- 
she nature of the Gow 


orn Vee D 


Cipla at applicable spaces on mext myer 
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Page 3 Certificate fon Ae 
Registration of a Clim to Ad Anterim Coppright A-B 


in a book or periodical in the English language manufactured and first DO NOT WRITE HERE 
published outside the United States of America 


This Is To Certify that the statements set forth on this certificate have been made 
a part of the records of the Copyright Office. In witness whereof the seal of the 
Copyright Office is hereto affixed. 


VEE SSP thee 


1, Copyright Cleiment(s) and Address(es): 


) of country) 


@/e Gideon Cantwam, 640 Fifth Aves, teow York, U.T. 


AMG 21-25 o ness cocesevevccncocascscagctecsusoccssbcossesessasessbscrenepensocseuccesesussecasseaceceseseensosesecsecuseaceseesenes: a 


(b) Hf the work Is @ periodicel give: Vol. ......... Noes Date on copies 
3. Asthers: 


Name 


(Legal name followed by pieudoaym if latter appears on the copies) 
a ams, be Cannem, Connection 
Domiciled in U. 8. A. Yes ---- No ---- 
Rape Reltienvery-Haceeil Nemton Uctoahe 
Name o-n-----+-----1 551 game followed by poradoaym il igiee aporags oa the quping), poigee peerage Ba 
zs Lhe Clik Cétenen, 640 vise hed: 
Domiciled in U. $. A. Yes ---- No---- Address ---------------—= -------eonann-nn-eeonnne: --- Siete -Basi.s-Re¥e----------- os} 


Netet --—-----==-= 1 sceaa tellowed by pacedoayas Wt lati tppeats ou he Coplay Chieenle s-cersaceerar caceeseters 


Domicited in U, 8. A. Yes ---- No ---5 Addrete --.--2----- 0-02 n onsen nn nee mewn ewww ne wwene secon nceeensocnnnnscnnnseseconncorsonere: -- 


4, Publication: 


(al Dete of Publication of This Edition: 
3380 
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(bd) GQGRAMA cation of This Edition: 


Complete all applicable spaces on mext pag 
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JAS3L 
UNITED STATES DISTRICT COURT 


For tae Distetcr or CoLumMBra 


[Same Trriz] 


Answer to Complaint for Declaratory Judgment 
and Mandatory Injunction 


Comes now the defendant, by and through his attorney, 
the United States Attorney and in answer to the complaint 
avers as follows: 

Fresr Derense 

The complaint fails to state a claim against defendant 

upon which relief can be granted. 
Srconp Drrense 


Answering specifically the numbered paragraphs of the 
complaint defendant avers as follows: 


Fist: Defendant denies the allegations in paragraph 
one concerning jurisdiction and further denies that plain- 
tiff has a cause of action against the defendant. 


Szconp: Defendant is without knowledge or informa- 
tion sufficient to form a belief and therefore denies each and 
every allegation in paragraph two. 


Tump: Defendant is without knowledge or information 
sufficient to form a belief as to the truth of the allegation 


in the first sentence of paragraph three and therefore denies 
the same. 
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Defendant admits that he is the Register of Copyrights 
of the United States as stated in paragraph three but denies 
that plaintiff has a cause of action against the defendant. 


Fovrrs: Defendant is without knowledge or informa- 
tion sufficient to form a belief as to the truth of the allega- 
tions in paragraph four and therefore denies the same. 


Firra: Defendant is without knowledge or information 
sufficient to form a belief and therefore denies each and 
every allegation of paragraph five. 


Srxra: Defendant denies each and every allegation in 
paragraph six, but admits that a claim to copyright in a 
work entitled ‘‘Candy’’ has been registered in the Copy- 
right Office under Number A-698353, and a certificate of 
said registration is attached hereto as Exhibit 1 and made 
part hereof. 


Seventa: Defendant admits that in March 1965 the 
Copyright Office received an ‘‘application for registration 
of a claim to copyright in a published book manufactured in 
the United States of America’? on Form A (a copy of which 
application is attached hereto as Exhibit 2 and made part 
hereof), together with a fee of $4.00 and two copies of a 
book on the title page of which the title and authors are 
indicated as ‘‘Candy’’ and ‘‘Terry Southern and Mason 
Hoffenberg’’ and bearing, on the reverse side of the title 
page, a purported notice of copyright reading ‘‘Copyright 
1958, 1959, 1962, 1964 by Terry Southern and Mason Hoffen- 
berg.’? Defendant further admits that by a letter dated 
March 31, 1965, the Copyright Office denied said application 
and refused to register the claim to copyright stated therein. 
Defendant denies that said application, and the deposit of 
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copies made therewith, complied with the requirements of 
the copyright law, and further denies that plaintiff has a 
cause of action against defendant. 


ErcutH: Defendant admits that in its letter of March 
31, 1965, it referred to 37 C. F. B., Chapter Hy, § 202.4 a 
regulation of the Copyright Office, but denies that this reg- 
ulation is invalid or contrary to the provisions of the copy- 
right law and denies that the copyright law on which the 
regulation is based is unconstitutional. Defendant further 
denies that plaintiff has a cause of action against defendant. 


Nixtx: Defendant repeats and realleges its defense as 
stated in connection with plaintiff’s complaint paragraphs 
one through eight. 


Trento: Defendant admits that a letter dated January 
19, 1965 was sent from the Bureau of Customs in New York 
City to Mr. Walter J. Minton, c/o G. P. Putnam’s Son, but is 
without knowledge or information sufficient to form a belief 
as to the truth of the remaining allegations in the first 
sentence of paragraph 10 and therefore denies the same. 

Defendant admits that in March 1965 the Copyright 
Office received an ‘‘application for registration of a claim 
to ad interim copyright in a book or periodical in the 
English language manufactured and first published outside 
the United States of America’’ on Form A-B Ad Interim 
(a copy of which application is attached hereto as Exhibit 
3 and made part hereof), together with a fee of $4.00 and 
one copy of a book on the title page of which the title and 
author are indicated as ‘‘Candy’’ and ‘‘Maxwell Kenton’’ 
and bearing, on the reverse side of the title page, a pur- 
ported notice of copyright reading ‘“Copyright 1958 by The 
Olympia Press, Paris.’? Defendant further admits that by 
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a letter dated March 31, 1965 the Copyright Office denied 
said application and refused to register the claim to ad in- 
terim copyright stated therein. Defendant denies that said 
refusal was wrongful and invalid, denies that the six-month 
period must be deemed to have been tolled, and further 
denies that plaintiff has a cause of action against defendant. 


Exzevents: Defendant repeats and realleges its defense 
contained in paragraph one through ten above. 


Twetrra: Defendant denies the allegations in the first, 
second, and last sentences of paragraph twelve. Defend- 
ant is without knowledge or information sufficient to form 
a belief as to the truth of the remaining allegations in 
paragraph twelve and therefore denies the same, and 
further denies that plaintiff has a cause of action against 
defendant. 


Tramp DEFENSE 


Defendant avers that, assuming the facts stated by plain- 
tiff in the application of which a copy is attached hereto as 
Exhibit 2, the claim to copyright stated therein was not 
entitled to registration by the Register of Copyrights be- 
cause of failure to comply with the provisions of Title 17 
of the United States Code, including 17 U. S. C. § 16, § 22, 
and § 23. 


Fovurrm DEFENSE 


Defendant avers that under 19 C. F. R. Chapter I, 
§9.7(c) a claim to ad interim copyright in the work entitled 
“¢Candy’? could have been registered in the Copyright Office 
by depositing a copy of the work with an application and 
fee ‘‘not later than six months after its publication abroad”’ 
as required by. section 22 of title 17 of the United States 
Code, but since there was no compliance with this require- 
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ment, the claim to ad interim copyright made in the applica- 
tion of which a copy is attached hereto as Exhibit 3 is not 
entitled to registration by the Register of Copyrights. 


Frrs Drrense 


Defendant further avers that, in a case where a book in 
English by an American author or authors has been manu- 
factured and first published abroad and no ad interim regis- 
tration has been made, registration for a later edition manu- 
factured and published in the United States can be made 
only if the work contains copyrightable new matter first 
published in that edition and only with respect to such new 
matter. The certificate of registration Number A-698353, 
attached hereto as Exhibit 1 and covering the edition of 
“Candy”? stated to have been published on May 12, 1964, 
states the ‘‘new matter in this version’? as ‘‘editorial revi- 
sions throughout.’? Since registration for the edition 
stated to have been published on May 12, 1964 has already 
been made on the basis of a statement of ‘‘new matter?’ 
acceptable on its face, plaintiff is not entitled to any further 
registration covering the same edition. 


Wuezerore, defendant denies that the plaintiff is en- 
titled to the relief prayed or to any relief, and defendant 
prays that the complaint for declaratory judgment and 
mandatory injunction be dismissed with cost. 


Principal Assistant United 
States Attorney 
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Joserx M. Hannon 
Assistant United States Attorney 


Assistant United States Attorney 


John E. Kidd 
Attorney, Department of Justice 


CERTIFICATE oF SERVICE 


Copy of the foregoing Answer to Complaint for Declar- 
atory Judgment and Mandatory Injunction was served on 
Morton EB. Yohalem, Esq., attorney for the plaintiff, by 
mailing the same to him, postage prepaid, at his address: 
815 15th Street, N. W. Washington, D. C., this 6th day of 
July, 1965. 


Assistant United States Attorney 
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Stipulation 


UNITED STATES DISTRICT COURT 
For rae Distatcr or Conumsr 


[Same Trriz] 


For the purpose of this suit it is hereby stipulated and 
agreed by and between counsel for the respective parties 
that: 


1. This Court has jurisdiction of the parties and the 
subject matter under 28 U. S. C. §§ 1338, 1361, 1400, 2201 
and 2202. 


2. Plaintiff, Mason Hoffenberg, and Terry Southern 
are the authors of a book entitled ‘‘Candy”’. 


3. Plaintiff and Terry Southern are and always have 
been citizens of the United States. 


4. In1958, the book entitled ‘‘Candy”’ authored by Max- 
well Kenton, a pseudonym for the plaintiff and Terry 
Southern, was manufactured and first published in the 
English language outside of the United States in Paris, 
France (hereinafter foreign edition). 

5. Plaintiff has made no claim that the Universal Copy- 
right Convention and the related provisions of §9(c) of 
Title 17 U. S. C. are applicable. 

6. Within six (6) months of the publication of Candy 
in the English language outside of the United States, no 
copy of the foreign edition was deposited in the Copyright 
Office, Washington, D. C. pursuant to $22 of Title 17 
U. S. C. nor were any steps taken by the plaintiff or 
Southern or any person to effect compliance with § 22. 


7. Within five (5) years following the date of publica- 
tion outside the United States of the foreign edition of 
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Candy no steps were taken by the plaintiff or Southern or 


any other person to effect compliance with § 23 of Title 17 
U.8.C. 


8. Each copy of the foreign edition published or offered 
for sale, outside the United States, had affixed thereto a 
copyright notice which conforms to the provisions of §§ 10, 
19 and 20 of Title 17 U.S. C. 


9. In 1963 the plaintiff and Southern authorized G. P. 
Putnam’s & Sons to publish in the United States the foreign 
edition containing new matter which had never been pub- 
lished previously (hereinafter American edition). 


10. The American edition was offered for sale by Put- 
nam in the United States in 1964 and was manufactured 
in the United States in the manner provided by Title 17 


U.S. C. Each copy of the American edition had affixed 
thereto a copyright notice which, in so far as registration 
by the Copyright Office is concerned, conforms to the pro- 
visions of §§ 10, 19 and 20 of Title 17 U. S. C. 


11. On June 8, 1964, the plaintiff and Terry Southern 
submitted an application to the United States Copyright 
Office for registration of a claim to copyright in the Ameri- 
can edition on the basis of alleged ‘‘new matter’’ consisting 
of editorial revisions throughout. 

12. Based upon plaintiff’s allegations of ‘“‘new matter’’, 
the Copyright Office issued a certificate of registration, 
Number A-698353, for the American edition, covering the 
copyright claim in the ‘‘new matter’’. 


13. On March 11, 1965, plaintiff submitted an applica- 
tion for registration of a claim to copyright in the entire 
1964 American edition. 


14. On March 31, 1965, the defendant by letter denied 
said application and refused to register the claim to copy- 
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right in the entire 1964 American edition for failure to 
comply with §¢ 16, 22 and 23 of Title 17 U. S. C. 


15. On March 11, 1965, plaintiff also submitted an ap- 
plication for registration of a claim to an ad interim copy- 
right in the foreign edition which had been manufactured 
and first published in the English language outside the 
United States in October, 1958. 

16. On March 31, 1965, the defendant by letter denied 
said ad interim application and refused to register the claim 
to ad interim copyright in the foreign edition for failure 
to comply with §§ 16 and 22 of Title 17 U.S. C. 

Dated: Washington, D. C. 
December, 1966 
Rempar anp ZOLOTAR 


By Cuartes Rempar 
Attorneys for Plaintiff 


Morton E. Yohalem 
Of Counsel for the Plaintiff 


Assistant United States Attorney 


Michael W. Werth 
Attorney, Department of Justice 


Attorneys for Defendant 
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UNITED STATES DISTRICT COURT 
For tae Distaicr or CoLuMBIA 


[Same Trriz] 


Notice of Motion for Summary Judgment 


Sms: 


Puzase Take Notice that upon the complaint and answer 
herein, with exhibits annexed thereto, and upon the stipu- 
lation of facts entered into between counsel for the respec- 
tive parties, plaintiff moves that this Court 


(a) Enter, pursuant to Rule 56 of the Federal Rules 
of Civil Procedure, summary judgment in favor of plaintiff 
for the relief demanded in the complaint on the ground 
that there is no genuine issue as to any material fact and 
that plaintiff is entitled to judgment as a matter of law; 
and 

(b) Grant such other and further relief as may be just. 


Dated: Washington, D. C. 
March 15, 1967 


Yours, etc. 


Morton E. Youatem 
Office & P. O. Address 
815 15th Street N. W. 
Washington, D. C. 


BRempaz & Zovoran 
Office & P. O. Address 
521 Fifth Avenue 
New York 17, N. Y. 
Attorneys for Plaintiff 
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Notice of Motion for Summary Judgment 


To: 


Unrren Starzs ArrorNEy 
Washington, D. C. 
Attention: Exren Lez Park, 
Assistant United States Attorney 


Tur ArToRNEY GENERAL 
Washington, D. C. 20530 
Attention: Micnaz, W. Wests, 
Attorney, Department of Justice 
Attorneys for Defendant 
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UNITED STATES DISTRICT COURT 
For tHe Disreicr or CoLuMBIA 


(Same Trroz] 


Motion for Summary Judgment 


Defendant herein, through the United States Attorney 
for the District of Columbia, respectfully moves the Court 
to grant summary judgment for the defendant on the 
ground that there is no genuine issue as to any material 
fact and that defendant is entitled to judgment as a matter 
of law. 

Dav G. Bress 
United States Attorney 


Exren Lez Park 
Assistant United States Attorney 


Micnar, W. Were 
Attorney, Department of Justice 


CerrrrricaTe or SERVICE 


I hereby certify that service of the foregoing motion 
for summary judgment together with statement of facts 
and memorandum of points and authorities in support 
thereof has been made upon plaintiff by mailing copies 
thereof to his attorney, Morton E. Yohalem, Esq., 815 
15th Street, N. W., Washington, D. C. this 16th day of 
March 1967. 


Exten Lez Park 
Assistant United States Attorney 
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UNITED STATES DISTRICT COURT 


For rae Disreicr or CoLuUMBIA 


(Same Trrzz] 


Statement of Material Undisputed Facts 
Pursuant to Local Rule 9(h) 


Defendant contends that the material facts involved 
herein are set forth in the pleadings and the Stipulation 
filed December 15, 1966. For purposes of the Motion for 
Summary Judgment, defendant summarizes said facts as 
follows: 

4. Mason Hoffenberg, the plaintiff in this action, and 
Terry Southern are co-authors of the book entitled 
“‘Candy.’’ Both authors are and always have been citizens 
of the United States. In 1958 the first edition of ‘‘Candy,”’ 
which was in the English language, was manufactured and 
published in France. This edition will hereafter be referred 
to as the ‘foreign edition.’? The author of this edition 
was identified on the copies as ‘‘Maxwell Kenton,’’ the 
pseudonym of Hoffenberg and Southern. The first and all 
later authorized editions of ‘‘Candy’’ were published with 
statutory copyright notice as provided by sections 19 and 20 
of the Copyright Code (17 U. S. C. §§19, 20). 

2. All of the manufacturing processes involved in the 
production of the foreign edition took place outside the 
United States. During the six-month period following first 
publication abroad, there was no deposit in the Copyright 
Office of a copy of the foreign edition or of a request for 
reservation of the copyright, as specified by section 22 of 
the Copyright Code (17 U. S. C. § 22). During the five- 
year period following first publication abroad, no steps were 
taken, as specified by section 23 of the Copyright Code (17 
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U. S. C. § 23), to manufacture and publish an authorized 
edition of the book within the United States. 


3. In 1964 an authorized edition of ‘‘Candy’’ was pub- 
lished in the United States by G. P. Putnam’s Sons. This 
edition, which will hereafter be called the ‘‘American edi- 
tion,’’ was wholly manufactured in the United States. The 
text of this edition consisted basically of the text of the 
foreign edition, but with editorial revisions throughout. 


4. On June 8, 1964, the Copyright Office received two 
copies of the American edition and an application for regis- 
tration of a claim to copyright in the names of Southern 
and Hoffenberg. This application stated the date of first 
publication of the work as ‘‘May 12, 1964,”? and indicated 
the ‘‘new matter in this version’”’ as ‘Editorial revisions 


throughout.’’ The application also contained the state- 
ment: ‘‘The present work, as revised throughout, has never 
been published abroad.” The Copyright Office registered 
the claim to copyright covering the ‘‘new matter’”’ in the 
American edition, and issued Certificate of Registration 
No. A-698353. 


5. On March 11, 1965, more than six years after first 
publication of the foreign edition in France, plaintiff sub- 
mitted an application on Copyright Office Form A-B Ad 
Interim for registration of a claim to ad interim copyright 
in the foreign edition. On the same date he submitted an 
application on Copyright Office Form A for registration of 
a claim to copyright in the text of the American edition as 


1 An action for copyright infringement and unfair competition 
was instituted by Hoffenberg, Southern, and Putnam’s against 
Lancer Books, Inc., J. W. Clement Co., and Publishers Distributing 
Corp. following issuance of this certificate. Plaintiffs’ motion for 
a preliminary injunction was denied, 239 F. Supp. 782, 144 USPQ 
530 (1965), and defendants’ motion to dismiss was later granted 
without prejudice, 251 F. Supp. 210, 148 USPQ 596 (1966). 
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a whole. He also deposited a copy of the foreign edition 
to accompany the ad interim application, and two copies of 
the American edition to accompany the application on Form 
A. Ina rider attached to the latter application, the appli- 
cant stated that the work was first published in France in 
1958 and that the text of the American edition was identical 
except for editorial revisions. 


6. On March 31, 1965, the Copyright Office by letter re- 
fused to register either the claim to ad interim copyright in 
the foreign edition or the claim to copyright in the Ameri- 
can edition as a whole. The Office refused registration of 
the ad interim claim because the plaintiff had failed to com- 
ply with the requirements of section 22 of the Copyright 
Code (17 U.S. C. 22). Refusal to register the claim to copy- 
right in the 1964 American edition as a whole was based 


upon plaintiff’s failure to comply with the requirements of 
sections 16, 22, and 23 of the Code (17 U. S. C. §§ 16, 22, 23). 
Registration for the American edition as a whole was also 
denied on the basis of section 202.4(b) of the Copyright 
Office Regulations (37 C. F. R. § 202.4(b)). 


7. On June 25, 1965, plaintiff initiated this action to 
compel the Register of Copyrights to issue a certificate of 
registration covering the text of the 1964 American edition 
as a whole. 


Exten Lez Park 
Assistant United States Attorney 


Attorney, Department of Justice 
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For rae Disrricr or CoLuMBIA 


(Same Trriz] 


Statement Pursuant to Local Rule 9(h) 


The following are the facts which plaintiff contends are 
material and as to which plaintiff contends there is no 
genuine issue: 


1. Plaintiff and Terry Southern are the authors of a 
book entitled ‘‘Candy’’ (hereinafter ‘‘the work’’). 


2. Plaintiff and Terry Southern are and always have 
been citizens of the United States. 


3. The work was first published in France in 1958 
(hereinafter ‘‘the foreign edition’’). 


4. Hach copy of the foreign edition had affixed thereto 
a copyright notice which conforms to the provisions of 
§§ 10, 19, 20 of Title 17 U.S. C. 


5. During the six-month period following first publi- 
cation of the foreign edition no steps were taken to effect 
compliance with § 22 of Title 17 U.S. C. During the five- 
year period following first publication of the foreign edition 
no steps were taken to effect compliance with § 23 of Title 
17 U.S.C. 


6. The only publication of the work in the United States 
authorized by the authors was by G. P. Putnam’s Sons 
(hereinafter ‘‘the American edition’’), and each copy 
thereof was manufactured in the United States as required 
by §16 of Title 17 U. S. C. The first publication of the 
American edition was in 1964. 
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7. Each copy of the work published or offered for sale 
in the United States by authority of the authors bears a 
copyright notice as required by §§ 10, 19 and 20 of Title 
17 U.S. C. 


8. On March 11, 1965, plaintiff mailed to the defendant 
two copies of the American edition and an application for 
registration of a claim to copyright in the work under 
the provisions of § 10 of Title 17 U.S. ©. On March 31, 
1965, the defendant by letter refused to register said claim 
to copyright on the ground that plaintiff could secure copy- 
right only under § 22 of Title 17 U. S. C., the defendant’s 
interpretation of the statutory provisions being set forth 
in § 202.4(b) of the Copyright Office Regulations (37 C. F. R. 
§ 202.4(b)). 


9. An action against certain alleged infringers of the 
authors’ copyright in the work was instituted in the South- 
ern District of New York in January 1965. In July 1965 
the action was dismissed without prejudice on the ground 
that plaintiff had no certificate of registration of a claim 
of copyright in the work. 


/s/ Morton E. YouALEM 


BRempar & ZoLoTaR 
Attorneys for Plaintiff 


Service Acknowledged Date: 3/24/67 
By: /s/ MrerwetTe B. Hansen 
For: The U. S. Attorney Wash. 1, D. C. 


Recd. copy /s/ M. W. WzsTH 
March 24, 1967 
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For tHe Disrricr or CoLumMBIA 


[Same TrrtE] 


Order 


This cause having come before the Court on cross- 
motions for summary judgment, and it appearing upon 
consideration thereof and of the pleadings, the stipulated 
facts, memoranda and briefs and oral argument of counsel 
that there is no genuine issue as to any material fact in- 
volved herein and that defendant is entitled to judgment 


as a matter of law, it is by the Court this 19th day of June, 
1967, 


Orperep that defendant’s motion for summary judg- 
ment be and it hereby is granted and the action herein be 
dismissed, and it is further 


Orverep that plaintiff’s motion for summary judgment 
be and it hereby is denied. 


/s/ J. C. McGarracHy 
United States District Judge 


JA 50 
UNITED STATES DISTRICT COURT 


For rue Distaicr or CoLUMBIA 


[Same Trriz] 


Notice of Appeal 


Nortce Is Heresy Grven that Mason Hoffenberg, plain- 
tiff above-named, hereby appeals to the United States 
Court of Appeals for the District of Columbia Circuit from 
the order granting the motion of the above-named defend- 
ant for summary judgment and denying the motion of the 


above-named plaintiff for summary judgment entered in 
this action on June 19, 1967. 


Morton E. YouaLeM 
815 15th Street, N. W. 
Washington, D. C. 20005 


REMBAR AND ZOLOTAR 
521 Fifth Avenue 
New York, N. Y. 
Attorneys for Appellant 


Dated: June 23, 1967 


To: 


Davi G. Bress 
U. S. Attorney 


Micrazn W. Werte 
Attorney 
Department of Justice 


CIVIL. DOCKET 
Hnited Statin Desicict Court for the Bistrict of Columbia 


LK —G-13-43 -6M--2006 


pliner See ne ees 


tt ee ee 8 ee 


__MASON HOFFENBERG____ RO 5 as NON 
| DECLARATORY JUDGMENT AND 
| MANDATORY INJUNCTION 


Ve 


ABRAHAM. ML. KAM NSTEIN 


et _____ Register of Copyright 


ge. Vreire 


CIVIL DOCKET 
Untted States District Conrt for the: District of F Columbies 


May 4 ons copies | sian and cop ) and copies jes (3) of Complaint iswed NF. 5/11/65; Atty. 
| s_ULS. Atty. ser. 5/4/65 tl ate 
D il Summons, copy _and copy of complaint issued. Ser 6-29-65 _ 
Jul | 4 Answer of defendant to complaint, Exhibits 1,2 & 3, c/m 7-6-65; 
|____ Appearance of David C. Acheson & John E. Kidd. filed 
_Sul_| 4 Calendared (%) AC/x 


J 


March! ul Called. Assistant Pretrial Examiner 
Aug. 125] Tirst notice 


Sep. h3| Consent order eaiaecaniiats ime for pltff. to a ce ate o 
B readiness and to otherwise comply with Rule 1 o Decembe Ete 
3 eee Matthews, |_| 
| Appearance of Mr. Michael W. Werth as attorney for deft. filed t+ = 
/15| Stipulation of facts. tirea | | | | | 
|_| Bias 
Sr 


Brief of pltf in support of motion of pltf for summary judpment; pa) pee 
____ser/ack 3/16/67. eee TIS “filed iE RED 

| Motion of deft _for summary judement; statement; -P& n O ESE aa 
ttied 


a Motion of pltf, for summary Jj y_judement ; ser/ack 3/16/67; H.C. filed | 


Baa Gees 
Poh iaaat 
fired | | 
§ to file reply 


brief to and including 1/7/67. filed | Enz 
Stipulation of counsel extending time for filing reply briefs re: | 


i Motion of Lancer 5 Boots. ‘Ine.. fo: for “leave to to f ‘file at amicus curi , curiae 


memorandum; affidavit: exhibit: c/m 4/4/67; H.C earance | 
of Anister and Rotstein (50 E. a2nd St., N. Y., Ne Yr. "10017) 
filed 


: (see next pare eos : 


CIVIL DOCKET 
Anited States District Court for the District of Columbia 
a 2Obb-65 Supplemental Page No. si ean S 


——— lS 
Hie Ee ae SS 
Apr. (21 oy ieply ‘memorandum of opposiing points and authorities to pltfs motion} =| J | .| 
ort for summary judgment: exhibit: ¢/m 4/21/67. 
| Apr. |2h | Memorandum of P&A of pl tf in opposition of motion or summs 
mae judgement; c/m 4/21/67. "filed Rak fas 
| May _|16 | totions of ett and plef tor summary jidenent_argued_ond taken a ES Ge 
ass under ee counsel pranted 14 days to e briefs lee ee Dee 
|_| (Rep: Ida Watson) McGarraghy (ne ae Se SE 
| Motion of Lancer Books, Inc. for leave to file Amicus Curiae Memoran eee EE Eg 
|_| dum; affidavit; exhibit; c/m 5/22/67. __ KC tieal | 1. ft] 
| 321 Brief of deft on motion for summary judgment; ¢/m 5/31/67. fied | |. | 
|r | 33] Nomorondun of ritf: ¢/n_5/31/6 filed) | | | | 
Jun 2 | Transcript of vroceedings; 5/16/67; pages 1-29; (Rep: Ida Watson - Rae 
_.. Court's Copy) . filed 
Order eranting defendant's motion for summa ludgement and 
dismissing action; denying plaintiff's motion for summa 
judgment. (N) (4c/N) McGarraghy, J. 
Order granting Lancer Rooks, Inc., leave to file an amicus curiae 
Memorandum, (MN) C“C;i‘C‘édMCGaa rary 
Fail Amicus Curiae memorandum by Lancer Books, Inc. 
1 No e of a om ord O ne 19 06 opie ma 
to Davia G. eareee and M. W. Werth; deposit $5.00 by M. E 


Risvie epee SF 


BRIEF FOR APPELLANT © 


Muiteh States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 
No. 21,152 


MASON HOFFENBERG, — 
| Appellant, 

ABRAHAM L. KAMINSTEIN, 
Register of Copyrights, 


v. 
Appellee. 


APPEAL FROM AN ORDER OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


Moxrton E. Youauem 
815-15th Street, N. W. 
‘Washington, D. C. 20005 


521 Fifth Avenue 
New York, N. Y. 10017 


Attorneys for Appellant 


Runited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 21,152 
———— ae 
Mason Horrewserc, 
V. 


Asranam L. Kaminsrern, 


Register of Copyrights, 
Appellee. 


APPEAL FROM AN ORDER OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


i rrineretiieereientieieiiiacs eel cetacean 


BRIEF FOR APPELLANT 


INDEX AND TABLE OF AUTHORITIES 


PAGE 
Statement of Questions Presented ~....... SEI 


Jurisdictional Statement 

Statement of the Case 

Statement of Points 

Summary of Argument -o-ecceeen---n-——-nennneemennnnnnnnn= 


ARGUMENT 


Porrr I—Publication of the Work in France in 1958, 
with the Notice Required by the Act, Secured Copy- 
D9 == 


A. Introduction—Summary of Relevant Statutory 
PYOVISIONS  <.-----neceecoeen-nnenenenecevesnennenennonen Seer ueee 


Section 16 

Judicial Authority —.----n-n-----e---ceceeee-nm——m-nnene= 
. The Copyright Office Interpretation Is in the 

Present Case Entitled to No Special Weight — 

The Constitutional Aspects of the Matter ——. 


Porsr Il—If Copyright was not Secured by the 1958 
Publication Abroad, it was Secured by the 1964 
Publication, with the Notice Required by the Act, 
in the United States —...--------c--sc-en--m--n-c-enceneneennnn — 


Porsr I1I—The Cases and Materials Relied on by the 
Copyright Office in the Court below Furnish no 
Support for its Contentions ———----- 


Ponvr IV—Registration of the Author’s Claim to 
Copyright Should be Ordered even if the Existence 
of his Copyright is not Adjudicated —____. 


A. The Copyright Office Does Not Have Disere- 
tion to Withhold the Certificate in a Matter 


B. Even if the Copyright Office Has Discretion, 
the Refusal to Register the Author’s Claim to 
Copyright Is an Abuse of Discretion 


COTE TEN Os en 


Appendix of Statutes and Regulations Involved ... 


TABLE OF CASES 


American Code Co. v. Bensinger, 282 Fed. 829 
(irr 900). a eee 
American Visuals Corp. v. Holland, 239 F. 2d 740 
(25 Cir 1956) a ete wae 
Atchison, T. & S. F. R. Co. v. United States, 209 
F. Supp. 35 (N.D. TIL 1962) 2. e-nasneene-- ee 


Bailie v. Fisher, 103 App. D.C. 331, 258 F. 2d 425 
(QD Lom (Ossen 1 Se) a 
Basevi v. O’Toole, 26 F. Supp. 41 (S.D.N-Y. 1939) 
Bolling v. Sharpe, 347 U. S. 497 (1954) —.... = 


Brown Instrument Co. v. Warner, 82 App. D.C. 
232, 161 F. 2d 910 (D.C. Cir. 1947) = 


Communications Assn. v. Douds, 339 U. S. 382 
(CESS) eee 


Dombrowski v. Pfister, 380 U. S. 479 (1965) —.... 
Durnin v. Allentown Federal Savings and Loan 
Association, 218 F. Supp. 716 (E.D. Pa. 1963) ... 


Fay v. United States, 22 F.R.D. 28 (E.D.N.Y. 1958) 
Ferris v. Frohman, 223 U. S. 422 (1912) -............ 
Frost Trucking Co. v. Railroad Commission, 271 

VO BS OEP Ty a a 


PAGE 
Grove Press v. aan 275 F.2d 433 (2 Cir. 
1960) ee nee) 


Hannigan v. Eaeee 327 U. S. 416 (4946) 
Hanover Ins. Co. v. Harding, 272 U. S. 494 (1996) 
*Heim v. Universal Pictures Co., 154 F. 2d 480 
(2 Cir. 1946) 
Hirshon v. United Artists Corp., 100 App. D.C. 217, 
243 F. 2d 640 (D.C. Cir. 1957) ; 
Italian Book Co. v. Coe 273 Fed. 619 es DN.Y... 
1918) Oe EES 48 


King eee ee v. Bouve, 48 U.S.P. 0.2 237 
(D.C.D.C. 1940) 
Kraft v. ee 117 F. 2d 579 (3 Cir. 1941) 35 


Massachusetts Trustees v. United States, 312 F. 2d 

214 (1 Cir. 1963) 
Mazer v. Stein, 347 U.S. 201 (1954) -...--n..--cceceonee 40, 43 
Memoirs v. Massachusetts, 383 U. S. 413 (1966) .... 46 


G. P. Putnam’s Sons v. Lancer Books, Inc., 239 
F. Supp. 782 (S.D.N-Y. 1965) ; 251 F. Supp. 210 
(S.D.N-Y. 1965) 50-5: 


Ross Products v. New York Merchandise, 233 F. 
Supp. 260 (S.D.N-Y. 1964) 


Schneider v. Rusk, 377 U. S. 163 (1963) —............ = 

Shapiro-Bernstein & Co. v. Jerry ieee Music Co., 
161 F. 2d 406 (2 Cir. 1946) 

Securities & Exchange Commence v. Sirona Island 
Lighting Co., 148 F. 2d 252 (2 Cir. 1945) 

Springer v. Philippine Islands, 277 U. S. 189 (1928) 

Twentieth Century Fox Film Corp. v. Bouve, 33 
F. Supp. 462 (D.C.D.C. 1940) ; aff’d 74 App. D.C. 
271, 122 F. 2d 51 (D.C. Cir. 1941) 


*United Dictionary Co. v. Merriam Co., 208 U. S. 
ZOO CLI OS) tasers anceercmcencerencomeeceenseenseete 6, 37, 43, 47-49 


: * Cases or authorities chiefly relied upon are marked by asterisks. 


Onited States ex rel. Everson v. Young, 26 Wash. 
L. Rep. 546 (S. Ct. D.C. 1898) —.. 
United States v. Backer, 134 F. 2d 533 (2 Cir. 1943) 
United States v. Chicago R. Co., 282 U. S. 311 
(1931) 
United States v. Chicago Title & Trust Co., 
F. Supp. 56 (N-D. Tl. 1965) a nanennnennne 
United States v. ERlodiobe National Bank, 374 
U. S. 321 (1963) .. En 52 
United States v. ee 361 U. Ss. 304 (1961) eee y 
*United States v. Wise, 370 U. S. 403 (1962) -........ 52 


*Washingtonian Publishing Co. v. Pearson, 306 
U. S. 30 (1939) 12, 34-35, 39, 41, 57 


Waterman Steamship Corp. v. United States, 381 
Lae Se Raye (aes) Roe 


TABLE OF STATUTES, REGULATIONS AND 
CONSTITUTIONAL PROVISIONS 


Unrrep Srares Constirvrion: 
Article I, Section 8, Clause 9 -.-----------sn--eo-----9, 43-45 
Amendment V _-..nc-sosssonsecnescocscnesceneecnesensenneeeneeenneenweeenees GAAS 
Unrrep States Copyricut Law, Act of March 4, 1909, 
c. 320, 35 Stat. 1075, et seq., as incorporated in the 


Act of July 30, 1947, ec. 391, 61 Stat. 652, et seq., 
Title 17, U.S. C: 


Section 10  --...n-.--n-nescscncceeseneneensnne 

*Section 13 » 8, y Boy St 

SO CELOTIEL ON racer emrseeneeremeenenenneneenenerees 5, 6, 8, 9, 20-34 

Section 22. .n--n-------cec-cesnsensnecnseneenenes 1-12, 17-20, 27-31, 44 
eae ee earn PAN 


* Cases or authorities chiefly relied upon are marked by asterisks. 


PAGE 
Section:10 (i 27, 33 


Section 20 (ie OO 

Act of 1790, 1 Stat. 124 nen. enencevenenennemnnnnnmennnnen EAS, 
. Act of 1802, 2 Stat. 71 nnn eeneneeneneneneennneneennennn 13 

Act of 1831, 4 Stat. 436 .-.o-c--c--s-cceseeeneeeenneeceneneen Secs 3 

Act of 1870, 16 Stat. 213 nent aeeennennneeneneneneenenee - 13 

Act of 1874, 18 Stat. 78. eecnc-nnc-nce-censnenenceseeeserernensen Le AT 
*Act of 1891 ,26 Stat. 1107 

Act of 1904, 33 Stat. 4 nn neeneceenenenetnnnenes in 

Act of 1905, 33 Stat. 1000 

Act of 1914, 38 Stat. 311 


“Regulations of the Co pyright one. 37 CFR. 
§202.4(b)(1) (1956) .. = 2, 4, > 40, 43 


TABLE OF TREATISES AND ARTICLES 


i Chafee, Reflections on the Law of Copyright, 45 
Columbia Law Review 503 (1945) — 39, 49 


’ Davis, Administrative Law Treatise (1958) . 40 
_ *Howell, The Copyright Law, Third Ed. (1952) -.39, 41, 49 
*Latman, Howell’s Copyright Law (1962) 

Nimmer on Copyright (1967) 


| Copyright Law Revision Study: Authority of the 
Register of Copyrights to Reject Applications for. 
Registration, 86th Congress, 2d Session, pursuant 
to S. Res. 240 (1960) -.---seceeneceneneennnennennoe= Ee. 


MISCELLANEOUS 
*Attorney General’s Opinion No. 73, Vol. 41 (1958)__12, 57 


*S. Rept. No. 1178, 49th Cong., Ist Sess. (1886) —......21, %4 
| * Cases or authorities chiefly relied upon are marked by asterisks. 


S. Rept. No. 142, 58th Cong., 2d Sess. (1904) 

H. Rept. No. 1287, 58th Cong., 2d Sess. (1904) —.... 27 
*S. Rept. No. 6187, 59th Cong., 2d Sess. (1907) 14, 15, 57 
“H. Rept. No. 7083, 59th Cong., 2d Sess. (1907) 

*S. Rept. No. 1108, 60th Cong., 2d Sess. (1909) 
*H. Rept. No. 2222, 60th Cong., 2d Sess. (1909) 
*S. Rept. No. 375, 81st Cong., 1st Sess. (1949) —— — 
*H. Rept. No. 83, 90th Cong., 1st Sess. (1966) -.. — 


*Hearings Before Committee on Patents, 49th Cong.. 
1st Sess. (1886) 21, 24-25, 33 


Arguments Before Committee on Patents of Senate 
and House on S. 6380 and H.R. 19853 (1906, 1908) 30 


*19 Congressional Record 3506 (1888) -....--.. disci 21 


°22 Corfgs@psional Record 2604, 2605 (1891) ——-21, 25 

Report of Register of Copyrights (1961) — . 29 

Supplementary Report of Register of Copyrights 
(1965 


* Cases or authorities chiefly relied upon are marked by asterisks. 


Jurisdictional Statement 


This appeal is from an order of the United States Dis- 

| trict Court for the District of Columbia, entered on June 19, 
1967, granting appellee’s motion for summary judgment, 

' denying appellant’s motion for summary judgment and 
dismissing appellant’s complaint (JA 49). The action 
was brought by appellant, as co-author of a literary work, 
(a) for a judgment declaring that copyright had been se- 

' eured in said work pursuant to §10 of the Copyright Act, 
and (b) to compel appellee, the Register of Copyrights, to 

- accept copies of the work for deposit and to issue a certifi- 
cate.of registration of appellant’s claim to copyright (JA 
5). The District Court had jurisdiction of: the action 
' under 28 U. S. C. §§1338, 1361, 1400, 2201 and 2202. 
This Court has jurisdiction under-28 U. S. C. §1291-° 


Statement of the Case 


Appellant is one of the two American authors of a novel 
' written in English and first published in France in 1958 (JA 
' 38). (Appellant will hereinafter be referred to as “the 
| author” and appellee as “the Copyright Office” and “the 
: Office”.) Each copy of the work published abroad bears a 
' copyright notice as required by the Act (JA 39). Each 
copy of the work published abroad was manufactured 
' abroad (JA 38). No copy manufactured abroad was 
offered for sale in the United States by the authors or by. 
anyone acting on their authority (JA/47). During the six- 
month period following first publication of the work 
| * The Copyright Law Act (17 U.S.C., §1 et seq.) will hereinafter 

be referred to as “the Act” and its sections. will be referred to here- 
' inafter simply as “§10,” “§13,” etc. The addition of §6 of the Act. 
in 1947 (61 Stat. 654) raised the numbers of sections following it, 
| so that the section presently designated §10, for example, was §9 of ' 
the Copyright Act of 1909, and similarly, §22 was §21. For con- 
| venience, we will employ the current numbering’ throughout, indicat- 
' ing the substitution, in quoted material, by the use of brackets. : 
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abroad no steps were taken to effect compliance with §22 
(JA 38). 

In May, 1964, G. P. Putnam’s Sons published an edition 
of the work in the United States (JA 39). This has been 
the only publication of the work in the United States 
authorized by the authors (JA 47). All copies of the 
Putnam edition bear a copyright notice as required by the 
Act (JA 39). All copies of the Putnam edition have been 
manufactured in the United States (JA 47). 


On March 11, 1965, the authors, in accordance with §13, 
mailed to the Copyright Office two copies of the American 
edition and an application for registration of a claim to 
copyright in the work under the provisions of $10 (JA 7). 
The Office refused to register the claim to copyright on 
the ground that in its view copyright did not exist. By 
letter dated March 31, 1965 the Office cited Copyright 
Office regulation §202.4(b), 37 C. F. R., as justification for 
its view, and took the position that in the circumstances 
copyright could be obtained only under the “ad interim” 
provisions, §§22 and 23 of the Act (JA 19). Section 
202.4(b) has been in existence only since the mid-1950’s, 
the Copyright Office prior to that time having taken the 
position that in circumstances like the present it would 
register the work. (The pertinent statutory provisions 
have not changed since 1909.) 


In January, 1965, some eight months after the Putnam 
edition came out, infringing editions began to appear, 
and an action for copyright infringement was instituted 
by the authors and Putnam in the Southern District of 
New York in January 1965 (JA 48). In July 1965 the 
action was dismissed without prejudice, on the ground that 
§13 forbade the maintenance of an action where a certifi- 
eate of registration had not been issued (JA 48). 


In May 1965 the author commenced this action for a 
judgment declaring that copyright had been secured in the 
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work under §10 and directing the Copyright Office to aecept 
copies of the work for deposit and to issue a certificate 
of registration in connection therewith (JA 1).* Cross- 
motions for summary judgment were made on the plead- 
ings and on a stipulation of facts (JA 38-43). There was 
no opinion below. 


Statement of Points - 


The points upon which appellant intends to rely on this 
appeal are as follows: 


1. The District Court erred in granting appel- 
lee’s motion for summary judgment and denying 
appellant’s motion for summary judgment. directing 
appellee to issue a certificate of registration for 
appellant’s claim to copyright. 


2. The District Court erred in failing to hold that 
appellant secured copyright by publication of his 
work abroad with notice in 1958 pursuant to Sec. 10 
of the United States copyright law. 


3. The District Court erred in failing to hold, in: 
the alternative, that copyright was secured by publi- 
cation of the work with notice in the United States’ 
in 1964. 


*The author had, alternatively, sought registration under §22,° 
i despite the fact that no application therefor had been made within 
| the period provided in that section. The author’s contention was 
that the six-month period should be deemed to have been tolled. 
. He based this on a letter from a Customs official stating that during 
i the prescribed period (six months following the 1958 publication) 
the book would not have been admitted into the United States, so 
that the necessary deposit in the Copyright Office could not have 
| been made. After the institution of the present action, the’ govern- 
Com ae See to ear eae = iy Cee to the 

right wo ve ‘orwari uustoms, despite. 
i any ban that may have existed against general importation, and 
_ the author accordingly withdrew this additional claim. 
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4. The District Court erred in failing to direct 
appellee to accept copies of the work for deposit 
and to issue a certificate of registration in connection 
therewith, whether or not a substantive determina- 
tion was made as to whether copyright had been 
secured in the work. 


Summary of Argument 


«The author’s claim to copyright should be registered 
because copyright has been obtained under §10 by publica- 
tion of the work with the notice required by the Act. 


Section 10 is the basic copyright-securing provision of 
the Act. Standing’ by itself, it seems plainly to establish 
the author’s position. Its language, confirmed by its legis- 
lative history, is clear on the point that copyright is secured 
by compliance with its provisions, regardless of where first 
publication takes place. There is nothing elsewhere in the 
Act that purports to limit or modify its terms. 


The Copyright Office, refusing to register on the ground 
that copyright does not exist, made two arguments in sup- 
port of its refusal. First, the Office argued that 422 is 
mandatory and exclusive in all situations described by it. 
In support of this’ argument, the Office invoked the maxim 
“expressio unius est exclusio alterius” and cited its own 
regulation, §202.4(b) (1): ipa 

An American edition of an English-language book or 
periodical identical in substance to that first pub- 
lished. abroad will not be registered unless an ad 
interim registration is first made. Dine 


_ In the course of the briefing and argument below, how- 
ever, the Office conceded that there are situations in which 
an English-language book by an American author first 
published abroad. would be. entitled to copyright under §10,. 
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even though there were no ad interim registration. The 
Office thus concedes that its regulation is invalid under the 
Act. This infirm regulation has been in existence only 
since 1956, although the statutory provisions it undertakes 
to interpret have been in effect since 1909; prior to the 
mid-1950’s, the Copyright Office accepted works for regis- 
tration in circumstances like those of the present case. 


Compelled to abandon its primary position that {22 is 
mandatory and exclusive, the Office contended that the 
opportunity to secure copyright under §10 is lost if, prior 
to first publication, copies of the work are manufactured 
abroad, even though none of those copies are offered for 
sale on the American market. The Copyright Office de- 
rives this argument from §16, the manufacturing clause. 
The manufacturing clause does not explicitly apply to 
manufacture for foreign markets, and both its general 
purposes and its specific legislative history show that the 
clause is intended to apply only to the manufacture of 
books sold in the American market. The Copyright Office 
argument requires that a distinction be made between 
books manufactured subsequent to first publication (the 
Office agreeing that as to such books §16 applies only 
where sales are to be made on the American market) and) 
books manufactured prior to first publication (the Office 
contending that as to such books §16 applies even if the 
edition manufactured in a foreign country is sold only 
within that country). 


The Copyright Office contention represents an attempt to 
perpetuate a legislative scheme which was in effect during 
one period of our history (from 1891 to 1909) but which 
was expressly abandoned in 1909. In that year Congress 
completed a major rebuilding of the copyright structure 
and created a new and different system of obtaining copy- 
right, a system that has remained in force these fifty-eight 
years. For nearly fifty of these fifty-eight years the Copy- 
right Office position was one that would have given the 
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author the certificate of registration he seeks. There was 
no change in any of the relevant statutory provisions that 
required the reversal of position; it was merely an admi- 
nistrative decision to deny registration to works of a kind 
which for half a century had been accepted for registra- 
tion. (The Office had been aware, of course, of the statu- 
tory question involved in the present suit, but had given 
it a different answer.) 


The author stresses the unequivocal legislative history 
of the manufacturing clause, which demonstrates that the 
provision was intended to preserve only the American mar- 
ket for American printers, the Congressional objective 
being the same as that which inspired our protective tariffs. 
The enactment in no way sought to accomplish a conquest 
of foreign markets for American printers; the Congres- 
sional statements exclude any possibility so outlandish. 


The Copyright Office also relies on what it denominates 
‘legislative history.’? But what it cites is not legislative 
history at all, in any pertinent sense. In so far as it goes 
beyond undisputed matters, it consists of retrospective 
statements made in sessions of Congress subsequent to that 
which enacted the legislation in question. Indeed, some 
statements offered by the Office were made decades after- 
ward. In not a single instance in its three briefs filed 
below has the Office cited material on the controlling statu- 
tory provisions that is contemporaneous with their enact- 
ment. The Supreme Court has more than once held that 
the kind of thing on which the Office relies is not legislative 
history. 


The foregoing relates to the securing of copyright by 
publication with notice in France in 1958. Alternatively, 
relying on United Dictionary Co. v. Merriam Co., 208 U.S. 
260 (1908), the author contends that the right to secure 
copyright is not forfeited by acts or events occurring’ out- 
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side the United States and that he secured copyright 
under $10 when, in 1964, the work was first published in 
the United States. The authorized United States edition 
also bore the notice required by the Act, and all its copies 
were manufactured in this country. 


There is an additional ground for directing that the 
author’s claim to copyright be registered, apart from the 
substantive question of copyright. Even if the substantive 
question is not decided in this action, registration should 
be ordered for either of two reasons: (1) Although the 
Copyright Office has discretion in certain matters, it does 
not have discretion to deny registration on the basis of 
its own (unsteady) opinion of a fundamental and con- 
troversial question of law. This is underscored by the 
fact that registration fixes no substantive rights and preju- 
dices no final outcome, but merely opens the way to an 


appropriate adjudication in the courts. (2) Even if the 
Copyright Office has such discretion, it is in the present 
circumstances a discretion abused, since its consequence is 
to subject the author’s substantive rights to the risk of 
obliteration by the statute of limitations, and at the same 
time to assure infringers the fruits of their piracy. 


ARGUMENT 


POINT I—Publication of the Work in France in 
1958, with the Notice Required by the Act, Secured 
Copyright. 


A. Introduction—Summary of Relevant Statutory 
Provisions. 

The author contends that he obtained copyright under 
§10, the basic copyright-securing provision of the Act. 
The Copyright Office contends that §10 must be read as 
though its broad language were sub silentio qualified by 
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other provisions of the Act, the Office early in the con- 
troversy finding this limitation principally in $22 and later 
finding it entirely in $16 (the manufacturing clause). 
Section 13 has to do with the registration that the author 
seeks: It is these four sections—their language, the Con- 
gressional purposes they were meant to fulfill, their legis- 
lative antecedents, and the Constitutional questions in- 
volved in the Office position—that supply the answer to 
the question before the Court. We propose to deal with 
each of the sections in detail, but first, by way of intro- 
duction, we offer a general description of their provisions. 


The ordinary method by which copyright is obtained 
under our law is simple, and it is simply stated in § 10: 


Any person entitled thereto by this title may secure 
copyright for his work by publication thereof with 
the notice of copyright required by this title; . . . 


After obtaining copyright in this manner, an author may 
have his copyright registered under §13. Section 13 has 
nothing to do with establishing copyright. It begins: 


After copyright has been secured by publication of 
the work with the notice of copyright as provided 
in section 10... 


The deposit of copies and the registration that §13 re- 
quires are preconditions to suing for infringement; they 
do not affect the establishment or the existence of the copy- 
right itself. However small may be the advantage of hav- 
ing a copyright upon which one cannot sue, Congress has 
nevertheless chosen to make this distinction between right 
and remedy. 


Section 22 provides a special route to copyright in the 
circumstances it describes—‘‘the case of a book or periodi- 
cal first published abroad in the English language. 

The Copyright Office contends that §22 is mandatory and 
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exclusive, and since the facts of the present case /fit' the 
quoted description, the Office argues that the failure to 
employ §22 resulted in the loss of all the author’s rights 
in his work. The author, seeing no language in’ {22 
giving it an effect so drastic and no language anywhere 
else in the Act imposing any restriction on the broad 
sweep of §10, contends that §22 is there for those who 
choose to use it, and not for those who rely on §10.. The 
Office has now conceded that §22 does not have an exclu- 
sive and mandatory effect in all situations to which its 
language applies, and, we submit, has thus necessarily 
abandoned its reliance on this section.* 


Section 16 is the present version of what is known as 
the ‘manufacturing clause.”’ It is a provision that has 
been criticized as turning the copyright law to extrinsic 
purposes. Its purpose is to protect American printers, 
and its spirit is that of the protective tariff rather than 
that of a law designed ‘‘to promote the progress of science 
and useful arts by securing for limited times to authors 

. . the exclusive right to their respective writings. . ..”’ 
That is, it is more an exercise of Congressional power 
under the commerce clause of Article I, §8 than under 
the copyright clause. There is no doubt, however, about 
its objective or, unless it is given the discriminatory: con- 
struction for which the Office contends, about its validity. 
Congress. decided to protect American printers from. for- 
eign competition in the American market, and Congress 
undoubtedly had power to do so. But Congress had) no 
intention, as we shall show, of capturing new: foreign 
markets for American printers, and the requirements of 
§16 accordingly apply only to manufacture of books for 
sale in the United States. 


* Section 23 of the Act is a companion provision to §22. The 
copyright obtained under §22 endures for a maximum ‘period of 
five years, and compliance with §23 extends the copyright’ obtained 
under §22 to the full term. The two sections are together commonly 
called the ad interim provisions, but’ since in the: present’ case it is 
only the language of §22 that is in issue, we will inmost imstances 
refer only to that section. 
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In the parts of this Point that follow, we have, for con- 
venience, used these sections of the Act as headings. We 
of course do not suggest that each statutory section stands 
by itself; on the contrary, we urge that the Act be read 
as a whole, and that its fundamental aims be kept in mind. 
Accordingly, whatever the particular heading may be, we 
will at times refer to the other sections as well. 


B. Section 10 
Section 10 reads in its entirety as follows: 


$10. Pusiication or Work Wire Norice.— 
Any person entitled thereto by this title may secure 
copyright for his work by publication thereof with 
the notice of copyright required by this title; and 
such notice shall be affixed to each copy thereof pub- 
lished or offered for sale in the United States by 
authority of the copyright proprietor, except in the 
case of books seeking ad interim protection under 
section 22 of this title.’’ 


The semi-colon breaks the section neatly in half. The 
first half has to do with securing copyright; the second 
half imposes a condition that must be met if the copyright 
secured is to be preserved. 


The ‘‘except’’ clause at the end of the section has no 
bearing on the present case. The clause was originally 
relied on by the Copyright Office in its refusal to register 
the author’s claim of copyright, the Office arguing that the 
clause showed that §22 constitute a qualification of §10 
and that §10 therefore does not operate in those situations 
which are described in §22. The Copyright Office letter of 
March 31, 1965, stated: 

“Section 10 also provides that books seeking ad 
interim protection under section 22 are exempt from 
the notice requirement. This exemption indicates 
that works in the ad interim category do not secure 
copyright by publication with notice.” (JA 22). 
This was one of the contentions that the Copyright Office 
later abandoned, conceding that the ‘‘except’’ clause be- 
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longs to the second half of: §10 ‘and modifies only the por- 
tion of the section that follows the semi-colon: 


The author has met the requirements of $10. He has 
published his work with notice, thus securing copyright 
under the first half of the section, and each copy of his 
work published or offered for sale in the United States by 
his authority has also contained the notice, so that the con- 
dition for preserving copyright has been fulfilled. 


The fundamental Copyright Office position is that no 
copyright was established because first publication took 
place abroad. But there is nothing in §10 that distinguishes 
between first publication in the United States and first 
publication abroad. On the contrary, the section itself 
excludes the possibility of such a distinction. 


The language of the first half, read according to its 
ordinary meaning, would support the author’s position. But 
the contrasting language in the second half puts:the point 
beyond question. The first half of §10 is unlimited in its 
application; the second is limited to the United States. The 
explicit limitation in the second of the two cleanly sepa- 
rated parts of the section makes it impossible to read an 
implicit limitation into the first. 

Tf it were needed, there is specific legislative history to 
confirm the foregoing. When the bill which became the 
Act of 1909 was being considered, an earlier draft of § 10 
provided that ‘“‘any person entitled thereto by this Act may 
secure copyright for his work by publication thereof im the 
United States with notice of copyright required by this 
Act.2? (Emphasis supplied.) (Latman, Howell’s Copy- 
right Law (1962) page 86.) Congress changed this, and 
transferred the phrase “in the United States” to the sec- 
ond part of §10. Thus, as originally drawn, the statute 
would have required that, in order to secure copyright, first 
publication (with notice) must take place in. the. United 
States. The requirement that the copyright-securing pub- 
lication be in the United States was then deliberately re- 
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jected. There could hardly be a clearer expression of Con- 
gressional intent. 

The system of securing copyright by publication with 
notice has been in effect since 1909. It marked a funda- 
mental departure from the prior statutory system. From 
the beginning of our copyright law until 1909, copyright 
was obtained by deposit and registration. In 1909 Con- 
gress adopted an entirely new theory. Publication with © 
notice took over the function that had previously been 
performed by deposit and registration. In the light of 
this shift of function, the legislative antecedents of the 
present provisions may best be described after reference 
is made to §13, the section of the 1909 Act that deals 
with deposit and registration. 


C. Section 13 
Section 13 has nothing to do with the securing of copy- 


right. (For brevity, we will use the term “registration” 
here to refer both to deposit and registration.) Under 
the Copyright Act as it has existed since 1909, the funda- 
mental copyright-securing process operates quite apart 
from—and without regard to—registration. Registration 
does not establish copyright, nor does denial of registration 
affect the existence or validity of a copyright that has been 
established. Washingtonian Publishing Co. v. Pearson, 306 
U.S. 30 (1939). Copyright under the Act is created, or for- 
feited, by acts that take place entirely outside the Copy- 
right Office, and whether those acts have occurred is a 
matter for the courts to decide. Registration is a purely 
procedural matter, a precondition to litigation. As stated 
in a 1958 opinion of the Attorney General: 
* * * Accordingly, the Register neither issues nor 
denies copyright. He merely issues certificates of 
registration of a claim to copyright. * * * (Vol. 41, 
Opin. No. 73, set forth in Copyright Office Bulletin 
No. 31, at page 669) 
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In 1909, publication-with-notice and registration 
switched roles. Prior to that time, copyright was secured 
by registration, and the inclusion of notice of copyright in 
the book was a precondition to suit for imfringement. 
Since that date it has been the other way around. 

The first copyright act was passed in 1790. (1 Stat. 124.) 
Under it an author obtained copyright by taking the follow- 
ing steps: 

1) recording the title of his work in the office of 


the Clerk of the District Court for the District in 
which the author resided; 


2) publishing a copy of the record so made in one 
or more newspapers for four weeks; and 


3) depositing a copy of his work in the office of 
the Secretary of State within six weeks after 
publication. 


In 1802 Congress added a provision requiring that the 
public be given ‘‘information of copyright being secured.”? 
(2 Stat. 171) This was to be done by inserting a notice 
in each copy of the work. The notice was prescribed by 
the statute— 


‘viz: ‘Entered according to act of Congress, in the 
year , by A.B., in the Clerk’s office of the dis- 
trict court of ,»’ (as the case may be.)’’ 


In 1831, a new Copyright Act was passed (4 Stat. 436), 
but the method of securing copyright remained essentially 
unchanged. The time for deposit of copies was extended 
to three months. 


The Act of 1870 (16 Stat. 213) moved the place of filing 
and deposit to the office of the Librarian of Congress, and 
shortened. the period for deposit to ten days. It also made 
the copyright proprietor’s ability to sue depend upon the 
inclusion of notice. 
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The Act of 1909 (35 Stat. 1075) changed the system al- 
together. Notice was no longer a supplementary provision ; 
it was the key to obtaining copyright. Registration was 
still required, but not in order to secure copyright; it be- 
came merely a precondition to a suit for infringement. 


Thus, for the first one hundred and nineteen years of 
our copyright history, copyright was achieved by going 
through a prescribed procedure involving the government, 
and the expression ‘“‘take out copyright’? was appropri- 
ately used to describe the procedure. There was a sharp 
break in 1909, and for the past half-century a radically 
different method of achieving copyright has been in force. 
The author would no longer ‘‘take out copyright’’ by en- 
gaging in certain actions with respect to an agency of the 
government. Instead, he would achieve it by actions that 
take place entirely apart from any agency of the govern- 
ment; he would achieve it by publication with notice. 


Congress was quite conscious of the abrupt change it 
made in the 1909 legislation, and of the fact that it was 
upsetting old concepts. The 1907 Senate Committee Re- 
port contained the following statement: 


“€(1) The (advance) registration of the mere title is ~ 
abolished (as serving no useful purpose and impos- 
ing an unnecessary burden upon the author), and 
(2) the failure to register and deposit on or before 
the day of publication will no longer invalidate the 
copyright. It is still to be compulsory. No suit for 
infringement can be brought without it. Failure 
after notice from the office will entail a penalty. 
But the failure is no longer absolutely to void the 
copyright, for the copyright is to be ‘‘secured’’ by 
the publication of the work with the notice of copy- 
right affixed to each copy. The protection is to be 
initiated by this act alone, and will not be lost by 
later omissions, though these may fatally impair the 
remedy against a particular infringer. 
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The present requirement is unduly drastic. The 
modification may awaken some apprehension. How, 
it may be asked, can a man ‘get’ copyright by merely 
publishing his work and warning others that he has 
copyright in it? 

What has he done to get it? How can he get it 
without the preliminary entry (registration) in the 
copyright office, and deposit of copies there, and a 
certificate that he has done all this? ‘ 


There is a misunderstanding here. What the claim- 
ant of copyright does in the copyright office is merely 
to file a claim: and what the office does for him is 
to merely record this claim. It does not adjudicate 
it. It does not, e.g., determine the work to be orig- 
inal, nor the claimant to be the author of it. It 
does not—that is to say, do for the author what the 
Patent Office does for the inventor—investigate the 
justice of the claim and determine it: nor is its 
certificate the equivalent of the letters patent issued 
to the inventor.”’ (S. Rept. No. 6187, 59th Cong. 2d 
Sess. (1907) pages 4-5.) 


The House Report followed this through: 


‘‘There are only two provisions in this bill which 
in express terms render a copyright void . . . the 
failure to comply with the deposit within a certain 
time upon a written demand . . . [and] . . . the 
wilful making of a false affidavit regarding what is 
known as the manufacturing clause. . . .”’ (H. Rept. 
No. 7083, 59th Cong. 2d Sess. (1907) page 8.) 


A subsequent Senate Report emphasized the change in 
the pattern: 


“Under existing law the filing of title and deposit 
of copies on or before the date of the first publica- 
tion are conditions precedent, and any failure to 
comply with them works a forfeiture of the copy- 
right. It is proposed under this bill to so change 
this as to have the copyright effective upon the 
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publication with notice, and the other formalities 
become conditions subsequent.’’ (S. Rept. No. 1108, 
60th Cong. 2d Sess. (1909).) 


The contrast between §10 and §13 demonstrates the 
emphasis that the present copyright law puts upon an 
author’s own act in securing copyright. The simple auto- 
matic method set forth in $10 is basic, and the activities 
of the Copyright Office in receiving copies for deposit and 
listing the work in its records have nothing to do with 
the existence of a copyright established under $10. Unless 
there is overwhelming evidence elsewhere in the Act that 
Congress meant to qualify the broad and unequivocal 
grant of rights made in §10, the author must prevail. 


We stress the fact that a new system of securing copy- 
right was established in 1909 because the Copyright Office 
position in the present case is one that depends on the as- 


sumption that the pre-1909 pattern still exists. But $13 
has an additional bearing on the present case: it supplies 
specific evidence that §10 means what it says, and that 
the publication-with-notice that secures copyright under 
§10 may take place anywhere in the world. 


Everything that happens under §13, as its opening 
language states, takes place ‘‘After copyright has been 
secured by publication of the work with the notice of copy- 
right as provided in section 10... .” The events that §13 
contemplates presuppose that copyright has been secured, 
and secured under §10. There is nothing inadvertent in 
this statutory language. The 1909 legislation as originally 
drafted (S. 6330 H. R. 19853 (1906)) did not contain the 
quoted language; its later inclusion underscores its 
importance. 


Among the things that take place under $13 after a $10 
copyright has been secured is the deposit of copies of the 
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work. The 1909 legislation required that two copies must 

be deposited, but five years later there was an amendment 

intended to make things easier for foreign works. The 1914 

legislation (38 Stat. 311) added the following to §13: 
«<... or if the work is by an author who is a citizen 
or a subject of a foreign state or nation and has been 
published in a foreign country, one complete copy. 

2? 


Keeping in mind that the amendment did nothing except to 
reduce the number of copies that the foreigner need deposit, 
it is seen that publication abroad, with notice, is within the 
contemplation of §10. The fact that the amendment refers 
to an alien does not alter the situation. If §10 applied only 
to publication within the United States, this 1914 legislation 
would become nonsense. It states that the alien need 
deposit only one copy where the work ‘‘has been published 
in a foreign country”—“after copyright has been secured 
by publication of the work with the notice of copyright 
as provided in section 10. . .” 


D. Section 22 

In its attempt to find something in the Act that would 
negate the effect of §10, the Copyright Office originally 
put its principal reliance on the ad interim provisions. The 
theory was that since §22 refers to “a book: or periodical 
first published abroad in the English language,” and since 
the author’s book was first published abroad in the English 
language, §22 supplied the sole method of securing copy- 
right. But it does not follow from the fact that the ad- 
interim provisions apply, that they are exclusive. The 
ad interim provisions were available to the author, but 
this does not mean that $10 was not available. There 
is nothing in the language of $22, or anywhere else in 
the Copyright Act, that makes the ad interim procedure 
mandatory. Nor is there anything that. puts any restric- 
tion on the unlimited language of §10. 
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In its first brief filed in the court below, the Copyright 
Office relied on the phrase ‘“‘expressio unius est exclusio 
alterius.’’ The phrase appears infrequently in judicial opin- 
ions, and it appears less often in opinions that accept it 
than in those that reject it. Even where the phrase can 
be said to have some pertinence, courts treat it as carrying 
little or no weight. See Springer v. Philippine Islands, 
277 U. S. 189 (1928); Massachusetts Trustees v. United 
States, 312 F. 2d 214 (1 Cir. 1963), aff’d 377 U. S. 235; 
Durnin v. Allentown Federal Savings and Loan Associa- 
tion, 218 F. Supp. 716 (E. D. Pa. 1963). And the rare 
cases in which the phrase is given some part to play dem- 
onstrate that it has no application in the present circum- 
stances. See Securities and Exchange Commission v. Long 
Island Lighting Co., 148 F. 2d 252 (2 Cir. 1945); United 
States v. Chicago Title and Trust Co., 242 F. Supp. 56 
(N. D. DL 1965); Fay v. United States, 22 F. R. D. 28 
(E. D. N. Y. 1958). 


As we have mentioned, the principal authority cited by 
the Copyright Office, in refusing to register the author’s 
claim of copyright, was its own regulation (JA 20). The 
regulation (37 C. F. R. §202.4(b)(1)) states that, in the 
situation to which the language of §22 applies, the work 
“will not be registered unless ad interim registration is 
first made.” But there is nothing in the Copyright Act 
that obliges an author to forego the benefit of 410 and 
confine himself to that of §22. The construction that the 
Copyright Office and its regulation put upon the statute 
would require a section drawn, for example, as follows: 


‘‘The author of a book or periodical first published 
abroad in the English language shall, in order to 
secure any copyright under this title, deposit in the 
Copyright Office, not later than six months after its 
publication abroad, one complete copy of the foreign 
edition. . . .”’ 
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Or a section like §22, but with an additional senten 
such as: ; 
“In the event of failure to comply with the pro- 


cedure described in the foregoing sentence no copy- 
right may be secured under this title.” 


Or it would require that $10 have a proviso reading: : 


“This section shall not be applicable to a book or 
periodical first published abroad in the English 


language.” 


But the Copyright Act contains no such provisions, and 
there is no language in the Act that even remotely implies 
such conditions. Section 10 is left utterly unaffected by 
the procedure established in §22. 


The fallacy in the Copyright Office position became 
apparent in the course of the litigation below. In a brief 
filed prior to argument, the author presented a hypotheti- 
cal situation. The situation described was one in which 
there is to be American and British publication of a work 
by an American author; all copies of the work, both those 
to be sold in the United States and those to be sold in 
Great Britain, are manufactured in the United States; the 
number required for British distribution is shipped to 
England; and publication of the work takes place in Great 
Britain before it takes place in the United States.° At 
the argument, counsel for the Copyright Office conceded 
that even though the ad interim procedure were not fol- 
lowed, such a work would receive copyright protection 
under the Act (assuming, of course, that it contained the 


* The hypothetical was in no sense unrealistic. Printing in the 
United States for both American and British publication is al- 
ready taking place in connection with periodi The trend is 
likely to accelerate in view of the widening “technological gap.” 
(See, for example, Time magazine of January 13, 1967, pages 18- 
19.) Technological advances in this country in duplicating and 
electronic printing techniques have been particularly rapid: 
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proper copyright notice). Counsel for defendant stated 
“. . . I could conceive of a situation where a: person 
would manufacture their work in the United States to 
comply with Section 16 and ship it abroad and first pub- 
lish it abroad, and that person would still have complied 
with the copyright law and secure full-term protection.”’ 
(Official Transcript of Proceedings, page 25.) 


In its brief filed after argument, the Copyright Office 
confirmed its concession, saying: 


“¢. . . Thus, if the first published copies are in fact 
manufactured in this country, their first publication 
anywhere with notice secures full-term copyright.”’ 
(Brief on Motions for Summary Judgment After 
Hearing (filed on behalf of defendant) page 8.) 


The briefing and argument accordingly served to make at 
least these two points clear: 


(a) The regulation upon which the Copyright 
Office relied in refusing to register the author’s claim 
to copyright is admittedly invalid. The Office con- 
cedes that, under the Act, a claim of copyright must 
be accepted for registration in certain situations 
where, according to the regulation, it must be re- 
jected. 

(b) The Copyright Office, having begun by mak- 
ing arguments based on the language of $22, has 
ended by resting its position solely on $16. 


But §16, as we shall show, cannot bear the construction that 
the Copyright Office would put upon it. 


E. Section 16 


The manufacturing clause came into the copyright law 
in 1891 (26 Stat. 1107). In that year, the benefit of the 
United States copyright law was for the first time 
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extended to persons who were not citizens of the United 
States. The 1891 legislation enabled British authors to 
obtain American copyright. This was not a matter of 
generosity; Congress wanted to protect American authors 
whose works were published in Great Britain, and in order 
to accomplish this it was necessary to grant reciprocal 
rights to British authors. However, there had been a 
thriving business in this country built upon the royalty- 
free publication of British works, and Congress felt 
obliged to compensate American printers for the loss 
of this business. At the same time, Congress wanted to 
protect American printers from having their market 
diluted by books printed abroad. (Sen. Rep. No. 1178, 49th 
Cong., 1st Sess. (1886); Hearings Before Committee on 
Patents, 49th Cong., 1st Sess. (1886), p. 12; 19 Cong. 
Ree. 3506; 22 Cong. Rec. 2604.) 


To accomplish these objectives, Congress did two 


things: (1) it forbade the importation of foreign-manu- 
factured books; and (2) by making a slight but effective 
change in the process of securing copyright, it created an 
inducement to manufacture in the United States. 


It will be recalled that in 1891 copyright was secured 
through the deposit of copies and registration (as it had 
been for many years prior to that date and would con- 
tinue to be until 1909). The device to promote American 
manufacture employed those provisions; the copies that 
had to be deposited in order to obtain copyright were 
required to be copies of American manufacture, and the 
deposit had to be made “on or before the day of publica- 
tion in this or any foreign country. . . .” 


The practical effect was to deny American copyright 
to works first published abroad. It was conceivable that 
a British publisher might manufacture two copies of the 
author’s work in this country and deposit them prior to 
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publication. In such circumstances American copyright 
would be obtained even though first publication occurred 
abroad and even though all copies published abroad were 
manufactured abroad. But such an undertaking was 
hardly likely. If the expense of setting a book in type 
were to be incurred, it would be uneconomical to print 
just two copies. Hence if a British author or publisher 
wanted to obtain United States copyright, he could be 
expected to print an entire edition in the United States 
and deposit two of the copies so printed. (The British 
author could, if he chose, withhold American publication 
until after the date of British publication, so long as the 
American printing was done first and the two American- 
made copies were deposited prior to the publication of 
the work anywhere.) 


Thus, for a brief period in the history of our copyright 
law—a period of eighteen years—the position now taken 
by the Copyright Office would have been sound: publi- 
cation having taken place prior to the deposit of 
American-made copies, the benefit of the American copy- 
right would have been denied to the author. Under the 
present Act, however, the position is utterly unsound. 
The securing of copyright now has nothing to do with 
the deposit of copies. It flows directly from publication 
with notice. 


This is not to say that in 1909 Congress lost interest 
in benefiting American printers. On the contrary, it 
maintained that interest, and developed a new protective 
device, one that was consonant with the new method of 
securing copyright. Since deposit of copies no longer had 
anything to do with establishing copyright, it would not 
matter (for that purpose) whether or not the author had 
American-made copies to deposit. Congress continued the 
ban on importation of foreign-made copies, and in place 
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of the provision that had tied American manufacture to the 
copyright-securing process, Congress made two provisions: 


(a) it shifted the requirement that the copies 
deposited be of American manufacture to $13 
(where it would have no effect on obtaining copy- 
right but would be a precondition to suit for in- 
fringement); and 


(b) it enacted §16. 


Section 16 states that “the text of all copies accorded 
protection under this title” shall be printed from type 
set within the limits of the United States, and the mean- 
ing of this abstruse language has been the subject of 
much discussion. But whatever its precise meaning may 
be, §16 does not purport to form any part of the 
copyright-securing process. Moreover, whatever the effect 
of a contravention of the requirements of §16 may be, 
they are not contravened so long as every copy offered 
for sale in the United States is manufactured in the 
United States. 


This last statement is not a paraphrase of any specific 
language in §16, but it is the only possible meaning that 
can be given to §16, for several reasons. Among them is 
the legislative history of the provision. Before setting 
forth that history, it should be noted that neither party in 
the present case relies on a literal reading of $16. The 
author, as we have stated, contends that 416 must be read 
as applying only to manufacture for the American mar- 
ket. The Copyright Office contends that §16 must be 
read as applying to manufacture for sale in any country 
in the world, and that the section somehow must be con- 
strued as though it spoke only of manufacture that takes 
place before copyright is obtained and not of manufacture 
that takes place after copyright is obtained. (It should be 
observed that this represents an afterthought; until pre- 
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sented with the difficulties that its position involves, the 
Office had not suggested that any such distinction inhered 
in §16.) Neither gloss is founded upon explicit language 
in §16. However—in view of an unequivocal legislative 
history, the purpose of the statute, important practical 
considerations, general principles of statutory construc- 
tion, and the Constitutional aspects of the matter—the 
author’s reading of §16 makes sense. The interpretation 
offered by the Copyright Office, we respectfully submit, 
does not, from any point of view. 


The manufacturing clause, as we have said, came into 
the law in the 1891 legislation. From the beginning it 
was clear that the clause was concerned only with preserv- 
ing the American market for American printers, and 
the Congressional purpose has never changed. The Senate 
report on the 1886 bill that eventually became the Act 
of 1891 stated: 


«e © © The foreign author cannot complain, because 
we give him protection in our market conditioned 
only that he publish here. The American artisan 
will be insured only that which he now possesses, 
the labor put upon the publication of foreign books. 
e 2 e” (S. Rept. No. 1178, 49th Cong., Ist Sess. 
(1886). (Emphasis supplied.) 


The American artisan, of course, had not been doing the 
printing of books that had been published abroad for sale 
abroad. 


During the committee hearings, James Welsh, represent- 


ing the Typographical Union, was questioned by the 
chairman: 


“The Chairman: . . . that you are in favor of 
international copyright, provided all books of for- 
eign authors published in this country copyrighted 
here, shall be published in American houses? 
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Mr. Welsh: Yes, under the copyright law; that 
they shall have permission to publish foreign books 
by coming here and taking out an international 
copyright, and having their work done on this 
continent.” (Hearings before the Committee on 
Patents, 49th Cong., Ist Sess. (1886) p. 5.) 


Congress was also concerned about the detriment to Ameri- 
can authors and publishers caused by the sale of for- 
eign works in the United States at prices cheaper 
than those of American books. But here, also, it was 
only the American market that Congress had in view. 
At the same hearings, the publisher Henry Holt, after 
stating the problem, said 


“Tt follows, then, that an American author, to com- 
pete with the cheap foreign reprints must. . . 
publish at a cheap price himself. ...” (Id, p. 12.) 


Senator Platt, one of the sponsors of the 1891 legisla- 
tion, had the following to say: 


“First, however, I will say a word about the clause 
in our copyright law as proposed by the bill which 
favors the persons who produce books in this coun- 
try, the men who set the type and perform the 
labor. I see no injustice whatever—on the other 
hand, I see great justice—in confining to this 
country the production of works which are to be 
sold in this country. ...” (22 Cong. Rec. 2604.) 
(Emphasis supplied.) 


“We simply make an equitable arrangement that 
if a foreign work is to be circulated here, it is to 
be printed and bound here.” (22 Cong. Rec. 2605.) 
(Emphasis supplied.) 


In these circumstances, subsequent legislative materials 
may have some slight value in confirming what more reli- 
able evidence of Congressional intent already makes clear. 
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Senate Report No. 375, 81st Cong., Ist Sess. (1949), repeat- 
ing in substance House Report No. 238 (to accompany H.R. 
2285), states: “* * * the repeal of the manufacturing 
clause would result in the flooding of the American market 
with the products of cheap foreign labor.” (Emphasis 
supplied.) The settled view of the matter is expressed 
in a letter from the Secretary of State to the Chairman 
of the Senate Committee on the Judiciary, incorporated 
in the same Report: 


«e © © the various provisions of title 17 described 
above are clearly designed to preclude any book 
in the English language from having copyright pro- 
tection in the United States unless, with a few 
exceptions, every copy sold here is manufactured in 
the United States.” (Emphasis supplied.) 


Moreover, the House Committee Report on the copyright 
legislation currently before Congress states: 


“The basic purpose of section 601, like that of the 
present manufacturing clause, is to induce the man- 
ufacture of an edition in the United States af more 
than a certain limited number of copies are to be 
distributed in this country.* * *” (H.R. Rept. No. 
83, 90th Cong., 1st Sess., p. 135.) (Emphasis sup- 
plied.) 


The statutory pattern was fundamentally altered by the 
Act of 1909, but the Congressional objective that lay 
behind the manufacturing provision of 1891 also lay 
behind the quite different manufacturing provision of 
1909. The objective was to maintain for American 
printers the trade that they had enjoyed in connection with 
books by foreign authors—that is, the work of printing for 
the American market—and to prevent the flooding of the 
American market with books of foreign manufacture. 
When Congress gave foreign authors the opportunity to 
obtain copyright protection here, it simultaneously sought 


27 


to protect the printers’ position by a combination of pro- 
visions inducing American manufacture and (in §107) pro- 
hibiting importation of copies manufactured abroad. Con- 
gress was seeking to preserve, and if possible to enlarge, 
the American market for American printers. It was not 
seeking to create a new business of printing for overseas 
markets, and to create the new business by imposing 
burdens on American authors. 


To return to a part of the statute discussed earlier, 
the purpose and effect of the ad interim provisions become 
clearer when viewed against this legislative background. 
The ad interim provisions first came into the law when the 
1891 statutory scheme was in effect—the securing of copy- 
right through deposit and registration, and the protection 
of American printers by providing that copyright would 
result only if the copies deposited were American-made. 
The first ad interim provision was enacted in 1904 (33 
Stat. 4); the occasion was the St. Louis World’s Fair, and 
the purpose of the legislation was to encourage the exhibi- 
tion of books that had been manufactured abroad. See Ss. 
Rept. No. 142, 58th Cong., 2d Sess. (1904). Congress pro- 
vided that protection might be obtained for a two-year 
period if the foreign-manufactured copies were deposited 
before the closing day of the Fair, and that the protection 
would be extended to the full term if, within that two-year 
period, there was a second deposit, this time of American- 
manufactured copies. The 1905 statute (33 Stat. 1000) 
made the arrangement permanent (changing the time 
periods), but referred only to works written in foreign 
languages (H. Rept. No. 1287, 58th Cong., 2d Sess. (1904). 


In 1906 the major overhauling of the copyright law 
that was to produce the Act of 1909 began. Representa- 
tives of British authors pointed out that they lacked the 
rights that other non-Americans had under the 1905 legis- 
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lation, and asked for equal protection. The House Com- 
mittee Report on the 1909 bill had the following to say 
about the proposed change: 


“Section 21 [now §22] gives to authors of books 
written in the English language an ad interim term, 
which cannot in any case endure more than sixty 
days. By the act approved March 3, 1905, the 
proprietor of a book published abroad in a foreign 
language was, under certain conditions, given twelve 
months after the first publication in such foreign 
country to deposit copies and comply with the other 
conditions regarding copyright. 

“After the passage of the act of 1905 English 
authors felt that some such rights should be given 
them. Section 21 was inserted for that purpose.” 
(H. R. Rept. No. 2222, 60th Cong. 2d Sess. (1909).) 


Congress obliged the British authors, but by the time 
the various proposals that were under active consideration 
from 1906 on became law, the authors of works in foreign 
languages no longer needed protection. That was because 
the new manufacturing clause—the present §16—expressly 
excepted works “in a language or languages other than 
English.” The exception, of course, is completely in line 
with what the legislative history shows the purpose of 
the manufacturing clause to be. Since American printers 
obviously did little or no printing in foreign languages, 
Congress saw no reason to impose a domestic manufac- 
turing requirement with respect to foreign-language works. 
Congress was not even seeking to open a foreign-language 
market in the United States to American printers, let 
alone seeking to establish, for the benefit of American 
printers, markets abroad that they had never enjoyed. 


The result was the present §22. It was enacted solely 
to benefit British authors, and it was formulated during 
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the time when the old copyright-securing system was in 
effect. By the time the section became law, the copyright- 
securing system was altogether different from what it had 
been when the British authors made their request. Sec- 
tion 22 nevertheless had its uses, and in recent years has 
been given an important additional function. In 1949 and 
1954 provisions were added to the Copyright Act permit- 
ting the importation of a limited number of foreign- 
manufactured copies if the ad interim route to copyright 
were followed. These provisions give the foreign pub- 
lisher a chance to determine whether the work will sell in 
the United States before undertaking the expense of print- 
ing an edition in the United States.* 


But the ad interim provisions had significant functions 
under the 1909 legislation prior to the addition of the 
“test the market” provisions. In the original draft of §10, 
as we have pointed out, the publication-with-notice that 
would secure copyright had to be a publication in the 
United States. Thus if the British author first published 
his work in England, which would be the normal situation, 
he could in no event secure United States copyright unless 
some other provision were made. Section 22 supplied this 
other provision. 


As §10 was finally enacted, copyright was granted upon 
publication-with-notice without restriction as to where the 
publication might take place. But there was still an 
important role for §22 to play, one that inhered in the 
publishing practices of the time. British publishers and 


* As stated by the Register of Copyrights: 

« .. An ad interim copyright permits the copyright owner 
to import up to 1,500 copies of the foreign edition during the 
5-year period of ad interim protection, so that he may test the 
U.S. market and determine whether it would be worthwhile 
to manufacture an edition in the United States....” (Report 
for Register, House Comm. Print. 87th Cong. Ist Sess, 
1961. 
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printers did not manufacture their books with an eye to 
American copyright requirements. American publishers 
could be expected to have either direct familiarity with 
notice requirements or advice from American counsel— 
neither of which British publishers would have. Congress 
was conscious of these practical considerations. See 
Arguments before Committee on Patents of Senate and 
House on S. 6330 and H.R. 19853 (1908) at page 74, and 
Arguments before Committee on Patents of Senate and 
House on S. 6330 and H.R. 19853 (1906) at page 55. Addi- 
tional evidence of this factual situation is supplied by the 
Copyright Office itself. See Copyright Law Revision Part 
6, Supplementary Report of the Register of Copyrights on 
the general revision of the United States Copyright Law:: 
1965 Revision Bill, May 1965, pages 100-101 (“. . . foreign 
publishers sometimes ignore the need to use notice. . . .”). 
We do not cite this last as contemporaneous evidence of 
Congressional intent, but rather as evidence of what the 
practical situation had been and continued to be. At the 
date of the Register’s Report (in 1965), international 
communication was vastly greater than in 1909, and for- 
eign publishers much more familiar with American pub- 
lishing practices. British publishers at this time custom- 
arily make annual or semi-annual business trips to this 
country, and are represented here by resident agents. If, 
in the present circumstances, American notice require- 
ments are ignored by publishers abroad, they were all the 
more likely to be ignored in 1909, and Congress, as the 
material cited above indicates, was quite aware of this. 


Before leaving §22, it may be noted that currently 
British authors can secure the benefits of our copy- 
right law under the Universal Copyright Convention. 
Thus §22, referring to books “first published abroad in the 
English language”, now affects only American authors. 
That the section should affect American authors is in 
reality accidental; as the legislative history shows, Con- 
gress was acting at the request of British authors and had 
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their problems in mind. Yet if the Copyright Office view 
of the section were accepted, its main effect would be to 
deprive American authors of their rights. We submit that 
it is fanciful to attribute such a purpose to Congress. 


We have made this detour because it is against the 
background of the 1891 manufacturing clause that the ad 
interim provisions can best be understood. With the 
passage of the Act of 1909, the primary purposes of the 
proposal that became §22 disappeared (although, as we 
have said, the section retained other functions). The 
manufacturing clause itself became vastly different in 
1909—not in its ultimate objective, but in the statutory 
mechanism that Congress employed to attain that ob- 
jective. It is the old manufacturing clause that infuses 
the thinking of the Copyright Office. The Office treats 
the present statute as though there were (as in the Act 
of 1891) a manufacturing requirement in the provision 
for securing copyright. But §10 contains no manufactur- 
ing requirement, and $16 does not purport to be part of 
the copyright-securing process. 


If $16 were not confined to manufacture for the Ameri- 
can market alone, all important American books of the last 
half-century would now be in the public domain. Every 
American work of distinction has been republished in 
Great Britain. The British editions of these works have 
been printed by British printers. If copies other than 
those sold within the United States are embraced by §16, 
then the fact that copies of these works have been manu- 
factured outside the United States would mean that copy- 
right in them has been forfeited. The protection “ac- 
corded . . . under this title” would be gone. No one— 
not the boldest pirate—has to our knowledge sought to 
publish the works of Hemingway, Dreiser, Faulkner, 
Lewis, et al., on the theory that the printing of a work 
outside the United States for sale outside the United 
States forfeits United States copyright protection. 
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When the Copyright Office was confronted with this in 
the Court below, it sought to save its position by reading 
into §16 a distinction between manufacture prior to 
American publication and manufacture after American 
publication. The office argued that the printing abroad 
of American works for sale abroad forfeits the protection 
of the Act if it occurs before American publication but not 
if it occurs after American publication. However, there 
is no language in $16 that suggests such a distinction, no 
Congressional objective that would support it and no 
legislative history that even hints at it. 


From the point of view of American printers, the time 
when the foreign manufacture occurs can make no con- 
ceivable difference. Whether it is the American market 
that is the object of protection (as the legislative history 
shows) or whether it is the world market (as the Copy- 
right Office contends), the market is cut into both by 
books manufactured prior to American publication and by 
books manufactured subsequent to American publication. 
If Congress had been interested, not. in simply protecting 
the American market for American printers, but in enlarg- 
ing that market so as to take in the manufacture of books 
for sale abroad, Congress would have found no occasion to 
discriminate according to the particular time when the 
foreign printing might take place. 


Moreover, if time of manufacture were the governing 
factor—if §16 is to be read as referring only to manufac- 
tare prior to first publication—then it must follow that 
§16 does not apply to any edition except the first edition, 
and that reprint editions, even though sold in the United 
States, need not be manufactured here. Under the Copy- 
right Office interpretation, the huge paperback editions 
that often follow original American hardcover publication 
could—so far as $16 is concerned—be printed abroad and 
sold on the American market. 


There is nothing in the legislative history of the manu- 
facturing clause to support any differentiation based on 
time of manufacture. There is a great deal to support a 
differentiation based on the market in which the copies 
manufactured are to be offered for sale. A protectionist 
policy concerns itself with preserving the domestic mar- 
ket, and not with the time when the articles involved are 
sold. 


The possibilities of an American edition are enhanced, 
rather than diminished, when the American author secures 
copyright in a work that is first published abroad. If 
the Copyright Office were correct in its contention, and 
the author lost all rights in his work, there would be 
nothing to stop the importation of foreign-manufactured 
copies; the “cheap foreign reprints” that Congress was 
concerned to protect the American printer against (Hear- 
ings before Committee on Patents, 49 Cong., 1st Sess., 


quoted above at pages 24-25) could be brought into. 
the United States. Section 107 prohibits importation 
only “during the existence of the American copyright. 
...” Tf, on the other hand, the American author secures 
copyright when he publishes (with notice) abroad, the 
American printer is also benefited: any copies that come 
onto our market must be American-made. 


Concrete illustration of what is said in the foregoing 
paragraph is supplied by the very case before the Court. 
The author first published his English-language work 
abroad, and never entered the American market with these 
foreign-manufactured copies. His obtaining copyright 
upon that publication in no way damaged the American 
printing industry. On the contrary, it had the effect of 
encouraging an American edition. G. P. Putnam Sons, 
on the authors’ warranty that copyright existed, under- 
took an American edition. The Putnam edition was manu- 
factured in this country, thus creating work for American 
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printers (and incidentally, supplying the two American- 
made copies that have been offered for deposit under $13). 

It is thus seen that the construction of §16 for which the 
author contends is consonant both with the theory of the 
law and the practicalities of the situation. Both American 
printers and American authors are protected. The con- 
struction of §16 for which the Copyright Office contends— 
one which makes a totally artificial distinction between 
manufacture prior to securing copyright and manufacture 
after copyright is secured—adds nothing to the protection 
of the printers (indeed, is likely to diminish their business) 
and imposes a severe detriment upon American authors, 
destroying rights which §10 appears to give them and 
which Congress surely had no intention of denying to them. 


F. Judicial Authority 


This is a case of first impression. There are no prece- 
dents. There are, however, opinions that have an impor- 
tant general bearing on the question before the Court. 
They support the view taken by the author. 


We have made the point that the Act of 1909 made a 
radical change in the copyright law. Counsel for the 
Copyright Office, on the other hand, have rested their 
arguments on the premise that a “basic pattern” which 
existed prior to 1909 was carried over into the present 
Act. The one Supreme Court opinion on this general 
issue gives strong support, we submit, to the author’s posi- 
tion, and demonstrates that the Copyright Office proceeds 
upon a premise utterly invalid. In Washingtonian Pub- 
lishing Co. v. Pearson, 306 U.S. 30 (1939), an action had 
been brought for infringement of a work published with 
notice in December, 1931. The alleged infringement oc- 
curred in 1932. In February, 1933, after the plaintiff 
decided to bring suit, deposit was made and a certificate of 
registration issued. Despite the fact that §13 requires 
that deposit be made “promptly”, the Supreme Court held 


that a valid copyright existed and could be sued upon. 
The opinion of the Court stated: 


“The Act of 1909 is a complete revision of the 
copyright laws, different from the earlier Act both 
in scheme and language. It introduced many 
changes and was definitely to grant valuable, en- 
forceable rights to authors, publishers, ete., without 
burdensome requirements; to afford greater encour- 
agement to the production of literary works of last- 
ing benefit to. the world.” (306 U. S. 30, 36) 


The Court made it clear that copyright depended solely 
upon compliance with $10: 


“Petitioner’s claim of copyright came to fruition 
immediately upon publication. Without further 
notice it was good against all the world. Its value 
depended upon the possibility of enforcement.” 
(306 U. S. 30, 39.) 


See also United States v. Backer, 134 F. 2d 533, 535 
(2 Cir. 1943); Kraft v. Cohen, 117 F. 2d 579, 580 (3 Cir. 
1941) ; Shapiro-Bernstein ¢ Co. v. Jerry Vogel Music Co., 
161 F. 2d 406 (2 Cir. 1946), cert. den. 331 U. S. 820. 


The one other appellate decision that gives close atten- 
tion to the scope and meaning of §10 is Heim v. Universal 
Pictures Co., 154 F. 2d 480 (2 Cir. 1946). The proprietor 
of a song published in Hungary was entitled to the bene- 
fits of our Copyright Act under a treaty that existed 
between the two countries. The publication, however, 
lacked the notice required by the Act. The Court of 
Appeals affirmed a judgment of the District Court dis- 
missing a complaint for copyright infringement. Judge 
Frank, in whose opinion Judge Learned Hand concurred, 
held that copyright had been secured, depite the im- 
proper notice, but affirmed dismissal of the complaint 
on the ground that the plaintiff had failed to show copy- 
ing. Judge Clark concurred in the result, but did so on 
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the ground that absent a proper notice of copyright, $10 
had not been complied with.* 


The point on which the judges differed—whether copy- 
right might be secured without notice—has no present 
relevance. The point on which all three judges agreed— 
that publication abroad is encompassed in the copyright- 
securing process of §10—is highly significant. 


The Heim opinions cannot be disregarded on the theory 
that they apply only to works by foreign authors. 
Although Heim was an alien, he was, in view of the 
existing treaty, a “person entitled” to the benefit of $10 
under §9(b) of the Act. Similarly, an American author 
is a “person entitled” under the first paragraph of §9. 
The opinions have to do with the effect of §10—an effect 
applicable equally to all those entitled to its benefits. 


Disagreeing with Judge Frank and Judge Hand on the 
question whether copyright could be secured by publica- 
tion without notice, Judge Clark made the following state- 
ment: 


“While the ground of the decision is not made clear, 
apparently it is based upon the second part of 
[$10], reading as follows: ‘and such notice shall be 
affixed to each copy thereof published or offered for 
sale in the United States by authority of the copy- 
right proprietor, except in the case of books seeking 
ad interim protection under section [22] of this 


* The Heim case is frequently cited for the proposition, set forth in 
the Frank-Hand opinion, that the affixing of notice on a publication 
abroad is not required to establish American copyright as long as it 
is a proper publication under the laws of the country where that 
publication takes place. In the court below, the Copyright Office 
argued at length that this was overruled by enactment of the 1954 
legislation implementing the Universal Copyright Convention. 
Whether or not the argument is valid is immaterial. The author here 
does not rely on any holding that publication abroad without copy- 
right notice can secure United States copyright; he relies on a publi- 
cation with notice. 
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title.’ But this deals with the preserving of the 
copyright after the original publication has secured 
Tm 5 5 a 


Judge Clark called attention to the 1914 amendment 
of §13 mentioned above: 


“There is nothing in [§13] to support the stated 
thesis: That section requires deposit of copies 
before an action of infringement is brought, but 
explicitly applies only ‘after copyright has been 
secured by publication of the work with the notice 
of copyright as provided in section [10] of this 
title.’ Hence its amendment in 1914, to require 
only one copy (instead of two) of a work by a 
citizen of foreign state published abroad, while 
perhaps affording some additional evidence that 
[$10] was intended to include publication abroad, 
18 C.J.S., Copyright and Literary Property, §66, 
p. 191, contains nothing to suggest the exception 
here read into [$10]. * * *” (154 F. 2d 480-489) 


Although §22 was not involved in the case, Judge Clark’s 
general discussion contains a strong implication that copy- 
right is secured by publication abroad quite apart from 
$22, so long as it is publication with notice: 


* * * Moreover, the reference in [§10] to books 
seeking ad interim protection under [§22] is 
significant; the latter section affords protection to 
a limited class of publications—books first published 
abroad in the English language—under a special 
procedure; all others must follow the general pro- 
cedure and preserve their copyright in America by 
affixing the required notice to copies published or 
offered for sale. The provision does include, at 
least by implication, the rule settled by United 
Dictionary Co. v. G. & C. Merriam Co., 208 U. S. 
260, 28 S. Ct. 290, 52 L. Ed. 478, that notice of 
copyright must be carried only on copies published 
or offered for sale here; but it does not suggest 
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an exception, operating against American authors, 
in the process of originally securing the copyright 
by publication.” (154 F. 2d 480, 489.) 


Judge Clark then appended a footnote that removes any 
question about how he viewed the matter: 


“This view is also supported by the legislative 
history of [$10], showing that the words ‘in the 
United States originally appeared in the first, or 
crucial, part of the statute. Howell, loc. cit. supra. 
In that earlier form, restricting the securing of 
copyright to publication in the United States, the 
requirement of publication with notice was unam- 
biguous. But the broadening of the provision as 
to place of publication was not accompanied by 
any change at all as to the requirement of notice. 
°° °” (1954 F. 2d 480, 489-490.) (Emphasis supplied.) 


The common denominator in the Heim opinions, and in 
those cited earlier (supra, pages 34-35), is that the basic 
method of securing copyright is publication with notice 
under §10, and that this method applies in the case of pub- 
lication abroad. This being so, unless there were specific 
language elsewhere in the statute creating an exception 
to §10, or, as the Copyright Office impliedly argues, that 
there are to be read into $10 requirements in addition to 
that of publication with notice, the author must prevail. 
There is no such language elsewhere in the Copyright Act, 
nor is there any justification for imposing silent amend- 
ments upon §10. 


Apart from illuminating the meaning of the specific pro- 
visions involved in the present case, judicial authority sup- 
plies a pertinent general principle—that in doubtful cases 
the Copyright Act is to be construed so as to preserve the 
interests of authors. “Such forfeitures are never to be 
inferred from doubtful language.” Washingtonian Pub- 
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lishing Co. v. Pearson, 306 U. S. 30, 42 (1939).* As 
stated by Chafee, Reflections on the Law of Copyright, 45 
Columbia Law Rev. 503, 528 (1945): “Section [22] is far 
removed from Sections [16-18] containing the manufac- 
turing clauses and nothing in Section [22] makes interim 
copyright obligatory.” See also Howell, The Copyright 
Law, Third Edition (1952), pp. 99-100; Nimmer on Copy- 
right, §96.4, 363.2 (1967). We believe that the matter is 
much less uncertain than the passing remarks of com- 
mentators would indicate; we believe that a close considera- 
tion of the statute and its background demonstrates the 
validity of the author’s construction of the Act. But if it 
be deemed uncertain, the policy against the forfeiture of 
an author’s work—which, so far as the Copyright Act is 
concerned, amounts to a canon of construction—requires a 
holding in favor of the author. 


G. The Copyright Office Interpretation is in the 
Present Case Entitled to No Special Weight. 

The fact that the appellee is an administrative agency 
and that it relies on its own interpretation of the statute 
entitle that interpretation to no consideration beyond that 
given to the position of an ordinary litigant. This is 
because the question is primarily, as well as ultimately, 
one for the courts, and because the case presents none of 
the conditions that prompt the courts to give weight to 
administrative determinations. , 


The question is purely one of law, a question as to which 
the courts are obliged to give no deference to the view 
of the Copyright Office. With all the respect due to the 


™® A demonstration of the courts’ recognized inclination to strive for 
results that protect authors is seen in the varying approaches to the 
problem of defining “publication.” The definitions, superficially 
inconsistent, are rendered consistent by the general principle that 
authors’ rights are to be See not forfeited. Hirshon v. United 


Artists Corp., 100 App. D.C. 217, 243 F. 2d 640 (D.C. Cir. 1957) ; 
American Visuals Corp. v. Holland, 239 F. 2d 740 (2 Cir. 1956). 
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Register and his staff, they bring to the present question no 
more than other good advocates would bring. This situa- 
tion has nothing in common with those in which the pre- 
sumption of administrative regularity has been developed. 
The present case is one for judicial, not administrative, 
expertise. Grove Press v. Christenberry, 275 F. 2d 433 
(2 Cir. 1960). 


The fact that the particular view of the law that the 
Copyright Office espouses is given formal expression in a 
regulation in no way alters the situation. The regulation 
itself is merely the Office view of the law. This is not the 
S.E.C. dealing with securities markets, or the C.A.B. with 
airline routes, or the F.C.C. with broadcasting licenses. 
There is no background in the problems of making a 
regulatory statute work—no body of technical non-legal 
knowledge—that entitles the Office to claim a clearer view 
of the present problem of statutory construction than any 
other litigant represented by competent counsel. 


Even though the Copyright Office is not the kind of 
agency, nor its regulation the kind of regulation, that 
would entitle its action in the instant matter to any sort 
of favoring presumption, its view of the law might carry 
weight if other conditions were present. But they are 
altogether absent. As summarized in Davis, Administra- 
tive Law Treatise, Volume 1, §5.11 (1958), these conditions 
are: 


“_ . . whether the rule is a contemporaneous con- 
struction of the statute by those who are assigned 
the task of implementing and enforcing the statute 
. . . whether the rule is one of long standing .. . 
whether the statute has been reenacted by legis- 
lators who know of the content of the rule.” 


These general tests were given specific recognition in the 
field of copyright in Mazer v. Stein, 347 U. S. 201, 213 
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(1954), where the Supreme Court, agreeing with the Copy- 
right Office view in that case, emphasized that it repre- 
sented “a hate Soereerg andy long-continued construc- 
tion of the statute. . 


Not only does the present situation fail to fulfill these 
conditions; it directly negates them. The Copyright Office 
is not assigned the task of “enforcing the statute”. There 
are other aspects of the Copyright Act as to which the 
Office has a more active function, but the securing of copy- 
right (or, conversely, the dedication of a work to the public 
domain) is a matter that is determined entirely by events 
in which the Copyright Office plays no part. Washing- 
tonian Publishing Co. v. Pearson, 306 U. S. 30 (1939). The 
regulation in question is not a “contemporaneous construc- 
tion of the statute”. Nor is it “one of long standing”. 
On the contrary, the statute was enacted in 1909, and for 
half a century the interpretation placed upon it by the 
Copyright Office was precisely the opposite of the interpre- 
tation that it presently seeks to impose upon authors. The 
current regulation was promulgated in 1956. Until 1955 
an application such as the author has made in the present 
situation would have been granted, and a certificate of 
registration of his claim to copyright would have been 
issued. Herbert A. Howell, a former Assistant Register, 
described the Copyright Office practice as follows: 


«* * © if the author subsequently complies with the 
manufacturing provisions and publishes his book 
with the required notice, he has given American 
labor the benefit sought by the statute and may 
fairly expect to be protected at least from that time 
on, subject to any intervening equities that may 
have arisen in behalf of any person with respect to 
such book. At any rate, the Copyright Office has 
always been inclined to give the author the benefit 
of the doubt, if there be any, and make registration 
for whatever it may be worth. * * *” (Howell, The 
Copyright Law, Third Edition, 1952, pp. 99-100) 
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Sections 10 and 22 were in effect long before the Copy- 
right Office shifted to its present position. 


Finally, there has been no reenactment of the statute 
since the date when the new regulation was promulgated— 
no reenactment “by legislators who know of the content of 
the rule”. 


Even where the agency has true regulatory powers in 
the matter, and the administrative determination is an 
order growing out of an adversary proceeding, the fact 
that the agency’s practice has changed will foreclose the 
giving of any weight to its determination. In Atchison, 
T. @ S. F. R. Co. v. United States, 209 F. Supp. 35, 41-42 
(N.D. IIL 1962), the court, overturning an Interstate Com- 
merce Commission order, stated: 


“_. . Finally, the Commission here for the first time 
has adopted a view that is antagonistic to the con- 
struction which it had followed for the previous 
seventy years of its lifetime. Im such a case the 
new interpretation is entitled to no weight as an 
administrative determination. United States v. Les- 
lie Salt Co., 350 U. S. 383, 396. . . .” 


If there were any doubt about the proposition advanced 
under the present heading, it would be altogether removed 
by the fact that the Copyright Office itself has now con- 
ceded the infirmity of its regulation. As we pointed out 
earlier in this brief, the Copyright Office admitted, in the 
court below, that there are situations to which the regula- 
tion by its terms applies, and in which copyright must be 
regarded as established although no ad interim application 
is made. The result is that a certificate of registration 
must issue where the regulation says that it shall not issue. 
If there were any presumption of validity, it must now be 
regarded as thoroughly defeated. 
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H. The Constitutional Aspects of the Matter. 


The construction that the Copyright Office seeks to put 
upon the Copyright Act would bring the statute into con- 
flict with the Constitution (and the regulation on which the 
Office relies, apart from being concededly invalid under the 
statute, is also invalid under the Constitution). By reason 
of the burden that it imposes upon authors, the Copyright 
Office construction leads to an inversion of the constitu- 
tional purposes expressed in Article I, Section 8, Clause 
8. “The economic philosophy behind the clause empower- 
ing Congress to grant patents and copyrights is the con- 
viction that encouragement of individual effort by personal 
gain is the best way to advance public welfare through the 
talents of authors and inventors in ‘Science and useful 
Arts.’” Mazer v. Stem, 347 U. S. 201, 219 (1954). The 
objective expressed in Clause 8 may, of course, conflict with 
other constitutional objectives, and the protection of 
American printers provided a legitimate occasion for 
impinging upon authors’ rights. But the Copyright Office 
position cannot be justified on such a basis. On the con- 
trary, the position requires either that the work be left 
unprotected, so that pirated editions may be imported 
into the United States, or that the author employ the ad 
interim procedure under which 1500 foreign-made books 
may be brought in. The denial of authors’ rights em- 
bodied in the regulation, contravening the aims of Clause 
8, finds no justification in any Come Sune powers of 
Congress.* 

* In United Dictionary v. Merriam Co., 208 U. S. 260, 264 (1908), 
the Court said: 


“Of course, Congress could attach what conditions to its grant 
it saw fit. . 


But this statement must be read as referring to conditions that are 
constitutional; otherwise it is in conflict with later decisions of the 
Supreme Court. Frost Trucking Co. v. Railroad Commission, 271 
U. S. 583 (1926) ; Hanover Ins. Co. v. Harding, 272 U. S. 494 
1926) ; United States v. Chicago R. Co., 282 UO. "S$. 311 (1931) ; 
annigan v. Esquire, 327 U. S. w416 (1946) ; Communications Assn. 
v. Douds, 339 U. S. 382, 417 (1950). 
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It is one thing to say that Congress might have given 
foreigners certain advantages in this country in order to 
secure advantages for American authors in other coun- 
tries. It is another thing to contend, as the Office’s argu- 
ment implies, that Congress would seek to destroy the 
rights of American authors without achieving a quid 
pro quo—some compensating advantage to be gained for 
those authors, or some benefit conferred on other Ameri- 
cans such as printers. So far as printers are concerned, 
the extent of the benefit that Congress intended to 
confer is delineated in the legislative history of the manu- 
facturing provisions; it was the preservation of the 
American market. So far as authors are concerned, the 
enactment of §22 has little in common with a legislative 
action such as the implementation of the Universal Copy- 
right Convention by the enactment of §9(c), where the 
quid pro quo is the benefit that American authors secure 


abroad by virtue of our adherence to the Convention. 


A second constitutional problem arises under Amend- 
ment V. The effect of the Office position is to discrimi- 
nate against American authors in favor of foreign authors. 
Under the same circumstances, a foreign author would 
have his work protected, while an American author 
would have no protection. Even if a Congressional desire 
to accomplish such an objective is assumed, such legisla- 
tion would involve a denial of equal protection, and there- 
fore a violation of the due process guaranteed by the 
Fifth Amendment. See Schneider v. Rusk, 377 U. S. 163 
(1963) ; Bolling v. Sharpe, 347 U. S. 497 (1954). 


With the advent of the Universal Copyright Conven- 
tion, the Office position would put American authors at 
a disadvantage as compared with English authors and all 
other foreign authors. In the present circumstances, an 
English author would have copyright protection in this 
country by virtue of the Convention and the provisions 
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implementing that treaty, which appear in $9(c) of the 
Act. We cannot suppose that when Congress enacted 
§9(c), it had no understanding of the meaning and effect 
of §§16 and 22. But if Congress took those sections to 
mean what the Copyright Office says they mean, then, in 
adding §9(c) to the Act, Congress was deliberately giving 
English authors a preferred position over: American 
authors. 


The entire history of copyright legislation shows a 
strong tendency on the part of Congress to protect Amer- 
ican authors, and a considérably smaller concern with the 
individual rights of foreign authors. Indeed, until 1891, 
the works of foreign authors were by law freely available 
to American publishers, without payments to these for- 
eign authors for the use of their writings. The theory 
was that while, in accordance with Clause 8, our native 
authors should be protected and encouraged, there was 
no need to do the same for foreigners, and on the con- 
trary the American reading public should have the great- - 
est possible access to the works of foreign authors. This 
view of things was modified, as the legislative history 
shows, and the present Copyright Act is much more 
international in its outlook. But there has never been any 
indication that Congress wanted to reverse the situation— 
to put American authors at a disadvantage as against 
foreign authors. 


Finally, the combination of hardship and complexity 
that the regulation imposes upon authors amounts to an 
impairment of free expression and violates the guarantees 
contained in the First Amendment. A common example 
is furnished by the case of a work by an American author 
that is first published in a British periodical. (This, the 
Court may judicially notice, is of fairly frequent occur- 
rence and generally involves writing of considerable 
merit.) If the view of the Copyright Office is given effect, 
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the author is forced, on pain of losing his rights in the 
work, to find a publisher who will undertake its American 
manufacture within a limited period. Often, of course, the 
writing is of considerable cultural value, but of doubtful 
commercial value. Its author may, indeed, at some later 
date fmd an American publisher, but there is no assur- 
ance whatever that this will happen within the time 
limits set by §22. Americans who are in this situation 
must (if the view of the statute expressed in the regu- 
lation is accepted) be ready to undertake the financial 
burden of American publication, a burden typically 
impossible for those engaged in intellectual pursuits. 
So far as the First Amendment is concerned, it is not 
necessary to measure the extent of this discouragement to 
creative writing. The Amendment permits no balancing 
of interests where there is a “chilling effect” upon free 
expression. Only a slight restriction upon freedom of 
expression will constitute an infringement of First Amend- 


ment guarantees. If a question of statutory interpretation 
is doubtful, the construction which would promote free 
expression, without interfering with any other social inter- 
est or legislative policy, is to be preferred to one that 
would impair it. See Dombrowski v. Pfister, 380 U. S. 
479 (1965); Memoirs v. Massachusetts, 383 U. S. 413 
(1966). 


These constitutional infirmities can be easily avoided. 
All that is necessary is that §10 be taken to mean what it 
says, that §16 be read in conjunction with its legislative 
history, and that §22 not be given a mandatory and exclu- 
sive effect that no language in the statute requires or 


even suggests. 
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POINT II—If Copyright was not Secured by the 
: 1958 Publication Abroad, it was Secured by the 1964 
: Publication, with the Notice Required by the Act, in 
the United States. 


We submit that the author’s copyright under the Act 
was established by the 1958 publication abroad. But if it 
was not then established, neither was the opportunity to 
achieve it lost. This follows from the general principle 
that, unless a statute specifically demands it, a denial of 
rights will not be held to flow from extra-territorial 
events. 

The Supreme Court applied this principle in United 
Dictionary Co. v. Merriam Co., 208 U. S. 260 (1908). 
There had been a publication with notice in the United 
States and an authorized later publication of the same 
work in England without the American notice. Unlike 
the present §10, which provides only that the notice 
“shall be affixed to each copy thereof published or offered 
for sale in the United States... .”, the statate then pro- 
vided that the notice must appear “in the several copies 
of every edition published” (Act of June 18, 1874, c. 301, 
§1, 18 Stat. 78). Nevertheless, the Court held that the 
notice was not required on books published and sold 
abroad, and that unless the failure to comply was with 
respect to copies sold within the United States, it did 
nothing to defeat copyright. Justice Holmes wrote the 
unanimous opinion of the Court: 

«e © © Of course, Congress could attach what con- 
ditions it saw fit. to its grant, but it is unlikely 
that it would make requirements of personal action 
beyond the sphere of its control. * * *” (208 U. S. 
260, 264.) 


Thus, in the absence of explicit Congressional direction 
to the contrary, acts and events occurring outside the 
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United States do not operate to forfeit rights that may 
otherwise exist under the Copyright Act. 


A concrete application of the United Dictionary prin- 
ciple is found in Italian Book Co. v. Cardilli, 273 Fed. 619 
(S.D.N-Y. 1918). There a song had been published in 
Italy in 1913 without proper notice of copyright. In 1917 
the song was published in: the United States: The ques- 
tion was whether the publication in Italy (which did not 
secure American copyright) prevented American copyright 
from being secured four years later. Judge Hough held 
that it did not: 


“_.~ [T]he publication in Italy was, by the terms of 
the notice printed or stamped on each copy sold, 
limited to Italy, and did not (in the absence of 
statutory prohibition) prevent the subsequent Amer- 
ican copyright if (as is the case here) there had 
been no publication in the United States prior to 
that of the copyright owner.” (273 Fed. 619, 620.)* 


In the court below, the Copyright Office sought to dis- 
tinguish United Dictionary on the ground that it dealt 
with the asserted forfeiture of a copyright previously 
established under the Act, whereas the present case deals 
with the asserted forfeiture of the opportunity to secure 
copyright under the Act. The Office cited numerous cases 
for the proposition that common law copyright and statu- 
tory copyright cannot coexist. We do not dispute the 
proposition, but we submit that it has no relevance. 
Under Point I we have contended that the author had 
copyright from the time of first publication abroad in 

* The Copyright Office attempted, in its briefs below, to undermine 
this authority by citing a statement in Basevi v. O’Toole, 26 F. 
Supp. 41 (S.D.N-Y. 1939) that since Cardilli had not been cited in 
any subsequently reported case, it might be disregarded. The Basevi 
statement itself establishes nothing beyond a slight irony: Cardilli 
and Basevi have each been cited only twice, in Heim v. Universal 


Pictures-Co., 154 F. 2d 480 (2 Cir. 1946), and Ross Products v. 
New York Merchandise, 233 F. Supp. 260 (S.D.N-Y 1964). 
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1958. So far as the present alternative Point is con- 
cerned, it involves no statutory copyright until 1964, 
the date when publication within the United States first 
occurred. If United Dictionary is applicable, it does not 
mean that the author had both common law and statutory 
copyright between 1958 and 1964; it means rather that he 
did not lose his common law copyright in 1958—because 
under the United Dictionary principle, the foreign event 
did not affect his rights (which included the right to 
secure statutory copyright)—and his common law copy- 
right endured until he obtained statutory copyright in 
1964. The asserted distinction between an event occurring 
overseas that would forfeit a statutory copyright already 
obtained, and an event occurring overseas that would 
forfeit the possibility of obtaining a statutory copyright 
at some future date, is purely arbitrary; it has no basis 
in any Congressional purpose or policy. 


POINT IlI]—The Cases and Materials Relied on by 
the Copyright Office in the Court Below Furnish No 
Support for its Contentions. 


In the court below the Copyright Office relied on “legis- 
lative history,” on approximately one hundred and twenty 
cases (apart from those that had been cited by the author), 
and on secondary authorities. The “legislative history” 
consisted either of history on which both sides agree or— 
and this was the bulk of it—of retrospective statements 
that do not amount to legislative history. 


As to the secondary authorities, the three foremost 
writers in the field have all treated the question before 
the Court as an open question. See Howell, The Copy- 
right Law, Third Edition (1952, pp. 93-100; Nimmer on 
Copyright, §96.4, 1363.2 (1967); Chafee, Reflections on the 
Law of Copyright, 45 Columbia Law Rev. 503, 528 (1945). 
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The other secondary sources that the Copyright Office cited 
furnish no illumination and in many instances are demon- 
strably erroneous. 


The great bulk of the one hundred and twenty cases 
cited either are irrelevant or support undisputed princi- 
ples, and none of them stands for the position that the 
Copyright Office advances. One, because of its relation to 
the present action, may be mentioned. G. P. Putnam’s Sons 
v. Lancer Books, Inc., 239 F. Supp. 182 (S.D.N-Y. 1965), 
was an opinion in the infringement suit growing out of 
the same piracy that prompted the present action. (The 
dismissal of that suit, for the lack of a certificate of regis- 
tration, is reported at 251 F. Supp. 210.) 


The action was originally brought on the theory that 
the plaintiffs could maintain suit on the basis of a certifi- 
cate of registration covering new matter in the Putnam 
edition. While the motion for preliminary injunction was 
pending, new counsel were substituted, and this mistaken 
theory abandoned. Instead, the plaintiffs argued that in 
view of the position taken by the Copyright Office, 
expressed in its regulation, an application for registration 
would be futile. The court denied the motion on the basis 
of §13, which states that no infringement action may be 
maintained until the provisions of the Act with respect to 
deposit and registration have been complied with, the 
same section that ultimately led to the dismissal of the 
action. The court explicitly declined to discuss the scope 
of the ad interim provisions or whether the regulation was 
valid, stating the issue it was deciding as follows: 


“The question is thus whether plaintiffs have a 
registered United States copyright upon the book 
which Putnam published so as to entitle them to 
sue for infringement.” (239 F. Supp. 782, 785.) 
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' Its answer to this question, plus the considerations that 
| attend the granting of a preliminary injunction, were the 
basis of the Court’s decision: 


“The Court sees no need to decide these sok 
questions upon this motion. Whether the Copy- 
right Office would have refused registration of the 
French edition under these circumstances, and 
whether, if it had, its action would have been illegal 
or unconstitutional, are questions which are not pre- 
sented by the present record. Plaintiffs never ap- 
plied for registration of copyright on the French 
edition and hence they never obtained one. Since 
they do not have one, it would seem that under 
Section 13 they may not sue for infringement of 
something which they do not have.* It:is far 
fetched to argue that they maintain an action for 
infringement as though they had complied with the 
registration requirements when, in fact, they -have 
never attempted to comply with them... 


“Finally, and most important of all, we must not 
lose sight of the fact that upon this motion the 
court is not called upon to decide the entire litiga- 
tion. The rule is well established that the drastic 
remedy of a preliminary injunction should not be 
granted, particularly where to grant it would af- 
ford plaintiffs substantially all the relief to which | 
they would be entitled if they prevailed at the trial, 
where the probability of their success after a trial 
is not clear.” (239 F. Supp. 782, 787.) 


There is also in this opinion a statement tending to re- 
| ject the argument made by the author in Point I of this 
| brief. Apart from the fact that the statement was pure 

obiter dictum—the holding being that under $13 no action 


|  *This language suggests that the court was confusing copyright 
: with registration, and did not fully appreciate that registration’ is 
: merely a procedural precondition to suit. It is, of course, the copy- 
Tight for whose infringement a claimant sues, not the registration 
of it. Nor does registration ow copyright. Nevertheless, the 
point that the decision was persed to §13 oe ere enough. 
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could be maintained—the court cited but one authority in 
support its view: American Code Co. v. Bensinger, 
282 Fed. 829 (2 Cir. 1922), a case which does no more 
than state the general principle, undisputed by the author 
(and irrelevant to the argument on Point IL) that common- 
law copyright and statutory copyright cannot co-exist. 


As to legislative history, it must be kept in mind that 
the statutory provisions governing the present case were 
enacted in 1909. Their “history” ended at that time; inso- 
far as the language of these provisions might require an 
examination of their genesis, the genesis was complete in 
1909. The “legislative intent” that courts will consult is, 
of course, the intent of the legislators who enacted the 
provisions in question. Statements by a subsequent 
generation of legislators—or even subsequent statements 
by those who had a hand im the passing of the bill— are 
not “legislative history” in any pertinent sense. 


The Copyright Office has relied on statements about the 
presumed meaning of §§16, 22 and 23 made long after 
those sections became law. They represent no more than 
what a group or an individual, speaking years later, be- 
lieves that provisions already on the books may mean (or, 
more realistically, what some lawyer on the Congressional 
staff may think they may mean). Retrospective Congres- 
sional comment on existing statutes is not legislative his- 
tory. It is at best legal opinion. United States v. Wise, 
370 U. S. 403 (1962); United States v. Philadelphia Na- 
tional Bank, 374 U. S. 321 (1963); United States v. Price, 
361 U. S.. 304 (1960); Waterman Steamship Corp. v. 
United States, 381 U. S. 267 (1965), and cases cited 
therein. 


POINT IV—Registration of the Author’s Claim to 
Copyright Should be Ordered even if the Existence of 
His Copyright is not Adjudicated. 


A. The Copyright Office Does Not Have Discretion to 
Withhold the Certificate in a Matter of This Kind. 


We have been discussing the matter as though the Copy- 
right Office, while wrong in its specific action here, has the 
general power to refuse to issue a certificate of registra- 
tion. We have argued that this is a situation in which 
copyright exists; that the Copyright Office’s reason for 
refusal being invalid, the certificate must be issued; and 
that on the question whether copyright exists the Office’s 
view is entitled to no weight. We would go farther, how- 
! ever, and submit that in a case of this sort the Copyright 
Office has no authority to make the determination it has 
made, and therefore no authority to refuse to issue a cer- 
tificate. The question whether the copyright exists is one 
that must be passed on to the courts for determination— 
not by review of the Copyright Office’s action, but in the 
' first instance. The claim to copyright having been. made 
as provided by §13, the Copyright Office should indicate. 
' that the claim has been made (by issuing the certificate) 
' and not seek to adjudicate it. The Register of Copyrights 
’ has no power, where a question like the present one is 
involved, to delay its judicial resolution by withholding 
the certificate. This is especially true in a case such as’ 
the present one, where all of the facts are undisputed and 
the question is solely one of law. 


We do not deny that there are situations in which the 
Office may properly consider whether to issue a certificate, 
and may decide that none should be issued. But these are 
situations quite different from the present one. Among 
the Studies prepared for the Senate Committee on the 
Judiciary in connection with the proposed Copyright Law 
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Revision is one on the “Authority of the Register of Copy- 
rights to Reject Applications for Registration” (86th Con- 
gress, 2d Session, pursuant to S. Res. 240 (1960)). The 
Study summarizes the matter as follows: 


“Reading sections 10 and 11 together, it appears 
that for a claim to be entitled to registration under 
section 11, the claimant must be 2 ‘person entitled’ 
to secure copyright, and he must have complied with 
the requirement that the work be published with the 
prescribed notice. In order for the claimant to be 
entitled to secure copyright, the work of course 
must be one in which ‘copyright may be secured 
under this title? (§4) and the claimant must be a 
qualified person (see $9). 


“To state the matter conversely, it seems clear 
that a claim is not entitled to registration under 
section 11 if the ‘work’ is not copyrightable, or if 
the claimant is not a qualified person, or if the work 
has not been published, or if the work has been 


published without the required notice.” 


Thus the instances in which the Register has acknowl- 
edged power to refuse a certificate have little in common 
with the present case. It is one thing to determine from 
the face of the application whether the claimant falls into 
the classes of “persons entitled”, or to examine the work 
to see whether it bears the prescribed notice, to to ascer- 
tain whether the work is published or unpublished, or. 
whether it is a work of such nature that it comes within 
the Act. It is quite another thing to resolve basic ques- 
tions of statutory interpretation, to make judgments as to 
the interrelation of different provisions of the Copyright 
Act, and to set up boundaries in a field that no court 
has surveyed. 


All of the cases supporting the proposition that the 
Register has discretion to refuse registration have to do 
with the problem, frequently faced by the Copyright Office, 


| whether the object or article as to which registration is 
sought constitutes copyrightable ‘subject matter. See 
United States ex rel. Everson v. Young, 26 Wash. L. Rep. 
546 (Sup. Ct. D.C. 1898); King Features Syndicate v. 
| Bouve, 448 U. S. P. Q. 237 (D.C.D.C. 1940) ; 20th Century 
| Fox Film Corp. v. Bouve, 33 F. Supp. 462 (D.C.D.C. 1940), 
affd., 74 App. D.C. 271, 122 F. 2d 51 (D.C. Cir. 1941); 
| Brown Instrument Co. v. Warner, 82 App. D.C. 232, 161 
| F. 2d 910 (D.C. Cir. 1947); Bailie v. Fisher, 103 App. D.C. 
i $31, 258 F. 2d 425 (D.C. Cir. 1958).° . To some extent, of 
' course, these cases require an interpretation of the Copy- 
| right Act, but there is an important difference of. degree. 
In the cases cited, the question is mainly factual; a rela- 
. tively narrow and confined portion of the statute is 
' involved, and the question concerns its application -to 
varying concrete fact-situations. In-the instant case, in 
| contrast, the facts are plain and uncontroverted, while 


: the question of law is complex and involves the funda- 
mental statutory structure. ; 


When the rights of an author depend on a pure ques- 

' tion of law, and there has been no judicial interpreta- 

tion of the statute, the Copyright Office, we submit, is not 

: entitled to jeopardize the author’s rights by arrogating 

to itself the power to make the determination. It is no 

answer to say that the Copyright Office interpretation is 
' subject to review in the courts. The very fact that. the- 
' Office acts has consequences that cannot be undone. For 
one thing, it puts the copyright claimant to considerable 
| expense. For another—and this is a very real possibility. 
in the present case—the denial of the certificate, though 

*The Register’s authority to make rules and regulations for the 

registration of claims to copyright is granted in §207 of the Act. 

The scope and meaning of cases upholding his actions must be con- 

sidered in the light of ‘the purpose of that section: “Section [207] 

| provides for the making of rules and regulations and does not confer 

upon the Register any judicial functions.” (House of Representa- 

tives Report No. 2222, 60th Congress, 2d Session (1909).) 
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ultimately reversed, may be reversed at a date by which 
the statute of limitations will have made the certificate 
useless.® 


The Copyright Office can do no damage to substantive 
rights by issuing the certificate. If it should happen to 
be correct in its interpretation of the statute, the author 
will have no success in the courts. The Office can do 
great damage to substantive rights, however, by refusing 
to issue the certificate. If it is incorrect in its interpreta- 
tion, the author will be at best be put to expense and incon- 
venience that he never should have suffered, and at 
worst—if the period for infringement actions should 
expire—the author will find his copyright an empty legal 
concept. His work will have been freely pirated, and he 
will have no redress, even though the courts would agree 
that his copyright exists. 


There are no-administrative considerations that require 
such an unjust result. There are no “housekeeping” 
factors, such as those that might lead the Copyright 
Office to refuse deposit of objects difficult to store or 
handle. There is no enforcement policy such as a regula- 
tory agency might be concerned with. The matter is of 
no significance in the administration of the Office. A 
proper interpretation of the Copyright Act—a sound 
appraisal of Congressional intent—supports the view that 
in this case the certificate must issue, and the question 
of the existence of the copyright be made immediately 
subject to judicial determination. 


* As shown by the = in G. P. Putnam’s Sons v. Lancer Books, 
, 21 


Inc., 239 F. Supp. 7 F. Supp. 210 (S.D.N.Y 1965), the alleged 
infringements of the author’s work took place, in quantity, in January 
1965. Section 115(b) of the Act provides: “No civil action shall be 
maintained under the provisions of this title unless the same is com- 
menced within three years after the claim accrued.” : 
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B. Even if the Copyright Office has Discretion, the 
Refusal to Register the Author’s Claim to Copy- 
right is an Abuse of Discretion. 


We have argued that the copyright exists and, alterna- 
tively, that the certificate should issue because in these 
circumstances the Copyright Office has no discretion to 
deny it. There is a third conclusion that would result 
in reversal of the District Court’s order. Assuming 
that the Office does have discretion in these circum- 
stances, and without arriving at a final resolution of the 
underlying issue of statutory interpretation, the District 
Court, in the exercise of its equitable powers, may prop- 
erly direct the Office to issue the certificate, and, we 
submit, the court should have done so. A decision to 
this effect will not have any final consequence beyond 
the issuance of the certificate, except that it will insure 


that the author’s rights will be determined according to 
whether he has copyright in his work, and not according 
to whether the statute of limitations will have run. If 
the certificate were issued, no one’s rights would be pre- 
judged; the question of whether the author has a valid 
copyright would be freely litigated in the infringement 
action. 


We have earlier in this brief set forth the authorities 
showing that the registration of a claim to copyright 
and the issuance of a certificate do not establish copy- 
right and their denial does not negate copyright. Wash- 
ingtonian Publishing Co. v. Pearson, 306 U. 8. 30 (1939) ; 
S. Rept. No. 6187, 59th Cong. 2d Sess. (1907), pp. 4-5; 
Attorney General Opinion, Vol. 41, No. 73. 


If those who have pirated the author’s work are pirates 
only in the moral sense, and not in the legal, they will 
have no damages to pay; the issuance of the certificate 
will not bar them from contending that the work is in 
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the public domain. (Even if this Court should rule that 
copyright exists in the work and decides this appeal 
accordingly, the infringers, not being parties to this action, 
would be entitled to raise the issue de novo in the infringe- 
ment action.) As Justice Charles Evans Hughes, speak- 
ing for a unanimous Court in Ferris v. Frohman, 223 
U. S. 422, 437 (1912), has stated: 


“Tt was not the purpose or effect of the Copynee 
law to render secure the fruits of piracy . 


All that is at stake in the present action is whether the 
author is to be denied an opportunity to assert his rights. 


CONCLUSION 
For the foregoing reasons, the order appealed from 
should be reversed. 
Respectfully submitted, 
August 30, 1967 
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Appendix of Statutes and Regulations Involved 


Pertinent sections of the United States Copyright Law, 
Act of March 4, 1909, c. 320, 35 Stat. 1075, et seq., as 
incorporated in the Act of July 30, 1947, ¢. 391, 61 Stat. 
652, et seq., Title 17 U. S. C.: 


Section 10 (61 Stat. 656): Posuication or Work 
Wrrx Noricz.—Any person entitled thereto by this 
title may secure copyright for his work by publica- 
tion thereof with the notice of copyright required by 
q D this title; and such notice shall be affixed to each 
copy thereof published or offered for sale in the 
United States by authority of the copyright pro- 
prietor, except in the case of books seeking ad interim 

protection under section 22 of this title. 


Section 13 (61 Stat. 656, as amended): Dzposrr or 
Corrs Arrer Pustication; Action on PRocEEDING 
ror Inrrmvcement.—After copyright has been se- 
cured by publication of the work with the notice of 
copyright as provided in section 10 of this title, there 
shall be promptly deposited in the Copyright Office 
or in the mail addressed to the Register of Copy- 
rights, Washington, District of Columbia, two com- 
plete copies of the best edition thereof then pub- 
lished, or if the work is by an author who is a citizen 
or subject of a foreign state or nation and has been 
published in a foreign country, one complete copy of 
the best edition then published in such foreign 
country, which copies or copy, if the work be a book 
or periodical, shall have been produced in accord- 
ance with the manufacturing provisions specified in 
section 16 of this title; * * * No action or proceeding 
shall be maintained for infringement of copyright in 
any work until the provisions of this title with re- 
spect to the deposit of copies and registration of such 
work shall have been complied with. 


Section 16 (61 Stat. 657, as amended): Mzcuantcan 
Worx To Bz Done mx Untzep Sratzs.—Of the printed 
book or periodical specified in section 5, subsections 
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(a) and (b), of this title, except the original text of 
a book or periodical of foreign origin in a language 
or languages other than English, the text of all copies 
accorded protection under this title, except as below 
provided, shall be printed from type set within the 
limits of the United States, either-by hand or by the 
aid of any kind of typesetting machine, or from 
plates made within the limits of the United States 
from type set therein, or, if the text be produced by 
lithographic process, or .photoengraving process, 
then by a process wholly performed within the limits 
of the United States, and the printing of the text 
and binding of the said book shall be performed 
within the limits of the United States; which re- 
quirements shall extend also to the illustrations 
within a book consisting of printed text and illus- 
trations produced by lithographic process, or photo- 
engraving process, and also to separate lithographs 
or photoengravings, except where in either case the 
subjects represented are located in a foreign country 
and illustrate a scientific work or reproduce a work 
of art: Provided, however, That said requirements 
shall not apply to works in raised characters for the 
use of the blind, or to books or periodicals of foreign 
origin, in a language or languages other than Eng- 
lish, or to works printed or produced in the United 
States by any other process than those above speci- 
fied in this section or to copies of books or periodi- 
cals, first published abroad in the English language, 
imported into the United States within five years 
after first publication in a foreign state or nation up 
to the number of fifteen hundred copies of each such 
book or periodical if said copies shall contain notice 
of copyright in accordance with sections 10, 19, and 
20 of this title and if ad interim copyright in said 
work shall have been obtained pursuant to section 
22 of this title prior to the importation into the 
United States of any copy except those permitted by 
the provisions of section 107 of this title: Provided 
further, That the provisions of this section shall not 
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affect the right of importation under the provisions 
of section 107 of this title. 


Section 22 (61 Stat. 659, as amended): Ap Ixtzent 
Protection or Book os Pzxsgiopican PuBLIsHED 
Axzzoap.—In the case of a book or periodical first 
published abroad in the English language, the de- 
posit in the Copyright Office, not later than six 
months after its publication abroad, of one complete 
copy of the foreign edition, with a request for the 
reservation of the copyright and a statement of the 
name and nationality of the author-and of the copy- 
right proprietor and of the date of publication of the 
said book or periodical, shall secure to the author or 
proprietor an ad interim copyright therein, which 
shall have all the force and effect given to copyright 
by this title, and shall endure until the expiration 
of five years after the date of the first publication 
abroad. 6 


Section 23 (61 Stat. 659, as amended): Same; Ex- 
TENSION TO Fut Texm.— Whenever within the period 
of such ad interim protection an aythorized edition_ 
of such books or periodicals shall be published within 
the United States, in accordance with the manufac- 
turing provisions specified in section 16 of this title, 
and whenever the provisions of this title as to deposit _ 
of copies, registration, filing of affidavits, and the 
printing of the copyright notice shall have been duly 
complied with, the copyright shall be extended to en- 
&/ dure in such book or periodical for the term ee 


og Section 107 (61 Stat. 663): Tmeorrarion, Dunmne 
Existence or CoryricHt, or Prmatican Cortes, of or 
Cortes Nor Propucep Ix Accorpance Wir Section 
16 or Tms Trme—During the existence of the 
American copyright in any book the importation 
into the United States of any piratical copies thereof 
or of any copies thereof (although authorized by 
the author or proprietor) which have not been pro- 
duced in accordance. with the manufacturing provi- 
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sions specified in section 16 of this title . . . is pro- 
hibited. . .. 

Section 9 (61 Stat. 655, as amended): AuTHORS OB 
Proprietors, Enrrrtep: Aurens.—The author or pro- 
prietor of any work made the subject of copyright 
by this title, or his executors, administrators, or 
assigns, shall have copyright for such work under 
the conditions and for the terms specified in this 
title: Provided, however, That the copyright secured 
by this title shall extend to the work of an author or 
proprietor who is a citizen or subject or a foreign 
state or nation only under the conditions described 
in subsections (a), (b), or (c) below: 


* * © (b) When the foreign state or nation of 
which such author or proprietor is a citizen or sub- 
ject grants, either by treaty, convention, agreement, 


or law, to citizens of the United States the benefit of 
copyright on substantially the same basis as to its 
own citizens, or copyright protection, substantially 
equal to the protection secured to such foreign au- 
thor under this title or by treaty; ... 


* * * (c) When the Universal Copyright Conven- 
tion, signed at Geneva on September 6, 1952, shall 
be in force between the United States of America 
and the foreign state or nation of which such author 
is a citizen or subject, or in which the work was first 
published. Any work to which copyright is extended 
pursuant to this subsection shall be exempt from 
the following provisions of this title: . . . (3) the 
provisions of sections 14, 16, 17, and 18; (4) the 
import prohibitions of section 107, to the extent that 
they are related to the manufacturing requirements 
of section 16; ... 


* * * The provisions of this subsection shall not 
be extended to works of an author who is a citizen 
of, or domiciled in the United States of America 
regardless of place of first publication, or to works 
first published in the United States. 
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Regulations of the Copyright-Office, 37 C. F. R., issued 
ander gnthority of 17 U.S. C. §207 (61 Stat. 666) : 


§ 202.4 Books (Class A).* * * (b) Ad interim regis- 
trations. (1) An American edition of an English-lan- 
guage book or periodical identical in substance to 
that first published abroad will not be registered 
unless an ad interim registration is first made. 


The United States Constitution, Article I, §8, Clause 8: 


The Congress shall have Power . . . To promote the 
Progress of Science and useful Arts, by securing for 
limited Times to Authors and Inventors the exclu- 
sive Right to their respective Writings and Dis- 
coveries. 


The United States Constitution, Amendment V: 


No person shall be . . . deprived of life, liberty or 
property without due process of law . . . 


QUESTIONS PRESENTED a ; 
In the opinion of appellee, the following questions are 


presented: 

1. Whether, in the case of an English-language book by 
American citizens manufactured and first published abroad, 
compliance with the ad interim provisions of sections 22 and 
23 of Title 17, U.S.C., is a mandatory condition of copyright. 

2. Whether first publication of a work in a foreign 
country terminates common law rights and, unless statutory copy- 
right is secured, places the work in the public domain. 

3. Whether the District Court should have directed the 
Register of Copyrights to issue a certificate without resolving 
the legal issues in the case. 


Questions presented .. ~ - cee 
Counterstatement of the case i 
Statutes involved . . .. - 
Summary of argument ... .~ 
Argument .. +. + 2 ¢ « «'« 


Le Compliance with the ad interim provisions 
4s a mandatory condition of copyright in 
the case of an English-language book 
written by United States citizens and manu- — 
factured and first published abroad. . - . 
A. The statutory provisions in context. . 
B. Legislative history. . .+«+.+«+¢«-e s« 


The International Copyright 
Act of 1891 e + eo ° e ° ° ° oe 


Interim Acts-of 1904 and 1905 
The Act of 1909 .. . . «2 « 
The Act of 1919 . . . « « « « 
The Act of 1949 . ....e- 


Persuasive weight to be given 
history of amendatory legislation 


Effect of ad interim provisions. .. 


Effect of later manufacture abroad 


Judicial and secondary: authority . 


Copyright Office regulations and 
administrative practice. . « . .« « « 


G. Constitutional arguments ..... . 


First publication of a work in a foreign 
country terminates common law rights 
and, unless statutory copyright is 
secured, places the work’ in the public 
domain e e e ° 2 e e e ° e e e ° e o e e 


III. The Register of Copyrights properly 
refused registration where application 
shows copyright to be invalid ..... 


Conclusion ole “ - 2 2 ° « oe 
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IN THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 21,152 


MASON HOFFENBERG, APPELLANT 


Ve 


ABRAHAM L. KAMINSTEIN, REGISTER OF COPYRIGHTS, APPELLEE 


ON APPEAL FROM AN ORDER OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE APPELLEE 


COUNTERSTATEMENT OF THE CASE 
Appellant Hoffenberg filed the present action in the 
District Court to compel appellee Register of Copyrights 
to issue a certificate of copyright registration covering 
his novel as a whole, including the bulk of the text as 
it was first published in France in 1958 (JA 5-6). On | 
cross-motions for summary judgment (JA 43-44), the District 
Court on June 19, 1967 granted the Register's motion, denied 
appellant's motion, and dismissed the action. Appellant then 
noted an appeal from the order granting the Register's : 
motion and denying appellant's Jue This appeal 
followed (JA 50). | 
fsteict court's dismissal of the action (JA 49-50). ‘The 
dismissal is, of course, the final and dispositive act of the 
district court and hence would seem to be the only action of 


that court reviewable here on an appeal under 28 U.S.C. 1291. 
(Continued) 


The material facts have been stipulated by the 
parties (JA 38-40). Appellant Hoffenberg and Terry Southern 
are the co-authors of the novel "Candy," and have been 
United States citizens all their lives. They wrote "Candy" 
in the English language, and the first edition of the novel, 


consisting of their English-1 e text, was manufactured 
2 
and published in France in 1958.” The first and all later 


authorized editions of "Candy" were published with statutory 
copyright notice (17 U.S.C. §§ 19, 20). 

All of the manufacturing processes involved in the 
production of the 1958 foreign edition took place outside 
the United States, and no efforts of any kind were made to 
obtain registration in the U. S. Copyright Office before 
1964. In that year an edition of "Candy" authorized by 
Hoffenberg and Southern was published in the United States 
by G. P. Putnam's Sons. The Putnam's edition, which was 
wholly manufactured in the United States; consisted basically 


T/ Continued . 


However, while we iote this possible jurisdictional deficiency, 
we do not press it here but have set forth below the detailed 
reasons on which we rely ff affirmance of the judgment below on 
the merits. 


2/ The first edition will be referred to as "the foreign edition" 
Throughout this brief. 


3/ The Putnam's edition will be referred to as "the American 
edition” throughout this brief. 


of the text of the foreign edition but with a number = 


editorial revisions. 

On June 8, 1964, the Copyright Office received two 
copies of the American edition and an application for : 
registration of a claim to copyright in the names of Southern 
and Hoffenberg. This application stated the date of first 
publication of the work as "May 12, 1964," and indteated 
the "new matter in this version" as "Editorial revisions 
throughout." The application also contained the statement: 
"The present work, as revised throughout, has never peen 
published abroad." The Copyright Office registered the 
claim to copyright covering the "new matter” in the : 
American edition and issued Certificate of Registration No. 
A-698353 (JA 37-372). 

An action for copyright infringement and unfair compet- 
tion was instituted by Hoffenberg, Southern, and Putnam's 
against Lancer Books, Inc., J. W. Clement Co., and Publishers 
Distributing Corp., following issuance of this certificate. 
Plaintiffs! motion for a preliminary injunction was denied » 
239 F. Supp. 782 (S.D.N.¥. 1965), and defendants’ motion 
to dismiss was later granted without prejudice, 251 F. Supp. 
210 (S.D.N.Y. 1966). The court found that aefendants’ edition 
of "Candy" had been reproduced entirely from the 1958 7 
foreign edition and that plaintiffs' certificate covered only 
the "new matter" in the 1964 American edition. It therefore 
ruled, on the authority of Vacheron & Constantin - Le Coultre 


SSS ee 


a5 5 * 


Watches, Inc. v. Benrus Watch Co., 260 F. 2d 637 (2d Cir. 


1958), that "an action for infringement may not be maintained 
when the work has not been registered with the Copyright 
Office," and that, in cases where registration has been 
refused, "a party's sole remedy lies in a proceeding in the 
nature of mandamus against the Register to compel 
registration.” 251 F. Supp. at 213. 

On March 11, 1965, more than six years after first 
publication of the foreign edition in France, appellant 
submitted an application on Copyright Office Form A-B Ad 
Interim for registration of a claim to ad interim copyright 
in the foreign edition. On the same date he submitted an 
application on Copyright Office Form A for registration of 
@ claim to copyright in the text of the American edition as 
a whole (JA 15-18). He also deposited a copy of the foreign 
edition to accompany the ad interim application, and two 
copies of the American edition to accompany the application 
on Form A. In a rider attached to the latter application the 
applicant stated that the work was first published in France 
in 1958 and that the text of the American edition was 
identical except for editorial revisions (JA 15, 17). 

On March 31, 1965, the Copyright Office by letter (JA 19- 
24) refused to register either the claim to ad interim copy- 
right in the foreign edition or the claim to copyright in the 
American edition as a whole. The Office's letter explained that 


the basis for its refusal was the failure to comply with the 
mT a 


provisions of sections 16, 22, and 23 of the Copyright Code 
(17 U.s.c. §§ 16, 22, 23). : 

On June 25, 1965 appellant, as already noted, initiated 
the present action to compel the Register of Copyrights to 
issue a certificate of registration covering the text of 
the 1964 American edition as a whole. ES 

The stipulated facts of record (JA 38-40) do not indicate 
whether copies manufactured abroad by appellant were offered 
for sale in the United States by the authors or anyone acting 
on their authority prior to the 1964 edition of the work 
published by @. P. Putnam Sons in the United States. However, 
the fact that substantial efforts to effect such sales were 


made by appellant is not relevant to the basis for the granting 


of summary judgment in this case. 
STATUTES INVOLVED 


Te relevant provisions of the Constitution, United 
States Code and Regulations of the Register of Copyrights are 
set out in the Appendix to the Brief for Appellant, Pages A-1 


T/_In his complaint (JA I-6) plaintirr had alternatively sought 
Eo compel ad interim registration for the foreign edition under 
section 22 of the Code (17 U.S.C. § 22) on the ground that the 
statutory period of six months allowed for ad interim registration 
after publication had been tolled. This was’ based on the 
allegation that the Bureau of Customs would not have permitted 
entry of copies of "Candy" during the six months after 
publication in 1958, and that therefore timely ad interim 
registration could not have been made. However, in the light 
of Government statements to the effect that copies addressed 

to the Copyright Office would have been forwarded in any event 
(sa oe gees withdrew this additional claim (Appellant's 
Brief, p. 3). 
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SUMMARY OF ARGUMENT 

The Register of Copyrights was entirely correct in 
refusing to issue a certificate of registration for an 
English-language book by United States citizens manufactured 
and first published abroad, where no ad interim registration 
had ever been made and copyright in the entire text of the 
work was claimed on the basis of an edition manufactured and 
published in the United States six years later. 

In the case of English-language books by U. S. citizens, 
the manufacturing and related "ad interim” provisions of 
sections 16, 22 and 23 represent mandatory conditions of 
copyright. Where the manufacturing requirements of section 
16 have been complied with, copyright can be secured by first 
publication anywhere with copyright notice under section 10. 
However, where the manufacturing requirements have not been 
met at the time of first publication, the only way to secure 
copyright in the United States is to comply with the ad 
interim provisions of sections 22 and 23. The ad interim 
requirements are an exception to the manufacturing require- 
ments and, where a book by Americans has been manufactured and 
first published abroad, sections 22 and 23 represent a 
condition subsequent to U. S. copyright. 

The language, structure, and history of the copyright 
statute require that sections 10, 16, 22, and 23 be read 
together, and that the combined manufacturing requirements 
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of sections 16, 22, and 23 be recognized as a mandatory 


condition of copyright in books in English by JU. S. citizens 
first published outside the United States. A literal reading 
of section 10 in isolation and out of context would drastically 
limit the effect of the manufacturing provision and would 
render the ad interim provisions virtually meaningless. It 
would mean, for example, that the author of such a work 
could, merely by manufacturing and publishing it abroad with 
copyright notice, tterety secure full copyright protection 
against any unauthorized use in the United States which he 
could enforce retroactively by manufacturing and So 
an edition here. 

The legislative history of the present manufacturing and 
ad interim provisions, from their origins in 1891 through 
their last amendment in 1949, rule out any such possibility 
and confirm the correctness of the Register's position. 

It was clear under the Act of 1891 that domestic manufacture 
was a mandatory condition of copyright in books, and that the 
requirement was intended to apply at the time of first 
publication abroad. There is nothing in the history of the 
1891 Act to support appellant's argument that Congress 
intended to confine the impact of the manufacturing clause to 
copies published for the American market. 

The "interim" acts of 1904. and 1905, combined with 
the manufacturing clause of 1891, established the basic 
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pattern of the manufacturing requirements now found in 
sections 16, 22, and 23 of the Code: a mandatory provision 
for domestic manufacture with specific exceptions allowing 
copyright to be obtained by making deposit and bringing out 
an edition manufactured in the United States within certain 
grace periods. It is appellee's position, confirmed by the 
legislative history of the 1909 Act and its amendments in 
1919 and 1949, that this basic pattern has remained the same 
Since 1909. Appellant's argument, that changes in the 
general method of securing copyright in 1909 radically 
altered the scope of the manufacturing clause and made the 
ad interim provisions wholly permissive rather than mandatory, 
is refuted by the legislative history of the 1909 Act. The 
history of the 1919 and 1949 amendments, offers still further 
support for the view that Congress intended to make the 
provisions mandatory. 

Appellant also argues that even if publication of the 
novel in France in 1958 did not secure statutory copyright, 
it did not destroy the authors' common law rights, and those 
were preserved until statutory copyright was secured by 
publication of the American-manufactured edition in 1964. 
But it is our position that first publication of a work, 
wherever it takes place, terminates all common law rights in 


the work and, unless the requirements for securing statutory 


copyright are met, throws the work permanently into the public 
domain. 


Sigh. 


Nor is there any other sound basis for challenging 
the Register's authority to refuse registration in this 
case. The discretion of the Register of Copyrights to construe 
the copyright statute for purposes of determining the 
registrability of copyright claims, and to refuse registration 
where he finds that the statute has not been complied with, 
4s well established. The statute, the case law, and 2 series 
of opinions by the Attorney General decisively confirm the 
Register's authority in this area. | 
ARGUMENT 

COMPLIANCE WITH THE AD INTERIM PROVISIONS 

IS A MANDATORY CONDITION OF COPYRIGHT IN 

THE CASE OF AN ENGLISH-LANGUAGE BOOK WRITTEN 


BY UNITED STATES CITIZENS AND MANUFACTURED 
AND FIRST PUBLISHED ABROAD. 


A. The Statutory Provisions in Context 

This appeal turns on the statutory requirements which 
must be met to secure copyright in the United states for a 
book first manufactured and published abroad in English by 
American citizens. Appellant contends that, even where 
all copies of the book have been manufactured abroad, full 
United States copyright protection can be secured under 
section 10 by the mere act of first publication with copy- 
right notice in a foreign country. Our position is that in 
such a case the manufacturing provisions of sections 16, 22, 
and 23 represent mandatory conditions of copyright. ‘Where 


the manufacturing requirements of section 16 have been 


complied with, copyright can be secured by first publication 
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anywhere with copyright notice; but where the manufacturing 
requirements have not been met at the time of first 
publication, the only way to secure copyright in the United 
States is to comply with the ad interim provisions of 
sections 22 and 23. 

Appellant argues that, since section 10 provides that 
"La]ny person entitled thereto by this title may secure 
copyright for his work by publication with the notice of 
copyright required by this title . . .", and since section 
10 contains no reference to the manufacturing requirements 
of section 16, those requirements should not be regarded as 
mandatory conditions of copyright. But such a narrow 
interpretation flies in the face of the recognized need 
for construing each provision of the present copyright 
statute in light of the statute as a whole, "with a view to 
effecting the purposes intended by Congress." Bolbhs-Merrill 
Co. v. Straus, 210 U.S. 339, 346 (1908). In a highly relevang 


17 See also Edward 5. Marks Music Corp. v. Continental 4 
Record Co., Z r. 3 Shilkret v._ 
Musicraft Records, Inc., 131 F. 24.929 (2d Cir. 1942); 


us t golawya-Faver Distrias Corp. v. Bijou Theatre 
ustin.v. einer, 4 F. 
e > 


Oews ! 8 LD. > 
Supp. 776 (N.D. Ill. 1962); 29 Ops. Atty. Gen. 64 (1911 
28 Ops. Atty. Gen. 176 (1910). 


1910 opinion dealing with the construction of the manu- 
facturing provisions themselves, i/ the Attorney General 
made this point quite forcefully: 


It may be admitted that there is an apparent 
4nconsistency in the language of section 12 

{13] and 16 [17] and this construction of the — 
clause of section 15 [16] mentioned, but is E 
this inconsistency such as to require a strained 
and. unnatural ates to be given to the clause? 

s neretofore said, ac ance 

y provisions is a prered 


and aea = 
while they are referred to in connection with 
books and periodicals in section 12 [13]; and 


to determine the extent. of these requirements 
all these sections must be read pogether When 


s is done oes not follow ecause a 
certain requirement is not round in one of the 
sections Te does not exist at. all and must be 
stricken out when found in another. in many 
Instances the contrary is the proper method of 
reaching the correct meaning of an act as a 
whole, and ‘such method is, I think, the proper 
one to adopt in construing this act; .... | 
28 Ops. Atty. Gen. 150, 153-154 (1910). . [Emphasis 
supplied] 


The basic manufacturing requirement of the U. S. 


copyright law is contained in section 16, 2/ nich with 
certain exceptions provides that, in the case of a "printed 
book or periodical" (other than a work "of foreign origin 
4n a language or languages other than English"), "the text 


i/ As noted in Appellant's Brief (p. 1) most of the section 
numbers of the 1907. Act were Se when the copyright law 
was codified 41n*1947 (61 Stat. 654). Where necessary to 
show the number of a section in both the Act and the Code, 
the latter will ‘be enclosed ‘in. brackets. 


2/ me full text of sections 10, 13, 16, 22, and 23 of the 
copyright statute, and of section 202.4 (b) (1) of the 
Copyright Office Regulations, are set out in Appendix A to 
Appellant's brief. | 
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of all copies accorded protection under this title ... 


shall be printed ...or... produced ... within the 
limits of the United States" by certain specified pro- 
cesses: typesetting, platemaking, lithographic or 
photoengraving process, presswork and binding. 

The "ad interim" requirements are found in sections 
22 and 23. Section 22 provides that, "in the case of a 
book or periodical first published abroad in the English 
language, the deposit in the Copyright Office, not later 
than six months after its publication abroad, of one 
complete copy of the foreign edition, with a request for 
the reservation of the copyright" including certain 
specified information, "shall secure to the author or 
proprietor an ad interim copyright therein, ... ." 
The ad interim copyright thus secured "shall have all the 
force and effect given to copyright by this title, and 
shall endure until the expiration of five years after 
the date of first publication abroad." Section 23 pro- 
vides the method for extending the period of ad interim 
protection to the full term: "Whenever within the period 
of such ad interim protection” an authorized edition is 
published in the United States "in accordance with the 
manufacturing provisions specified in section 16" and 
the notice and registration formalities have been 
satisfied, the copyright is extended to the full 28-year 


term. 


The only reasonable construction of the pro- 

visions of sections 16, 22, and 23 in the context of 

the whole statute is that, in the case of an English- 

language book by American authors i/ first manufactured 

and published abroad, ad interim registration must be 

made within six months of first publication or the 

work goes into the public domain. It was for this 

reason that appellee refused registration in this case. 
Appellant argues that publication of "Candy" abroad 

with copyright notice in 1958 secured a valid U.S. : 

statutory copyright under section 10, which is deter- 

minative of the copyright status of all works without 

regard. to whether they have complied with the manu- 

facturing requirements of section 16. He maintains 

that the manufacturing requirements are mandatory 

only with respect to copies distrjpbuted in the United 


States, and that the ad interim provisions merely offer 


an alternative method for protecting a work. 
That this argument is untenable can be demonstrated 
by taking the example of "Candy" itself. Here was a book 


i/ Under certain conditions, section 9 (c) of the Code 


(17 U.S.C. § 9 (c)) completely exempts foreign works | 
entitled to protection under the Universal Copyright 
Convention from the manufacturing requirements of 
section 16. The exemption is not applicable in the 
present case because, under the facts as stipulated, 
both authors of the work are United States citizens, , 
and section 9 (c) specifies that its provisions "shall 
not be extended to works of an author who is a citizen 
of ... the United States." 
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in English by Americans manufactured and published with 
copyright notice in France in 1958. Appellant argues 
that "Candy" has been fully protected by copyright in 

the United States since 1958, and that failure to comply 
with the manufacturing and ad interim provisions could 
not affect the validity of the copyright as long as no 
foreign-manufactured copies were published in this 
country. But, if the foreign edition of "Candy" has been 
fully protected by U. S. copyright since 1958, then 

any unauthorized U. S. edition brought out before 
publication of the authorized U. S. edition in 1964 

would have been an infringement, actionable as soon as 
the manufacturing requirements of section 16 had been 
complied with in 1964 and registration had been made for 
the American edition under section 13. As appellant states 
on page 8 of his brief: "The deposit of copies and the 
registration that § 13 requires are preconditions to 


_ Suing for infringement; they do not affect the establish- 


ment or the existence of the copyright itself." 
Moreover, under this theory, if no authorized U. S. 

edition were ever published, unauthorized editions could 

effectively be kept out of the American market for the 

whole first term of copyright (28 years from 1958). 

This is because registration under section 13, as con- 

strued in Was onian Publis Co. v. Pearson, 306 


U.S. 30 (1939), may be made up to the time when the 
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pee must be renewed for the second a. without 
affecting the right to sue for causes of action that may 
have arisen in the meantime. Thus, if appellant's Gheory, 
is sustained an unauthorized publication of "candy" in 
the United States after 1958 would have given rise to 
a cause of action for copyright infringement that could 
have been enforced by injunction and monetary recovery 
merely by manufacturing and publishing a UG. S. edition 
and registering it under section 13. These results are 
hardly consistent with the intention implicit in the 
manufacturing and ad interim provisions; they would turn 
section 16 into a hollow vessel and would leave sections 
22 and 23 with little practical meaning. 

The legislative history to which we now turn, 


confirms the view that Congress did not intend the manu- 


facturing and ad interim provisions to be uneffective. 
B. legislative History 

The first United States copyright statute enacted 
in 1790, 1 Stat. 124, denied protection to nonresident 
foreign authors, and for a century only published works 
by citizens and residents of the United States could 
secure statutory copyright protection. The resulting 
literary piracy, notably of the works of British authors, 
stimulated efforts to secure enactment of an "anter- 
national copyright law," and these were met by demands 
of printing and publishing interests that American 


manufacture be made a condition of copyright in foreign 
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works. i/ The result was that manufacturing requirements 


were introduced into the United States copyright law in 
the International Copyright Act of 1891, 26 Stat. 1106, 
as part of a compromise under which copyright protection 
was extended to works of foreign citizens. 

Our position, supported firmly by the legislative 
history of the 1891 "manufacturing clause," of its 
"ad interim" amendments in 1904 and 1905, of its re- 
vision in 1909, and of its two further amendments in 
1919 and 1949, is that from their origins to the present 
time the manufacturing and ad interim provisions have 
always represented mandatory conditions for copyright 
in certain works. 2/ 
The International Copyright Act of 1891 

The international Copyright Act of 1891, 26 Stat. 
1106 (1891), which extended copyright protection to 
works of foreign citizens under certain conditions, 
also introduced the manufacturing requirement to our 
copyright law. The legislative history of that Act, 
from the introduction of the first bill in 1885 to its 
final passage on March 3, 1891, includes six bills, 
two committee hearings, four committee reports, and 


1/ See Kampelman, The United States and International 
Copyright, 41 Am. J. 


sie The ‘International Copyright Union, 36 Yale 
L. e > _ ° 
2 


=/ For the convenience of the Court, Appendix A of 
this brief contains an outline and summary of the six 
legislative acts involved, together with full citations 
to the relevant legislative history of each act. 
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extensive debates on the floor of both Houses. 1/ The 


1891 statute was clearly intended to make compliance 
with the manufacturing requirement an absolute condi - 


tion for securing copyright in the United States. 

The first bill in the series, S. 191, 49th Cong., 
Ist Sess. (1885), contained no manufacturing require- 
ment but the second, S. 1178, 49th Cong., lst soseh 
(1886), introduced by Senator Chace about six weeks 
later, included manufacturing restrictions which vere 
made stronger in each successive version of the bill. 
In favorably reporting the bill, S. 554, 50th Cong. , 
1st Sess. (1887), to the Senate, Senator Chace for the 
Committee on Patents made the following comments: 


The committee . . . recognize that this 

is a peculiar character of property; that 
it is granted for a limited time; that 
under the Constitution it must necessarily 
be treated upon a different basis from 
ordinary goods and chattels; that while 

we are by this bill granting to foreigners 
certain rights, privileges, and protection 
on account of our moral obligation to do 
so, it is a necessary part of this legisla- 
tion to see that no interests of our people 
shall be seriously infringed or injured in 
return for granting this, what may be termed 
a kind of monopoly of our market, and the 
committee have seen to it that no foreigner 
shall be enabled thereby to withhold from 
the reading public within our borders the 
opportunity to avail themselves of the book 
and other copyrighted article, and for that 
purpose have required that the books or 
other copyrighted article shall be pro- 
duced and manufactured in this country. 


Ses ee 
i/ See Appendix A for full citations. 
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S. Rept. No. 622, 50th Cong., 1st Sess. 
(1888) at 2. 


During the Senate debate on the bill, Senator Chace 


also observed: 


The foreign author may come here and take out 
his copyright. By the provisions of this bill 
in order to take out the copyright his work 
must be published simultaneously in the two 
countries. It must be published here from 
Bs set in this country. 19 Cong. Rec. 3235 
(1888). 


A new version of the Chace bill was introduced in 
the House by Representative Simonds in 1890, and was 
reported favorably by the House Committee on Patents. 
In this report Mr. Simonds stated: "A subsidiary but 
important proposition of the bill is that all books 
copyrighted under the proposed act shall be printed 
from type set within the United States, or from plates 
made therefrom." H.R. Rept. No. 2401, 51st Cong., 1st 
Sess. (1890) at 1. Since he was sponsor of the bill, 
Mr. Simonds' remarks in the floor debate are also 
significant: 

MR. SPRINGER. . . . I now ask the gentleman 

from Connecticut whether under the proviso on 

page 3, beginning at line 23, the works of 
foreign authors in order to be copyrighted 

in this country must be printed in this country. 

MR. SIMONDS. They must be printed from types 

set in this country or from plates made from 

types so set. *##* 

MR. SPRINGER. The owner of the manuscript can- 


not be protected in this country unless he 
prints his book here? 
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MR. SIMONDS. Unless he prints his book from 
type set here or from plates made from type 
set here, *### 


MR. SIMONDS. We are to understand what the 
bill says, that all books copyrighted under 
this act shall be printed from type set in 
this country or from plates made from type 


The Act was passed on March 3, 1891. Section 


reads in relevant part: 


No person shall be entitled to a copyright 
unless he shall, on or before the day of 
publication in this or any foreign country, . 
deliver at the office of the Librarian of 
Congress or deposit in the mail within the 
United States . .:. a printed copy of the 
title of the book for which he desires a 
copyright, nor unless he shall also, not 
later than the day of publication thereof 

in this or any foreign country, deliver at 
the office of the Librarian . . . or deposit 
in the mail within the United States ... 

two copies of such book . . . Provided, That 
in the case of a book, photograph, chromo, or | 
lithograph the two copies of the same required 
to be delivered or deposited as above shall 
be printed from type set within the limits 

of the United States, ... © 


In other words, copyright could be secured only by making. 
registration before publication, and by depositing two 
copies of the work on or before the date of first | 
publication “in this or any foreign country"; in 
the case of books and certain other works, the two. 
copies had to be manufactured in the United States. 
Since copyright was lost if the work was published 
before deposit had been made, and since the. copies. 
deposited had to be manufactured in this country, | 

ake) 


there is no question that domestic manufacture was 
intended as an absolute requirement for copyright 
in certain works under the Act of 1891. 

Appellant does not dispute this construction of the 
Act of 1891, although he argues that the law on the point 
was changed fundamentally by the Act of 1909. At the 
same time, he uses some of the legislative history of 


the Act of 1891 as the main authority to support his 


contention that "[f]rom the beginning it was clear that 
the clause was concerned only with preserving the 
American market for American printers" (Appellant's 
Brief, p. 24), and that the present requirements of 
section 16 apply only to copies published in the United 
States. This argument is thoroughly refuted by the 
terms of the Act of 1891, by its purpose, and by legisla- 
tive history. 

It seems difficult to argue that the Act of 1891 
was intended to apply only to copies manufactured for 
the American market when it clearly required, as an 
absolute condition of copyright, that copies be manu- 
factured in the United States before publication "in 
this or any foreign country." Moreover, although 
appellant is doubtless right in arguing that the 
purpose of the manufacturing clause has remained 
the same since 1891, he is quite wrong in his view 
of what that purpose was. A reading of the legislative 

- 20 - 


history of the 1891 Act as a whole shows that the : 
intention was to require, as the price for. extending 
the copyright law to foreign authors, that all books 


be manufactured in the United States as a fundamental 


condition of copyright protection. 

Specific references in the legislative history 
of the Act of 1891 confirm that this construction 
is correct and that it applied equally to foreign 
and to Knertean authors. For example, during the 
final House debates Representative Butterworth 
stated: 


. . . if (the foreign author] fails to 
copyright his book in this country we 
are not cut out from using it, because 
the moment he issues one volume at home 
without having copyrighted the book here 
he loses the right to take an American 
copyright, and we may import the book 
as we do now, subject, of course, to the 
customs laws. 22 Cong. Rec. 58 (1891). 


In the ensuing Senate debates Senator Platt, who had 


succeeded Senator Chace as sponsor of the bill, made 
the following statement: | 
This very bill provides, if it passes as it 
was intended, that before he can copyright 
in this country he [the foreign author] must 
set up his book in this country, and he must. 
copyright it on the day or before the day of 
Se ae in any foreign country. Id. at . 
2 ° Tate 


A question was raised as to whether the manu- 
facturing provisions applied to American authors, | 
and Senator Platt answered in the affirmative. | 
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MR, BLAIR . . . . [The question is] whether 
under the provisions of this bill, the 
selection by an American author of a 
publisher abroad to publish his book, 

when he cannot find one satisfactorily 

at home, deprives him of the right of 
publishing it at home, st 


MR. BLAIR. That no American author can 
have his book printed abroad? 


MR. PLATT, I do understand that. 
MR. BLAIR. I am correct in regard to that? 


MR. PLATP, I so understand. Id. at 2614, 
See also id at 2616. “a 


Thus, both the intention and language of the 
1891 Act demonstrate that, from the outset, the manu- 
facturing requirement has been a condition for securing 


copyright in the first instance, whether the copies of 


the work as first published were distributed in the 

United States or abroad. It is our position that, 

although later amendments of the copyright law have 

liberalized the registration and deposit require- 

ments, have narrowed the scope of the manufacturing 

requirements, and have broadened the exceptions 

to them, there has never been a change in the basic 

Congressional intent that compliance with the manu- 

facturing requirements be a mandatory condition of 

copyright in the first instance. 

"Interim" Acts of 1904 and 1905 

The origins of the ad interim provisions of 

sections 22 and 23 of the present law are found in 
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the Acts of January 4, 1904, 33 Stat. 4 (1904), and 
March 3, 1905, 33 Stat. 1000 (1905), two measures. 
aimed at softening the rigors cf the manufacturing 
requirements enacted in 1891. Under the terms of: the - 
1904 Act, which was intended to give some temporary 
protection to foreign works exhibited at the St. Louis 
World's Fair, the deposit in the Copyright Office of 
a work before the closing date of the Fair secured 

a temporary copyright. ‘The term of protection was. 
limited to two years but if, within that two-year | 
term, two copies manufactured within the United States 


were deposited in the Copyright Qffice, the copyright 
protection would be extended to the regular term = 


accorded other works. 

The Senate committee report ‘on the bill Ss. nept 
No. 142, 58th Cong., 2d Sess. (1904), concluded as 
follows: 

If foreigners who exhibit desire to - obtain 

this right, this bill (see sec. 8) requires 

them to comply with our copyright laws. 

fhe protection afforded by this biil to 

exhibitors is for two years only. — aa 

protection to American labor ¢ oa 

It. was.clear that the interim copyright. pro- 
vided by the Act of 1904 could be secured only under 
the terms of the. Act, and that, once ‘secured, it 
could be extended only. under the ‘terms of the eet: 
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by depositing two copies manufactured in accordance 


with the existing law. See Encyclopedia Brittanica 
Co. v. Werner Co., 135 Fed. 841 (C.C.D.N.J. 1905), 


aff'd sub nom. Encyclopedia Brittanica Co. v. 
American Newspaper Association, 142 Fed. 966 (3d 


Cir. 1906). Without interim copyright protection, 
the works were in the public domain because they 
had been published without securing United States 
copyright. 

“Ad interim" copyright protection was given 
permanent status in the Act of 1905. As the House _ 
Committee report accompanying the bill, H. Rept. 

No. 1287, 58th Cong., 2d Sess. (1904), explained, 
the International Copyright Act of 1891 had resulted 
in "scarcely any entries for books by the living 
authors of continental Europe." 


The reason for this is that foreign authors 
of books in other languages than English 
have found it practically impossible to 
comply with the statutory provisions set 
out above. 


Under the conditions provided for in the 
law a work to secure copyrights must be 
printed and published in this country 

not later than the date of its publication 
in any other country. The editions - 
published in this country must be manu- 
factured from type set within the limits 
of the United States, ## . 


On account of this difficulty foreign 
authors, except English authors, have 
secured practically no advantage from 
the international provisions of the 
present copyright statute. 
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The obvious remedy would be to allowa ~ 
reasonable period of time during which .._ 
the foreign author ‘might arrange to 
.....gomply with the requirements of American . 
manufacture. Id. at 2. See aiso x cons. 
Rec. 1579 (1905). » Per 


The bill as enacted on March 3, 1905 provided 


that, in the. case of a “book in a foreign language" 
that is “published in a foreign country before. the 
day of publication in this country," the. foreign. . 
author .or proprietor "shall deposit one complete | 


copy of the same, . . . in the Library of Congress 

. . « Within thirty days after the first. publication 
of such book in a foreign country, . .< «". This 
deposit was identified as a "reservation of oe 
wight," and provided protection for no more than. 
"twelve months after the first publication. of such 
book .in a foreign, country." If, within the year, 
the author or proprietor made a new registration : 
and deposited two copies of an American-manufactured 
edition, copyright protection was extended to — 

, regular 28-year term. It is clear from the language 
and history of the 1905 Act. that the interin Pro-. 
tection it offered was intended as a brief. grace - 
period aimed at making the mandatory manufacturing 
requirement a little easier to comply with in | 
certain cases.. : ie f 

Thus, the basic pattern of Ss wuteatenee: and. aa 
interim" legislation, now reflected in sections 16, 
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22, and 23 of the Code, was established by the 

Acts of 1891, 1904, and 1905. As a rule, mamu- 
facture in the United States is an absolute condi- 
tion of copyright in a book at the time of its first 
publication in the United States or anywhere else, 
As an exception to this requirement, and for no 
other purpose, a definite time period is set for 
making a special "interim" registration and deposit 
in the Copyright Office, and this in turn secures 

a temporary period of copyright protection. A 
second time period is provided during which an 
American edition must be produced in accordance with 
specified manufacturing requirements as a condition 


to extending the “ad interim" term, and this edition 
must also be deposited. There is nothing whatever 

in the legislative history or language to suggest that 
the manufacturing requirement was limited to copies 
published in the United States, that the “ad interim" 


provisions were permissive or were intended for any 
purpose other than as exceptions to the manufacturing 
requirement, or that a book manufactured abread could 
be copyrighted except in accordance with those pro- 
visions. 
The Act of 1909 

Efforts to obtain enactment of a general revision 


of the copyright law began in the early 1900's and 
ee 


continued throughout most of the next’ decades” , 
The first of a long series of general revision : 
bills was introduced in 1906, and Congressional 
hearings were held'on eight days in 1906, “and 
three days in 1908, Bills were reported favorably 
in both Houses during the 59th Congress: in 1907, ; 
and again near the end of the 60th Congress in _ 
1909. ‘The statute enacted by Congress on March 4, 
1909, 35 Stat. 1075, represents the latest general 
revision of the copyright laws in the United States. 
The legislative history of the 1909 Act contains 
little significant discussion of the manufacturing 
and ad interim requirements, and the reason is 
obvious: the basic pattern of the requirements 
had been established almost contemporaneously by 
the Act of March 3, 1905, and was considered settled. 
Changes’ were made in the scope of the requirements, 
notably by adding an outright exception for foreign 
language works of foreign origin and by making ad 
interim copyright available for English-language | 
works. However, there 1s nothing in the legislative 


history to support an argument that Congress intended 
to effect a radical change in the law by making the 
manufacturing provisions applicable only to copies 
published in the United States or by making the | 

aa interim provisions permissive FSS than. mandatory. 


y See Appendix A for full eitations to legislative eee 
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Indeed, when read together and in context, the 


legislative history shows a Congressional purpose 
to strengthen the basic requirements in @ manner 
satisfactory to the interests of the printing 
trades unions. See, e.g., 1906 Hearings at 
47-48, 131. 

Under section 9 of the Act of 1909 (now section 
10 of the Code) the basic method for securing copy- 
right was changed from the deposit of copies to the 
publication of the work with copyright notice, and 
appellant argues that this rendered the requirement 
of domestic manufacture mandatory only for copies 
published in the United States. There is absolutely 
nothing in the legislative history of the Act of 
1909 to suggest that this was the Congressional 
intention, and there is nothing in the language or 
legislative history of section 9 [10] to support the 
theory that its adoption drastically altered the 
effect of an entirely different provision, the manu- 
facturing clause, and that it thereby became the 
sole condition of copyright in the United States. 
On the contrary, the strongest and most relevant 
source of the legislative history of section 9 [10] =e 
the legislative report on the final bill--refutes any such 
construction. It states: 


secttons aE 9 [now section 10] points out the 
preliminaries which must be complied with 
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in order to obtain Si yxtente” Under 
existing law the filing of titie: and-depoeit: 
of copies on or béfore the date of first ~~ 
publication are. conditions precedent; and any 
failure to comply with them works’ a ‘Tor=- 
feiture of the copyright. It is 

en ae: “bait oe on chang g 


eption reg 

ad interim term wiIl be discussed “in con- 

nection with section 21 [now —— — : 

of the bill. H.R. Rept. No. 2222; 

Wo; 1108, 60th Cong., 24 Sess. (35035 arf 

10. [Hmphasis supplied]. 

This language confirms that, under the basic eh 
peamaneey scheme established by the 1909 Act, publica 
tion with the copyright notice is generally 2 condition 


precedent to securing copyright protection but, where 


the copies have been manufactured abroad: in violation 
of the manufacturing requirements, compliance. with the 


ad interim formalities becomes a condition subsequent. 
In the case of “books. seeking ad interim protection," 
17 U.S.C. § 10, the copies at the time of first 
publication are not required either to be manufactured 
in the United States or to bear the copyright motice;. 
as long as ad interim copyright is secured within the 
statutory time limits. Works subject to ad interim 
copyright are the only exception to the rule that, © 
unless the manufacturing requirements are.met on the 
date of first publication, the work goes into the 
public domain. 
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_ Moreover, the 1909 Act made an important revision in the 


language of the manufacturing provision aimed deliberately at 


preserving the requirement as a fundamental condition of 
copyright. Since section 9 [10] changed the usual method of 


securing copyright from the deposit of copies to the publication 
of the work with copyright notice, and since deposit on or before 
the day of publication was no longer required, it became in- 
appropriate for the manufacturing provision simply to require 
that the two deposit copies be produced in the United States. 
This fact was not, recognized at first, and the early bills 
preceding the 1909 Act provided for the domestic manufacture of 
"the text of the copies deposited under section [eleven]." 
See, e.g., H.R. 25133, 59th Cong., 2d Sess.(1907). However, 
all of the bills introduced after the start of the 60th Congress 
in 1907, beginning with H.R. 243, 60th Congress, lst Sess. 
(1907), were revised to make the manufacturing requirements 
applicable to "the text of all copies accorded protection under 
this Act . . ." A concurrent change in the manufacturing 
provision created|a specific exemption for "books published 
abroad seeking ad interim protection under this Act." 

The discussion of the ad interim provisions in the 
Committee report on the bill that became the Act of 1909, 
H. R. Rept. No. 2222, S. Rept. No. 1108, 60th Cong., 24 
Sess. (1909) at 13-14, reads in ees follows: 
books of Conetenlontgts in aifonetan tangcase:™ and Sx : 
apparently based on the erroneous assumption that they were still 


covered by the ad interim provisions, as they had been in earlier 
versions of the bill. > 
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Section 21 gives to authors of books written . 

in the English language an ad interim term, which 

can not in any case endure more than sixty days, . 

By the act approved March 3, 1905, the proprietor ~ 
of a book published abroad in a foreign language 

was, under certain conditions, given twelve months 
after the first publication in such foreign country 
to deposit copies and comply with the other conditions 
regarding copyright. : Od 
After the passage of the act of 1905 English 

authors felt that some such rights should be given 
them. Section 21 was inserted for that purpose. 


* * * + 


Section 22 provides for an extension of the ad 3 
interim term so that it will endure for the full 


term provided in the act upon c Iiance with all - 
the provisions of this Ree as to Teposit or copies, 
registration, filing of affidavits, etc. (Under- 
scoring supplied) 


This statement demonstrates the Congressional intention 


to maintain the ad interim copyright established by the Act of 
1905 as a limited exception to the mandatory manufacturing 
requirement, and to extend it to English-language works. The 
reference to "an extension of the ad interim term so that it 
will endure for the full term" directly refutes the notion 
that manufacture and publication in the United States after the 
ad interim time limits is all that is necessary to obtain 
copyright registration and bring suits for past copyright 
infringements. 


The ad interim provisions, as enacted in 1909, sub- 


stantially reduced the time limits provided in the 1905 
Act. R. R. Bowker, the Vice-President of the American 
(Authors') Copyright League who was instrumental in 
bringing about the amendment of the manufacturing clause 
the Act of 1909, shortly after the passage of the act 
wrote: 


The failure to deposit the foreign copy 

within 30 days after publication, or the 
failure to publish an American-made edition 
within 30 days after such deposit, will 

forfeit the right to obtain copyright protection 
and throw the foreign work into the public 
domain, despite the ad interim provision. 
Bowker, Co ights, Its History and Its Law 
(1912) a’ z 


The Act of 1919 pon es eee 

The first of the two amendments of ‘the ‘ad Anterim pro- 
visions that have been made since 1909 was post-World War Be 
legislation caused by the disruption of foreign commerce and 
transportation during the war. The main purpose, of the amend- 
ment, which Congress enacted on December 18, 1919, : ay Stat. 
368 (1919), was to allow all works “produced or published” 
in certain foreign countries between the beginning of the 
war and the proclamation of peace a grace period in which to 
obtain United States copyright by fulfilling "the conditions 
and formalities prescribed with respect to such works ‘by the 
copyright laws of the United States." A saving clause. pro- 
vided that "nothing herein. contained shalt ve construed: to 
deprive any person of any right which he may. have acquired by 
the republication of such peter -work in the United States 
prior to the approval of this Act. The Act also extended the 
CMC thirty-day ad interim periods provided in the 1909 ‘Act to 


sixty days and four months, respectively. 


The legislative history of this Act, Wig which includes chree 


bills, two days of hearings, three committee reports, ‘and a. 
bates in both Houses; leaves no doubt as to the Congressional 
intention that failure to comply with the time limits specified . 
in the ad interim provisions resulted in loss of copyright pro- 
tection. Mr. Nolan, who was chairman of the ‘House Committee on 
Patents, was in charge of the bill during “the debate on the 
House floor. In his opening statement he said: ~ 


1/ See Appendix A for citations. 
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The copyright act grants protection in the United 
States upon certain conditions. To secure valid 
protection these conditions must be fully and 
exactly complied with, * * *. 


Due to the limited amount of time permitted under 
the present copyright laws and our reciprocal re- 
lations with other countries, it was impossible for 
foreign authors in friendly and neutral countries 


to get their works to America in time to be copy- 
righted. 


It does not repeal or amend any of the manufac- 

turing sections of the present copyright law. 

58 Cong. Rec. 2690-91 (1919). (Emphasis supplied) 

In answer to a question as to whether the bill contem- 
plated "any new privileges or protection to alien authors not 


provided by existing law,” Mr. Nolan replied: 


No; only that it takes care of a situation that 


arose during the war. Authors in foreign countries 
had to get their works to this count within a 
certain specified time. The book had to be manufac- 


red and printed, and during the war they were 
unable to do that. This extends that time within 
which that can be done and gives them the right to 
copyright the works that were produced during the 
war, provided they give our authors and publishers 


similar protection in their own country. Id. at 
2690 (Emphasis supplied) 


Later in the House debates Representative MacCrae made the 
following statement: 


The history of copyright legislation is very inter- 
esting, especially so far as the manufacturing clause 

is concerned. In section 21 [22], which we also amend 
by this act, we provide for an extension of from 30 to 
60 days, the ad interim protection, and an extension 

of 30 days to 4 months in which a man can republish 

his work in America. There are 100,000 books published 
in England from the time of the enactment of our law in 
1909, and yet only 1 per cent of all those English 

books were actually reprinted in America, and the reason 
given for this small percentage of reprinting and repub- 
lishing of English-language books in America was the 
fact that we did not allow sufficient time in which the 
English author could have his work reprinted and rebound 
to gain American copyright. id. at 3071-72. 
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The Senate committee report on the bill, S. Rept. Ho. 
326, 66th Cong., 24 Sess. (1919), adopted, as its statement 
of the proposed changes in the law, a memorandum from the 
Register of Copyrights to the Librarian of Congress which 
read in part as follows: : 


The purpose of [the increases in the ad: interim 
time limits] .. . 1s to facilitate compliance 
with the requirement of our law that a foreign 
book in the English language must be type set, 
printed, bound, and republished in the United 
States in order-to secure copyright protection. 
The bill does not propose any change whatever in 
the so-called manufacturing requirements of our 
copyright laws. ** * * 


British authors reciprocally can secure copyright: 
in the United States providea their works are re- 
manufactured and republished here not later than 
60 days after publication in Great Britain. 


Conditions arising out of the war have resulted to 

prevent authors and publishers from complying with 

the statutory requirements in each country 80 as to 

secure the protection guaranteed by the. copyright | 

agreements and hence American authors. have failed 

to secure copyright in Great Britain for their works 

published during the war, and British authors have 

lost protection for their works in the United States. 

Id. at 3. we 

The legislative history of the 1919 Act refutes, as plainly 
as anything could, the contention that the manufacturing and ad 
interim requirements are not a basic condition of copyright and 
that the requirement of domestic manufacture applies only to 
copies published for the American market. Moreover, the need 
for wartime extension legislation of this sort is further evidence 
that, in the case of books manufactured and first published: 


abroad in the English language (other than. those now exempted 


under the Universal Copyright Convention), compliance with the 


ad interim provisions is essential in order to secure United 
States copyright. What the plaintiff in this case is seeking 
to do required special legislation in 1919. Surely if non- 
compliance with the ad interim provisions did not place an 
English-language book in the public domain, no Special legis- 
lation allowing a grace period would have been necessary in 
1919. / 


The Act of 1949 
The latest amendment of the ad interim provisions was 


added to the statute in 1949 in an effort to reduce their 
stringent effects and make them less objectionable to foreign 


2 
authors and publishers. The legislative history 2/ of the 


Act of June 3, 1949, 63 Stat. 153, which includes one day of 
hearings and two committee reports, gives unequivocal support 
to the principle that, from their origins in 1891 to their 
present wording, the manufacturing and ad interim provisions 
have always represented mar.datory conditions of statutory copy- 
right in certain cases. 

The two main changes accomplished by the 1949 Act were: 

1) A substantial increase in the ad interim time 

limits. The period for obtaining ad interim regis- 

tration was increased from sixty days to six months, 

and the period during which an American edition could 


be manufactured and published was increased from four 
months to five years. 


1/ The same point is illustrated by World War II legislation, 
Similar to the Act of 1919, that was enacted on September 25; 
1941, 55 Stat. 732. See H.R. Rept. No. 619, 77th Cong., 
ist Sess. (1941) at 2. 


2/ See Appendix A for full citations. 
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2) For the first time, importation of copies) of 
the foreign edition of a work under ad interim copy- 
right was permitted. After, but not before, ad 
interim registration had been obtained, copies up to 
a limit of 1,500 could be imported if the work was “of 
foreign origin." 1/ 


The House committee report on the bill that became the Act 
of 1949, H.R. Rept. No. 238, 8lst Cong., Ist Sess. (1949),makes 
clear that these changes were merely ameliorative: that the 
bill does "not effect any radical change in the present copy- 
right law." Id. at 2. The report also explains in detail the 
reasons for rejecting the argument advanced at the hearings 
"that ad interim registration should not be made a prerequisite 


to the importation of 1,500 copies of the work." Id. at 3-4. 


The first reason why the committee was "firmly convinced that 


this requirement should be retained" was as follows: 


If ad interim registration were not required as a pre- 
requisite to the importation of copies of the work, 
then the foreign publisher could export to the United 
States up to 1,500 copies of the work bearing copyright 
notice and then fail to obtain ad interim registration 
for the work. The result would be that these copies 
would bear a false copyright notice, as users of copy- 
righted material customarily assume that a notice of 
copyright means that the work is protected by United 
States copyright, the foreign author and publisher 
would obtain substantially the benefits of copyright 
protection without having actually complied with our 
law. 

| 
The Committee's second reason represents an equally plain 


statement that, unless ad interim copyright is secured, the 


work is in the public domain: 


1/ This limitation of the 1,500-copy exception to works of for- 
eign authors was removed by the Act of August 31, 1954 (68 
Stat. 1030) implementing the Universal Copyright Convention. 


American authors who desire to quote from or 
otherwise use copyrighted works must obtain the 
permission of the copyright proprietor .... 
If in fact no ed interim registration had been 
obtained * * * [t]he result would be either a 
great delay.in the progress of the American 
author's work, or the exaction of a fee where 
none would be properly claimed, or the denial of 
the right to use the foreign work where in fact 
the work was in the public domain and [no] suc 


right of denial existed. Emphasis supplied 
The capstone of the argument is expressed in the statement of 


the committee's third reason: 


Until _ ad interim registration is obtained, it is 
impossible to tell whether the book is in the 
public domain or will be protected z copyright . 
ection 2 0 he bill gives the foreign author and 
publisher 6 months in which to apply for ad interim 
protection. It is highly desirable that every in- 


centive be provided to cause the foreign author and 
publisher to apply for copyright as soon after pub- 


lication abroad as may be possible so that the riod 
in which the work is neither copyrighted nor is in the 
public domain may be cut to a minimum. he require- 


ment that ad interim registration be obtained before 
any copies of the work may be imported, will have the 
effect of causing prompt registration for ad interim 
copyright. (Emphasis supplied) 


The Senate Judiciary Committee report that accompanied the 
House bill described the pertinent changes in existing law in 
straightforward terms: 


The present United States law requires all forei 
authors and publishers of books and riodicals 
written in the English 1 age to do two t s to 
obtain copyright in the nites States: They mst (a) 


register the book or periodical in the United States 
Copyright Office within 60 days of publication abroad 
and (b) manufacture the work in the United States 
within 4 months thereafter. The bill allows 6 months 
for registration in the United States Copyright Office 
and 5 years within which to manufacture in the United 
States. S. Rept. No. 375, 81st Cong., 1st Sess. (1949) 
at 1. (Emphasis supplied) 


The report stated the advantages of the bill as follows: 


The manufacturing clause . . . is a bar to the manu- ~ 
facture in the United States of books published 
abroad in the English language except in the case of 
works by the most famous authors. Last year over | 
14,000 books were published in-England and yet only. 
139 books written in the English language in Engiand 
and in all other’’foreign countries were registered 

4n the United States Copyright Office. This bill 
will - . Fad or ha | 


(a) Extend the time for manufacture in: the 
United States without loss of copy rt gh - this: — 
will allow American and foreign publishers. suf- ‘ 
ficient time to determine whether the book can be 
profitably published in this country. © 

(b) Permit an American publisher to test the 
market by the importation of 1500 copies before . 
investing his money in the publication. ~~ 


(c) Reduce the likelihood of retaliation 
against us. Id. at 2. 


Persuasive Weight to be Given Histo of 
Amendatory Legislation 


Appellant argues that "the statutory provisions governing 
the present case were enacted in 1909. Their mistory” ended 
at that time... ." (Appellant's brief, p. 52). This argu- 
ment might have some validity if appellee placed any reliance 
upon the history of the unsuccessful efforts to obtain general 
revision of the copyright law between 1924 ‘and 1940," but this 
is very different from the history of successful amendatory 
legislation discussed in the foregoing pages of the present 
brief. : : 

The statute that mst be construed in the present case is 
the Act of 1909 as amended, and the history of ‘the 1919and 1949 
amendments is a fundamental part of the entire body of Jegis- 
lative history that should be examined in construing the present 
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statute. The fact that all of the relevant legislative history 
in 1919 and 1949 strongly supports appellee's side of this 
controversy has led appellant to attack it as mere “legal 


opinion," yet the very cases he cites support its persuasive 


e also 
weight in a case such as this./ United States v. Zachs, 375 U.S. 


59 (1963); Flora v. United States, 362 U.S. 145 (1960). 

C. Effect of Ad Interim. Provisions : 

Appellant's construction of the statute would render the 
ad interim provisions virtually meaningless. If publication 
abroad with notice secures a copyright that can be fully en- 
forced at any later time merely by manufacturing and publishing 
an edition in the United States, it is hard to see what purpose 
is supposed to be served by the time limits and formal pro- 
cedures set out in sections 22 and 23. 

At the outset in the court below appellant sought to avoid 
this problem by arguing that the ad interim provisions were 
intended as an alternative method of securing copyright, the 
purported advantage being the opportunity to import up to 
1,500 copies and test the American market. However, any plausi- 
bility this argument might have had was destroyed when it was 
pointed out that for 45 years after they were introduced into 
the copyright statute, from 1904 to 1949, there was no privi- 
lege of importation whatever under the ad interim provisions, 
and that this privilege was not extended to works by American 
authors until 1954, 68 Stat. 1030. 

Apparently recognizing the lack of merit in his earlier 
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argument, appellant now suggests, at pages 29-30 of his brief, 


that the main purpose was to give books by British authors an 
alternative method for securing copyright in the United States 
even though they had been published abroad without copyright 
notice. There is no legislative history to support this theory 
and, as we have shown, there is a great deal to refute it. it 
seems wholly inconsistent with appellant's basic argument that 
publication with notice under section 10 is the sole method 
for securing copyright in the United States. | 

The answer, of course, is that the ad interim provisions 
were and always have been exceptions to the manufacturing re- 
quirement and nothing else. They have no meaning unless the 
manufacturing requirement is a mandatory condition for securing 
copyright in the first instance. Under the present law a work 
first published abroad can secure copyright only if the copies 
are manufactured in the United States at the outset or af the 
work is registered under the ad interim provisions within six 
months after first publication; otherwise it falls into the 
public domain. ee 

This construction of the statute effectively answers 
another of appellant's arguments. During the trial appellant 
pointed to the language of section 22 describirg the scope of 
ad interim copyright -- "In the case of a pook or periodical 
first published abroad in the English language, .. ." == 
and asked hypothetically what would happen if a book by an 
American author were manufactured in the United States but first 
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published in England, and appellee answered that registration 
would be made: since the manufacturing requirement of section 
16 had been satisfied, full-term copyright was secured under 
section 10 by publication with notice anywhere, and there would 
be no need for recourse to the ad interim provisions of section 
22. 

Appellant has seized upon this answer, arguing that it 
shows that section 22 is not mandatory and that the Copyright 
Office's regulation, 37 C.F.R. §202.4(b) (1960), is invalid. 
However, the appellee has never argued that section 22 is a 
mandatory condition of copyright except when the manufacturing 
requirements of section 16 have been violated, and there is 
nothing in the language of the regulation that is inconsistent 
with our position. 

D. Effect of Later Manufacture Abroad 

To support his argument that the manufacturing require- 
ments are confined to copies sold in the United States, 
appellant contends (at pages 31-34 of his brief) that otherwise 
“all important American books of the last half-century would 
now be in the public domain." The suggestion is that, if the 
manufacturing requirements are mandatory, they must apply to 


all copies whenever and wherever they are published; even where 


the requirements of section 16 had been fulfilled at the outset, 


the later manufacture and publication of a foreign edition wuld 
throw the work into the public domain. Hence, appellant argues, 


the requirements cannot apply to any copies sold abroad, even 


when they represent the work as first published. 

Of course, as the legislative history shows, the who2e 
development and scheme of the manufacturing - ad interim: |pro- 
visions presupposes the publication of foreign editions manufac- 
tured abroad, but they would be protected by. United States copy- 
right only if a domestically-manufactured edition had been 
published first. What appellant overlooks is the fundamental 
distinction our copyright law draws between "investitive” and 
“a4vestitive" publication: The statute will require certain acts 
to be done at the time of first publication to secure or invest 
statutory copyright, but this does not mean that the later 
failure to perform these acts will destroy or divest statutory 
‘copyright and throw the work into the public domain. See, e 5 
Hirshon v. United Artists Corp., 100 App. D.C. 217; 2h3. P. ed 
640 (D.C. Cir. 1957). In United Dictionary Co. v. Merriam Co., 
208 U.S. 260 (1908), to which we will return in another context, 
the Supreme Court pointed out that, once copyright has been 
secured by compliance with all of the statutory conditions at 
the time of first publication, protection will not be lost by 


manufacture of reprint editions abroad. Accord: Bentley v. 


Tibbals, 223 Fed. 247 (2d Cir. 1915), Meccano v. Wagner, 234 
Fed. 912 (C.C.S.D. Ohio 1916). 


E. Judicial and Secondary Authority 
Appellant is right when he says (at page 34 of his brief) 


that this is a case of first impression and that precedents are 
lacking. However, we contend that the two cases he cites as 


having "general bearing on the question" and as supporting "the 


view taken by the author" neither bear on the question nor 
Support appellant's view. The Supreme Court decision in 
Washingtonian Publishing Co. v. Pearson, 306 U.S. 30 (1939) 

in no way involved the manufacturing clause or questions of 
publication in foreign countries; the only issue was the time 
within which a work first manufactured and published in the 
United States could be deposited for registration under section 
13. Neither the holding nor the reasoning of the Court has any 
application to the facts in the present case. 

To support his argument that publication with notice in 
compliance with section 10 is all that is necessary to secure 
United States statutory copyright when a work such as "Candy" 
is first published abroad, appellant also relies on Heim v. 
Universal Pictures Co., 154 F. 2d 480 (2a Cir. 1946). Ina 
strong dictumY in that case Judge Frank, speaking for majority 
of the Second Circuit Court of Appeals and over the equally 
strong dissent of Judge Clark on the point, stated: 

We construe the statute, as to a publication in a 

foreign country by a foreign author (i.e. as to a 

publication described in the 1914 amendment), not to 

require, as a condition of obtaining or maintaining 

a valid American copyright, that any notice be affixed 

to any copies whatever published in such foreign 

country, regardless of whether publication first occurred 

in that country or here, or whether it occurred before 

or after registration here. 


* & 


1/ The statement clearly cannot be regarded as a holding since 
the court did not decide whether publication amounted to 
dedication in Hungary, the country where it took place, and 
further since the court held that there had been no infringe- 
ment. 


~4h. 


There is no doubt textual difficulty in recon- 
ciling all the sections, as has often been 
observed; the most practicable and, as we think, 
the correct interpretation is that publication 
abroad will be in all cases enough, provided that, 
under the laws of the country where it takes place, | 
4t does not result in putting the work into the 
public domain. 154 F. 2d at 486. 


At first glance it is difficult to find any connection be- 
tween this dictum, which is expressly limited to works by foreign 
authors and involves the question of whether notice is required 
to secure copyright at the time of first publication abroad, and 
the present case, which involves a work that was written by Amer- 
4can authors and bore a notice upon its first publication abroad. 
However, it appears to be plaintiff's argument that since Heim 
can be cited to support the theory that first publication abroad 
without copyright notice can secure statutory copyright in the 
United States, it can also lend support to the theory that first 
publication abroad without compliance with the manufacturing and 
ad interim requirements similarly can secure copyright under the 
United States statute. 

Judge Frank's dictum in the Heim case is based on a con- 
struction of the Act of March 28, 1914, 38 Stat. 311, which 
amended section 12 [13] of the copyright law to allow foreign 
authors to deposit one rather than two copies of works published 
abroad. His basic reasoning was that the reference to “publi - 
cation” in section 9[10] must be read in the light of the 1914 
amendment, which failed to refer to a notice of copyright in 
speaking of a work "published in a foreign country." 


It can be argued most persuasively that the legislative 
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history of the 1914 amendment effectively refutes Judge 
Frank's construction and shows that the sole intent of Congress 
in 1914 was simply to reduce the deposit requirements from two 


copies to one. See Statement of Mr. Thorvald Solberg Before the 
Committee on Patents, House of Representatives on H.R. 9897, 
63d Cong., 2d Sess. 4-5, 8 (1913); H.R. Rep. No. 166, 63d Cong., 
2d Sess. 1-2 (1914). There is no need in this case to decide 
whether first. publication abroad without copyright notice 
throws a.work into the public domain. However, because of 
appellant's insistent urging of the point, it is necessary to 
consider whether the Heim dictum offers support of any kind to 
the theory that first publication in a foreign country, with or 
without copyright notice, secures statutory copyright irrespec- 
tive of the manufacturing and ad interim provisions. 

The answer is no. The Heim dictum involved copyright notice 
and musical compositions; it did not deal with or even touch 
upon questions of manufacturing requirements and books. Musical 
compositions are not subject to the manufacturing requirements of 
section 16. As Rothenberg has said: 

It should be observed that the Heim case dealt with a 

msical composition. If it involved a book or peri- 

odical then Judge Frank would have had to qualify his 

language so that it was limited to non-English works. 

Be that as it may, in the case of books and periodi- 

cals in the English language, if they are first 

published abroad, copyright is not secured by affixing ~ 

a notice of copyright. Furthermore, since such works 


are not registrable as unpublished works, they may 
Secure copyright in the United States only pursuant to 


Section 22. Rothenberg, Legal Protection of Literature, 
Art_and Music § 70 (1960). 


a6 


Leaving aside the question of notice, the Heim dictum 
suggests that statutory copyright in the United States can be 
invested by first publication in a foreign country, 2 principle 
appellee supports and appellant contests in his second main 
point. However, if the frequently-quoted sentence ending 
". . . publication abroad will in all cases be enough, provided 
that, under the laws of the country where it takes place, it 
does not result in putting the work into the public domain, "> 
154 F. 2d at 486, is taken to imply that the copyright status 
of a work under the law of another country can have any extra- 

territorial effect with respect to its copyright status under 
United States law, 1t 1s obviously incorrect.. : 

Neither Washingtonian nor Heim involved the manufacturing 
clause in any way and the cases law that do deal with the manu- 
facturing and ad interim soyietane offers no guidance on 


this problem. The 1906 Encyclopedia Britannica case, cited in 


1/ Aside from G.P. Putnam's Sons v. Lancer Books, Inc., 239 F. 

Supp. 782 (8.D.N.Y. 1905), the infringement actio on that 
preceded the present suit, there appear to have been only 
eight reported decisions involving the manufacturing or ad 
interim eae and of these five were decided under the 
Act of 1891. In chronological order, these eight cases are: 
Littleton v. Oliver Ditson Co., 62 Fed. 597 (C.C. Mass. 
1894); Osgood v. Aloe Instrument Co., 69 Fed. 291; 83' Fed. 
470 (E.D. Mo. 1895, 1097); Patterson v. 

Co., 119 Fed. 451 (C.C.S. D.N.Y. 1902); 

Britannica Co. v. Werner Co., 135 Fed. 8 

affid sub nom. Encyclopedia Britannica 


r sne, 1 
5 ivie Pub. Co., 
Vv. Tibbais, 223 Fed. 
234 Fed. 912 (C.C.S. 


Greenleaf Pub. Co., 247 F. Supp..5 
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the footnote, expressly construed the manufacturing require- 
ments in the 1891 Act as mandatory conditions of copyright pro- 
tection. 

Aside from the Grove Press case, cited above, which did not 
deal with the question in this action, the only other case that 
touches on ad interim copyright is G@.P. Putnam's Sons v. Lancer 
Books, Inc., 239 F. Supp. 782 (S.D.N.Y. 1965), the “Candy” 1iti- 
gation that preceded the present suit. Although-the ad interim 
provisions were discussed in the Putnam's case, no decision was 
reached on the merits because of the failure to have obtained a 
certificate of copyright registration covering the work as a 
whole. However, the court's opinion includes the following 
remarks ; 

It could be said that since compliance with Section 

22 results in a 'reservation' of copyright, no copy- 

right is obtainable after 5 years if it was not first 

treserved' in accordance with the section. 

This construction is reinforced by Section 23 ... 

The specific reference to publication of the book 

in the United States ‘within the period of such ad 

interim protection,' i.e. within 5 years, gives rise 

to the permissible inference that if the book is not 

published in the United States until after the 5 year 

period has expired, no permanent copyright on it can 

be secured. (239 F. Supp. at 787) . 

There is, however, considerable secondary authority dealing 
with the manufacturing and ad interim provisions. With three 


1 
exceptions, fi the weight of this secondary authority is decidedly 


1/Howell, the Coprrseny tax Ga ed. 1952) at 100; Nimmer on Copy- 
right (1963) at 362-65; Ladas, The Taternational Protection of 
Titerary and Artistic Eropery (1938) at 766-68. Appellant has 
cited fee, Reflections on the Law of Co t, 45 Col.L.Rev. 
503,528 (1945), in support of his position, bat @ careful reading 
of the article shows that this reliance is misplaced. See id. 


at 523-26. 
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in favor of appellee's position. In addition to the work by 
Bowker, one of the drafters of the 1909 provision whose un- 
equivocal views have already been quoted (p. 35, supra), the 
note below cites other references in the scholarly literature 
supporting appellee's position. 


F. Copyright Office Regulations and Administrative 
Peoutice : 
The present position of the Copyright Office on the question 

of ad interim registration is consistent with the statutory 
language and the history of the manufacturing and ad interim pro- 


visions, and is also reflected in the following regulation (37 


C.F.R. § 202.4(b) (1960): 


Ad interim registrations. (1) An American edition | 
of an English-language book or periodical identical » 
4n substance to that first published abroad will 


not be registered unless an ad interim registration 2 
is first made. 


(2) When a book or periodical has been registered 

under the ad interim provisions, an American edition 

of the same work, to be registrable, mst be manu- 

factured and published in the United States within | 

five years after the date of first publication abroad. 
| 


(spia oth 


hen 


orum 1 
Cornell 
Co 
5 Ex) ay 3; Comment, ernational 'Co 
and the U.S., 62 Yale Law Rev. 1065,1069 (1953); Notes, 
Ty Rev~ 278,481 (1955)352 Iowa L. Rev. 1121,1136 (1967. 


2/Clause (3) concerns renewal registration,under section 24 of the 
Code,for works for which ad interim registration had been or 
could have been obtained. 
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This regulation was adopted in 1956, 21 Fed. Reg. 6021 
(1956), and reiterated the position the Copyright Office had 
announced in 1954. Copyright Office Circular No. 69, Feb. 1954. 
The previous Office regulations, in effect since 1910, were not 
inconsistent with this position. / 

It must be conceded that the Copyright Office before 1954 
registered later American editions of English-language books 
originally manufactured and published abroad where there had 
been no compliance with the ad interim provisions. The reason 
for this inconsistency in practice is reflected in the following 
passage from the 1952 edition of the treatise on copyright law 


by Herbert A. Howell, who had been Assistant Register of Copy- 
rights: 
‘ If no ad interim protection has been sought or 
secured in the first instance through failure of the 
copy to arrive in due time; or, if the American 
edition is not gotten out within the prescribed term, 
the work is open to piracy for the time being and may 
perhaps fall into the public domain; but not necessarily. 
There is still a fighting chance. If the author sub- 
sequently complies with the manufacturing provisions 
and publishes his book with the required notice, he has 
given American labor the benefit sought by the statute, 
and may fairly expect to be protected at least from 
that time on, subject to any intervening equities that 
may have arisen in behalf of any person with respect to 
such book. At any rate, the Copyright Office has always 
been inclined to give the author the benefit of the doubt, 
if there be any, and make registration for whatever it may 
be worth. 2/ 


1/1910 Copyright Office Rules and Regulations for the Registra- 
tion of Claims to Copyright 11-12, 16. The relevant text is 
Set out in Appendix B to this brief. 


2/Howell, The Copyright Law (3d ed. 1952) at 100. The appel- 


lant's quotation from Howell on page 41 of his brief omits 
the first two sentences of this passage and thus substantially 
alters its meaning. 
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In 1954 the Copyright Office concluded that its previous 
practice had been wrong: since there 1s no doubt that the manu--- 
facturing and ad interim provisions represent mandatory conditions 
of copyright, registrations based on the "rule of doubt" in this 
situation were not justified. Its change of practice was made 
clear in explicit terms in the regulations issued in 1956. 

In his brief appellant several times suggests that the 
Copyright Office has conceded its regulation on this point to 
be invalid, because it has agreed it would make registration for 
a “book or periodical first published abroad in the English lan- 
guage" without regard to the ad interim provisions as long as 
4t has been manufactured in the United States. It is difficult 
to see the inconsistency or invalidity in the language of the 
egulation. Apparently appellant is interpreting "Amert.can 
edition” to mean an edition published anywhere under the sponsor- 
ship of an American author or publisher, but this was not the 
meaning the Copyright Office intended or the interpretation it 
has given the phrase. As used in the regulation, the phrase 
"tamerican edition” means an edition first published in the United 
States, and the regulation is thus completely consistent with our 


position. 


G. Constitutional Arguments 


Appellant has 21so urged that the Register's construction of 


the statute raises constitutional issues. Three problems were 
alleged: that there is an inversion of the constitutional purpose 
behind the copyright clause resulting in an unconstitutional bur- 


den on authors; that there is a discrimination against American 


<i = 


authors in favor of foreign authors amounting to a denial of 
equal protection and a violation of due process under the Fifth 
Amendment; and that “the combination of hardship and complexity 
« « « amounts to an impairment of free expression and violates 
the guarantees contained in the First Amendment." 

These arguments have no merit at all. It isa fundamental 
principle of American copyright law that, in enacting copyright 
legislation under the Constitution, Congress is entitled "to 
attach what conditions to its grant it [sees] fit." United 


Dictionary Co., v. @ & C. Merriam Co., 208 U.S. 260, 264 (1908). 


As stated in the leading case: 

No one can deny that when the Legislature are about 

to vest an exclusive right in an author or an in-' 

ventor, they have the power to prescribe the 

conditions on which such right shall be enjoyed; and 

that no one can avail himself of such rights who does 

not substantially comply with the requisitions of the 

law. Wheaton v. Peters, 33 U.S. 591, 663-64 (1834). 

The theme underlying these "constitutional" arguments centers 
on the alleged discrimination between American and foreign authors 
resulting from the Register's position. It is certainly true that 
the principal impact of the manufacturing and ad interim require- 
ments now falls upon works by American citizens and domiciliaries, 
but this represents a deliberate choice by Congress not to remove 
the manufacturing requirement from American authors to the same 
extent that it has for foreign authors. Beginning in 1905 
Congress has made distinctions between American authors and 


foreign authors under the manufacturing clause, and this gap has 
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widened each time the law was amended. See, @.£.+, Hearings 
Before a Subcommittee of the Committee on Foreign Relations 


and a Subcommittee of the Committee on the Judiciary on 
Executive M, 83d Cong., 2d Sess. (1954) at 26, 51, 80. 


Moreover, to argue that Congress, in establishing the 


statutory conditions of copyright protection, is required 

to make no distinction between works by foreign authors 
and those by American authors, is to impose a limitation 

not imposed by the Constitution. Cf. Currin v. Wallace, 

306 U.S. 1, 14 (1938). Obviously, the validity of the | 
manufacturing requirements cannot be questioned on grounds 
of free expression, due process, or any other constitutional 
principle. The history of the American manufacturing clause 
is one of gradual and consistent liberalization, and the 
fact that as a practical matter it now affects more American 
than foreign authors does not furnish any valid grounds for 
attacking it. Still further liberalization of the mamti~ 
facturing requirements may well be justified, but that is 

a matter for the Congress. 


II. FIRST PUBLICATION OF A WORK IN A FOREIGN COUNTRY 
TERMINATES COMMON LAW RIGHTS AND, UNLESS STATUTORY 
COPYRIGHT IS SECURED, PLACES THE WORK IN THE PUBLIC 
DOMAIN. 


It is also our position that the first publication of a work 


4n a foreign country destroys common law rights and throws the 
work into the public domain unless the conditions for securing 
statutory copyright are met. Appellant's theory, on the other 
hand, is that, since copyright is not extraterritorial, nothing 
that happens outside the United States can have any adverse 
effect upon protection under the JU. S. copyright statute. 
Under this alternative theory, as now expressed at pages 47- 
kg of appellant's brief, statutory copyright in "Candy" was not 
secured until U. S. publication in 1964, and the work was still 
protected by common law copyright up to that date despite 
publication in France in 1958. 

Our position on this aspect of the case is supported by 
substantial judicial authority. 

Tis was clearly true before the International Copyright 
Act of 1891, 26 Stat. 1106 (1891), extended the possibility of 
obtaining U. S. copyright to foreign os it was 
Bor 13 APE br. N.S. 349 (N.Y. 1872). See also Yuei zi 
Schile, 12 Fed. 97, 101 (S.D.N.¥. 1882); Daly ¥- Wairethy ST HY.s 


TI25 (App. Div. 1899); Palmer v. DeWitt, vY. 

Drone on Copyrights, (1870) states (at pp. 295-96): ". . . there 
can be no doubt that the proper construction of the act is that 
given to the English statutes, and that an author forfeits his 
claim to copyright in this country by a first, but not by a 
contemporaneous, publication of his work abroad." 


7 | pes 6 | 
equally true under the Act of 1891.” The case of United 


Dictionary Co. v. @. & C. Merriam Co., 208 U.S. 260 (1908), 
on which plaintiff places major reliance, arose under the 
1891 Act and involved a work for which a valid U.S. statutory 
copyright had been secured. The Supreme Court held that, once 
U.S. copyright had been secured by compliance with the : 
statutory requirements, it is not lost by certain subsequent 
extraterritorial acts. The decision did not overrule or 
weaken the established principle that general publication any- 
where in the world divests common law copyright, and this 
was made clear two years later by the Supreme Court's decision 
in Ferris v._Frohman, 223 U.S. kok (1912), affirming Frohman Vv. 
Ferris, 238 Ill. 430, 87 N.E. 327 (1909). 7 

The Act of 1909, 35 Stat. 1075, did nothing to change 
this principle, and with one exception the cases since 
1909 have been consistent in confirming or supporting | 


e Act o explicitly required, as a con ono 
Becuring statutory copyright in the United States,°that there 
be compliance with the deposit, registration, and manufacturing 
requirements "on or before the day of publication in this or any 
SE country." This was interpreted in Frohman v. Ferris 238 
T11. 430, 87 N.E. re (1909); aff'd., 223 U.S. 42% (1972) as meaning 
that "publication [in a foreign country] - » - Without such 
compliance with our statutes prevented [the author] from after- 
wards securing the benefits of our statutes, and rendered the 
ee property in this country." 238 Ill. at 431, 
Ee 2 28. 


- 55 - 


at! Even in the exceptional case, Italian Book Co. v. 
Cardilli, 273 Fed. 619 (S.D.N.Y. 1918), Judge Hough expressed 
doubts about his own opinion, and in Basevi v. The Edward 
O'Toole Co., 26 F. Supp. 41 (S.D.N.Y. 1939), Judge Woolsey 
expressed the view that Italian Book had been overruled by 
American Code Co. v. Bensinger, 282 Fed. 829 (24 Cir. 1922). 


The previously discussed dictum in Heim v. Universal Pictures 


Co., 154 F. 2a 480 (24 Cir. 1946), in no way supports plaintiff's 
position on this point. 
The general rule was well summarized by Judge Walsh in 


the 1957 case of Rolland v. Henry Holt and Co., 152 F. Supp. 167 
(S.D.N.Y. 1957): 


In the absence of some right by contract or 
copyright, whatever right the author may have 
retained under the French law did not prevent 


T/ Universal ¥TiIm Mr 5 Co. Ve Co erman PID Fed. 301 (S.D.N.Y. 
Touk), aff'a> on othes ean aff'd. on other ands iS 1 218 Fed. 577 (2a Cir. aor 


ONeill v. General Film Co., 152 N.Y.S. 599 (Sup. Ct. 1915), 

» 157 N.Y-S. pp. Div. 1916); American Code Co. v. 
Bensinger, 282 Fed. 829 (2d Cir. 1922); Basevi v. Edward O'Toole 
Co.,; - Supp. 41 (S.D.N.Y. ayo 3; Heim v. Universal Pictures 
$7? (tot F. 2d 480 (2d Cir. 1946); Blane v. Lantz;"85 U.S.P.Q. — 


———. 


7 (Cal. Super. Ct. 1949); Mills Music, Inc. v. Cromwell Music,” 
Inc., 126 F. Supp. 54 (S.D.N-Y. : and e Songs, Inc. 
v. London Records, Inc., 142 N.Y.S. 24 311 (Sup. CE. 3 Roli 
v. Henry Holt and Co., 152 F. Supp. 167 (S.D.N.Y. 1957); Ross 
Products Inc. v. New York Merchandise Co., 233 F. Supp. 260 
(S.DNY. ee G. P. nam's Sons v. cer Books, Inc., 

239 F. Supp. 782 (S.D.N.Y. 1905)5 Scandia House erprises, Inc. 
v. Dam Things Establishment, 243 F- Supp. 450 (D.D.c. 1965). 


the publication of his work in this country Bey 
after 1t had been published in France. Publication 
unprotected by United States copyright releases 

a work for copying ;it is then dedicated to the | 
public and the author's common law rights no = 
longer protect the work against duplication .. . 
In this respect publication abroad has the same effec 
as publication here... . Publication, protected 
only by foreign copyright statutes, releases the work 
for general duplication here. ‘he statutory rights of 
authors do not extend beyond the sovereignty of their 
origin. 152 F. Supp. at 167. 


In other words, copyright must be understood in poth a 
territorial and a conflicts-of-law sense. Shaye, "Piracy and 
the Law: A Consideration of the Copyright Protection Afforded 
Foreign Authors in the United States and the Soviet Uaion," 

14 ASCAP Copyright Law Symposium 226, 251 (1966). It is 

true that copyright has no extraterritorial effect, and that 

a French copyright will be of no help with respect to acts of 
infringement occurring in the United States. On the other 
hand, as a matter of conflicts of law, the copyright status of 
a work will be determined under U. S. law by an act of 
publication that took place in France. As Nimmer has described 
the Supreme Court's holding in Ferris v. Frohman, 223 U.S. 

ho (1912): ". . . whether a given act constituted a divesting 
act of publication so as to terminate common law copyright 
protection was determined by the law of the forum in applying 
its own copyright law, not the law of the place where such 

act occurred." Nimmer on Copyrights, p. 333, n. 220 (1963); accord, 


Capitol Records, Inc. v. Mercury Records Corp. 221 F. 2d 657 
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(2d Cir. 1955); cf. McKay v._Barbour, 107 N.Y.S. 2d 113 (Sup. Ct. 
1950). 
It is elear that under U. S. law an act of general 


publication, wherever it takes place in the world, divests 


all common law rights in the United States and, unless a statutory 


copyright is secured by compliance with the requirements of 
the Federal copyright law, throws the work into the public 
domain. Caliga v. Inter-Ocean Newspaper Co., 215 U.S. 182 (1909); 
Bobbs-Merrill Co. V. Straus, 210 U.S. 339 (1907); Wheaton v. 
Peters, 33 U.S. 591 (1834). Once a work is in the pubiic 
domain it cannot be the subject of statutory copyright 
protection. Public Affairs Associates, Inc. v. Rickover, 109 
App. D.C. 128, 284 F. 2d 262 (D.C. Cir. 1960), remanded for 
fuller record, 369 U.S. 111 (1962); White v. Kimmell, 193 F. 
2a 744 (9th Cir.), cert. denied, 343 U.S. 957 (1952); 17 U.S.C. 
§ 8. 

ITT. THE REGISTER OF COPYRIGHTS PROPERLY REFUSED 

REGISTRATION WHERE APPLICATION SHOWS COPY- 
RIGHT TO BE INVALID. 

Appellant also argues, at pages 53-56 of his brief, that 
"tn a case of this sort the Copyright Office has no 
authority to make the determination it has made,and there- 
fore no authority to refuse to issue a certificate." (Brief, 
p. 53). While agreeing that "there are situations in which the 
Office may properly consider whether to issue a certificate, and 
may decide that none shouldbe issued" (Brief, p. 53), appellant 
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urges that the present situation is different: "Tt is quite 


another thing to resolve basic questions of statutory | 
interpretation, to make judgments as to the interrelation _ 
of different provisions of the Copyright Act, and to set up 
boundaries in a field that no court has surveyed." (Brief, 
p. 54). plat eae 

The application in this case shows on its face that the — 
Copyright Office regulation, 37 C.F.R. § 202.4 (b), embodying 
the Register's construction of the statute, is applicable. 
And the complete answer to appellant's argument is that the 
copyright statute expressly authorizes the Register of Copy- 
rights, subject to the approval of the Librarian of Congress, 
to "make rules and regulations for the registration of claims 
to copyright as provided by this title." 17 U.S.C. § 207. 
Section 11 of the statute provides that a person entitled 
to copyright may obtain registration "by complying with the 
provisions of this title," and "upon such compliance the 
Register of Copyrights shall issue to him the certificates ; 
provided for in section 209 of this title." 17 U.S.C. § 11. 
The 1909 Congressional Committee report on this section states 
that it "explains the method of obtaining registration of the 


claim to copyright and what must be done before the register of 
copyrights can issue to the claimant a certificate of 
registration." H.R. Rept. No. 2222, S. Rept. No. 1108, 60th 
Cong., 2d Sess. (1909) at 10. "What must be done" 1s that there 
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must be compliance with the provisions of the peatecee 

The necessary implication from the statute as a Whole is ss | 
that the Register, as head of the Copyright Office, is expressly 
authorized to set up appropriate guidelines, consistent | : 
with the underlying statute, in determining whether an applicant | 
is entitled to registration. His official duties as imposed 


by Act of Congress, are not mere ministerial duties. He must 
exercise his judgment in construing and applying the copyright ; 
law under which he is required to act. Cf. Decatur v. Paulding, 
39 U.S. 496, 514 (1840). 2S 

This point was made very forcefully in a1915 Opinion 
of the Attorney General, 30 Op. Att'y. Gen. 422, on a question 


much like that in the present case, as to the authority of the 
Register to refuse registration for works not manufactured | 
in accordance with the statutory requirements. The Attorney 
General stated: 


The suggestion that the determination of the 
validity of the registration should be left 

to the courts, and the necessary inference 

involved that the duty of the register is 

purely automatic, * * * cannot be reconciled 

with the power vested in the register to issue 

rales and regulations under which he will permit 
registration under the law. That section of the 
law plainly indicates that he has at least some 
measure of discretion in the administration of the 
act. Manifestly, in the exercise of that discretion 
he may make such investigation and require such 
showing of compliance with the law as may be necessary 
to enable him to determine whether the prerequisites 
imposed have been met. Id. at 424-25. 


The Attorney General also based his opinion on the Register's;” 
power to issue certificates and the evidentiary weight accorded 
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by statute, 17 U.S.C. § 209: ' 
| 

If the contention be correct that the register 

is vested with no discretionary powers of 

investigation, and has no authority to demand — 

a satisfactory showing of compliance with the — 

plain conditions prescribed by law as pre- 

requisites to the issuance of copyrights, that 

officer is reduced to the role of a mere niin 

automaton, who, upon receiving an application for 

copyright of a lithograph, must register and issue 

a certificate therefor, which shall thereafter) be 

accepted in the courts as prima facie evidence of the 

facts stated therein, even though the legal pre- 

requisites to the valid registration of the copyright 

may have been wholly ignored. Clearly, such a 

construction would serve to defeat the purpose and 

intent of the act. 30 Op. Atty. Gen. at 425. 


The case law on this subject fully supports this conclusion 


as to the Register's power and discretion. In the leading 
case of Bouvé v. Twentieth Century-Fox Film Corp.» 74 App. 
D.C.271, 122 F. 2d 51 (D.C. Cir. 1941), the court considered 
"the first question presented on this appeal" as "whether 
the Register has any discretionary power in connection with the 
registering of works subject to copyright." It rejected the 
contention "that the Register is only a ministerial officer" 
as an "extreme position," and noted that “even amicus curiae 
SEE Ra 

concedes that the Register may properly refuse to accept for 
deposit and registration ‘objects not entitled to protection 
under the law.'" The court specifically stated (App. D.C. 
at 273, F. 2d at 53): 

It seems obvious, also, that the Act establishes 

a wide range of selection within which discretion 

must be exercised by the Register in determining 

what he has no power to accept. The formula which 


he must apply is a more difficult one than that of 
the Recorder of Deeds, upon which appellee relies by 


s als 


way of analogy. Nor would there seem to be any 
doubt that the Register may refuse to issue a ~~ 
certificate of registration until the required fee 


is paid, and until other formal requisites of ~~ 

the Act’ have been satistied. 1/ (Haphasis supplied) 
_ In Brown Instrument Co. v. Warner, 32 U.S. App. D.C. 232; 
161 F. 24 910 (D.C. Cir. 1947), cert. denied, 332 U.S. 801 
(1947), the court refused to issue a writ of mandamus to 
compel the Register to accept for registration material that 
the court agreed was not subject to copyright protection. 
Even more significantly, the court in Bailie v. Fisher, 103 
U.S. App. D.C. 331; 258 F. 2a 425 (D.C. Cir. 1958) held on 
the authority of Bouve v. Twentieth Century-Fox Corp., supra, 
that "appellee was right in determining appellants' device 
is not a work of art within the meaning of 17 U.S.C. 


erscored 


clause in this excerpt is particularly significant because of 
footnote 13 of the opinion which the court uses to support it: « 
"Cf. 17 Mifare Secs. 7, 8, 9, 12, 15,18. Cf. also 30 Op. 

2 


Atty. Gen. 422, 424-425." Under the numbering in the statute at 
that time, section 7 (now 8) referred to uncoprightable works in 
public domain and Government publications, section 8 (now 9) 
provided the conditions under which foreign works could be copy- 
righted, section 9 (now 10) set forth the basic requirement of >. 
publicat on with notice, section 12 (now 13) established the 
deposit requirements, 16 

requirements, and sect 

right notice. 

note is the one discussed and quoted above (pp. 80-81) in which @ 
Register's authority to refuse registration for failure to comply 
with the manufacturing requirements is emphatically declared. Th 
the Register'a authority to refuse registration in the present c& 
on grounds of failure to comply with the manufacturing requiremen 
is given direct support in the Bouve opinion. 


in 


“1/ 
§ 5 (g).” It stated: 


"es #« # [T]he Register may properly refuse to 

accept for deposit and registration ‘objects 

not entitled to protection under the law'. 

* # # Tt seems obvious, also, that the Act 

establishes a wide range of selection within 

which discretion must be exercised by the 

Register in determining what he has no power 

to accept. * a Bouve v. Twentieth Century-Fox 

Film Co ° 1941, 7H Kopp. D.C. ’ 9 ve 

Za 51, a’ The Register's discretion is not 
uncontrolled, but is subject to judicial review ont 
and correction. Ibid. * * * 103 U.S. App. D.C. at 332; 
258 F. 2d at 426. 


In Vacheron & Constantin-Le Coultre Watches inc. Vv. ; 
Benrus Watch Co., 155 F. Supp. 932 (S.D.N.Y. 1957), modified, 
260 F. 2d 637 (2a Cir. 1958), a suit for copyright infringement, 


the lower court held specifically that "the Register of 


Copyrights acted properly in refusing registration." 155 F. 


Supp. at 934. Judge Learned Hand, speaking for the 

majority of the Court of Appeals, declined to decide whether 

the work (a wristwatch design)was copyrightable, but held 

that plaintiff could not maintain an infringement action 

without a certificate of registration, and that this would 

require a separate action in the nature of mandamus against 

the Register. The majority, in reaffirming the discretionary 
e discretion o e Register to refuse registration 

for "works of art" is discussed in Crowley, "The Register 

of Copyrights as an Art Critic," 41n 11 ASCAP Copyright 

Law Symposium 155 (1962). Crowley states (at p. 


courts have, of course, recognized that the Register has 
wide discretion... ." 


"The 
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authority of the Register, stated: 


In the case at bar it might be argued that 

the Register's decision whether the plaintiff's 
wrist watch was a “work of art" within § 5(g) 

of Title 17 involved such an exercise of ~ ; 
discretion that "mandamus" will not go to review it. 
It is true that "works of art" is a loose phrase 
whose perimeter is hard to define; nevertheless, the 
decision here did not demand the exercise of a ~ 
discretion that was conclusive with the Register. 
There were no disputed facts; and the mere: — 

fact that the meaning of the phrase, "works of 

art," admits of debate does not make it different 
from many statutes whose interpretation is pg f ; 
day regarded as reviewable by courts. Id. at 0. 


In addition to Cees case law, several opinions 
of the Attorney General” support the Register's discretionary 
authority to construe the law and to apply his construction 


by refusing registration in cases where the legal requirements ‘ 


have not been met. In a 1911 opinion, dealing with manu- 
facturing clause problems much like those covered in the 1915 
opinion discussed above, the Attorney General advised the 
Register of Copyrights that, in deciding whether registration 
should be made or refused in particular cases, the Register 
had the responsibility of determining the meaning of the 
phrase "a work of art" and its application. 28 Op. Atty. 
Gen. 557, 561. ‘The Register's authority was also considered at | 
length in a 1958 opinion dealing with the difficult and special 


area of works that could be considered obscene, seditious, 
libellous, or otherwise "illegal or opposed to public policy." 


7s C.8-5 28 Op. Atty. Gen. 150, 162, T 76; 2055 557, 30 Op. 


ee, 
Atty. Gen. 395. 
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ale ~ od cone 


ha op. atty. Gen. _ 395. The eecticn to be answered was i 
whether the Register “has the power and, if 80, the duty to 
deny registration" in such cases. The opinion strongly 
supports the wide discretionary power of the Register in 
determining generally what he can accept for registration. : 
The Attorney General states that, even though the scope of this 
power in the highly problematical areas of obscene and illegal | 
works is not clear, the existence of the power can be supperteds 
it is not possible to conclude that the Register is without ae 
authority to refuse registration for works he determines to be 
obscene or otherwise illegal. However, the existence of this 
power does not necessarily require its exercise: "the 
discretion conferred upon the Register by the Copyright Law 
leaves him free to decide not to attempt to refuse or deny 
registration of claims to copyright in works of the nature 
here asnccieea 41 Op. Atty. Gen. at 402. 

In accordance with the authority and discretion vested 
in him by Congress, the Register of Copyrights has jesued 


egister o pyr: & announc 
he will not refuse epigeration for works of this RS 


2/17 U.S.C. § 207. With respect to this authority and 


discretion, see also Berger, Authority of the Re ote of, 
Co ag ts i Reject Applications for Registra on ght 
s er on Co 55 Nimmer 

Bates “(at a 358): 
In general it may be said that there is a broad area ae 
in which the Register may exercise discretion in determin- 
ing what is copyrightable and hence acceptable for 
deposit. Moreover, the Register's discretionary power 
presumably includes the right within limits to construe 
ambiguous provisions of the Copyright Act ereaae to 
registration. 
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a regulation with respect to sections 22 and 23 of the copy- 
right statute. Having determined, on the basis of the 
information provided in the application for registration, 
that there had been a failure to comply with the statutory 
requirements as construed in the regulation, the Register 
refused to make registration. This action was fully within 
the scope of his regulatory and discretionary authority as 
established and confirmed by the statute, the case law, and 
the opinions of the Attorney General. V/ 
CONCLUSION 

For the foregoing reasons, the judgment of the District 

Court should be affirmed. 
Respectfully submitted, 
EDWIN L. WEISL, JR. 


Assistant Attorney General. 
DAVID G. BRESS, 

United States Attorney. 
MORTON HOLLANDER, 


|, HAYWARD BROWN 
MICHAEL W. WERTH 


Attorne 

Department of Justice 

Washington, D.C. 20530. 
Barbara A. Ringer 


Dorothy Schrader 
U.S. Copyright Office 
Of Counsel 


1/Appellant also contends that, even if the Register has dis- 
eretion to refuse registration in a case such as this, the 
District Court erred in failing to direct the Office to 
issue the certificate "in the exercise of its equitable 
powers.” (Id. at 57). But it seems clear, for the reasons 
already noted, that the present case presents no occasion 
or justification for the Court's exercise of its “equitable 
powers. 
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APPENDIX A 


HISTORICAL OUTLINE OF MANUFACTURING AND 
AD INTERIM PROVISIONS, 1891-1949 


1. ‘International Copyright Act _of 1891 (26 Stat. 1106) 
Summary: Extended copyright to works of foreign — 
citizens on condition that: 

a. Registration was made before work was 
published anywhere, and two copies were 
deposited on or before date of first 
publication; and 
In the case of books and certain other 
works, the copies deposited were manu- 
factured in the. United States. 

Bills Introduced: S. 191, 49th Cong., Ist Sess. 
(1885); S. 1178, 49th Cong., 1st Sess. (1886); 
S. 2496, 49th Cong., Ist Sess. (1886); S. 554, 
50th Cong., 1st Sess. (1887); H. R. 10254, H.R. 


10881, 51st Cong., 1st Sess. (1890). 


Hearings: Statements made pefore the Committee on 


Patents of the United States Senate Relating to the 
pill (S. 191) to Establish an International Copy- 
right, and the Bill (S. 1178) to amend Title 60, 


Chapter 3, of the Revised. Statutes of the United 
States, 49th Cong., 1st Sess (1886). Hearings before 


the Committee on Patents United States Senate, Friday, 
March 9, 1888 on the Bill (S. 554) to Amend Mtle 
Sixty, Chapter Three, of the Revised Statutes of 


the United States, 50th Cong., Ist Sess. (1888). 
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Committee Reports: S. Rept. No. 1188, 49th cong.» 
Ist Sess. (1886); S. Rept. No. 622, 50th Cong., 
Ist Sess. (1888); H. R. Rept. No. 2311, 50th 
Cong., lst Sess. (1888); H. R. Rept. No. 201, 
51st Cong., lst Sess. (1890). 
Congressional Debates: 19 Cong. Rec. 3231-45, 
3269-74, 3506-20, 3878-82 (1888); 22 Cong. Rec. 32- 
38, 55-60, 2378-96, 2601-18, 2664-68, 2670-77, 2790- 
97, 2836-49 (1891). 
"Ad Interim" Act of 1904 (33 Stat. 4) 
Swmary: Gave temporary copyright to foreign works 
exhibited at St. Louis World's Fair on certain 
conditions: 


a. Deposit of copy in Copyright Office before 
jend of the Fair secured two-year copyright; 


b. (Temporary copyright could be extended to - 
full term if, within the two-year period 
itwo copies manufactured in the United States 
jwere deposited in the Copyright Office. 


Bill Introduced: H. R. 5059, S. 2022, 58th Cong., 
1st Sess. (1903). 

Committee Report: S. Rept. No. 142, 58th Cong., 2d 
Sess. (1904). 

"Ad Interim" Act of 1905 (33 Stat. 1000) _ 

Summary: Gave temporary copyright protection to 

foreign-language books first published abroad on 

certain conditions: 
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a. Deposit of copy in Library of Congress within 
30 days after first publication abroad secured 
one-year copyright; 


Temporary copyright could be extended to full 
term if, within the one-year period, a new 
registration, with the deposit of two copies 
manufactured in the United States, were made in 
the Library. | 


Bill Introduced: H. R: 6487, 58th Cong., 2d Sess. 
(1903) 


Committee Report: H. R. Rept. Mo. 1287, 58th Cong., 
24 Sess. (1904). | @ 
Congressional Debates: 39 Cong. Rec. 286 (1904); 
7 39 Cong. Rec. 1579-80, 3369, 3672 (1905). 

h. Copyright Act of 1909 (35 Stat..1075) 7 
Sumary: Retained basic pattern of manufacturing 
and ad interim requirements of 1891 and 1905 Acts, 
put changed general method for securing copyright 
from deposit of copies to publication of works with 
copyright notice. Modified manufacturing provision 
to menuine for certain types of works, domestic 


manufacture of “the ext of all copies accorded — 


protection under this Act." Manufacturing and ad 
interim requirements were liberalized in some respects 
and tightened in others: 


| 
a. Foreign-language works by foreign authors 
were exempted; 


b. “Ad interim” time periods were changed (from 30 
days and one year) to 30 days and 30 days for | 
deposit and U. S. manufacture respectively. 
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Bills Introduced: S. 6330, S. 8190, H.R. 19853, _ 
H. R. 25133 (59th Cong.); s. 2499, S. 2900, H.R. 
243, H.R. 11794, H.R. 21592, H.R. 21984, H.R. 22071, 
H.R. 22098, H.R. 22183, H.R. 25162, H.R. 27310, H.R. 
28192 (60th Cong.). 

Arguments on S. 6330 and H.R. 198: 53 Before the 
Committees on Patents, 59th Cong., 1st Sess. 

(June and December, 1906); Hearings on Pending Bills 
to Amend and Consolidate the Acts Respecting Copy- 
right Before the Senate and House Committees on 
Patents, 60th Cong., Ist Sess. (1908). 

Committee Reports: H. R. Rep. No. 7083, S. Rep. No. . 
6187, 59th Cong., 2d Sess. (1907); H. R. Rep. No. 2222, 
S. Rep. No. 1108, 60th Cong., 2d Sess. (1909). 

Congressional Debates: 43rd Cong. Rec., pp. 3701, 3705, 
3744, 3746, 3761, 3765-67, 3768-69 (1909). 

5. "Wartime Extension" Act of 1919 (41 Stat. 368) 

Summary: - Provided a temporary grace period during which 

works produced or published in certain foreign countries 

during World War I could have another chance to obtain 

U. S. copyright by fulfilling the "conditions and 

formalities" of the statute. In addition, permanently 

extended the two 30-day ad interim periods to 60 days 

and four months, respectively. 


he - 


Bilis Introduced: 8. 5582, H.R. 15853, 65th Cong., 

3a sens. (1919); H.R. 3754, 66th Cong., ist Sess. 
(1919). : os 

Hearings: Hearings held before the Committee on Patents, St 


House of Representatives, 65th Cong., 34 Sess. (Feb. 1919) 


at 10; Hearings held before the Committee om Patents, — 
House of Representatives, 66th Cong., 1st Sess. (4919). 
Comittee Reports: H. R. Rept. No. 1158, 65th Cong., 

3a Sess. (1919); H.R. Rept. No. 79, 66th Cong. ,lst 

Sess. (1919); S. Rept. No. 326, 66th Cong-, ea Sess. 

(1919). | 

Congressional Debates: 58 Cong. Rec. 2689-91, 3051, 3070- 

73 (1919)3 59 Cong. Rec. 271 (1919). | 

Act of 1949 (63 Stat. 153) 
Summary: Liberalized the ad interin requirements and 
thus softened the impact of the manufacturing clause by: 

a. Increasing the ad interim periods from 60 days 
and four months to six months and five years, 
respectively. 

b. Permitting importation of up to 1500 copies of 
foreign edition of work under ad interim copy- 
right. pt 

Bill Introduced: H.R. 2285, 8lst Cong., ist Sess. (1949). 

Hearings: Hearings before Subcommittee No. 4 of. the 
Committee on the Judiciary, House of Representatives, 
Slst Cong., 1st Sess. on H.R. 2285 (1949). 3 : 
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Committee Reports: H.R. Rept. No. 238, S. Rept. 
No. 275, 81st Cong., 1st Sess. (1949). 
APPENDIX B 


1910 COPYRIGHT OFFICE RULES AND REGULATIONS FOR 
THE REGISTRATION OF CLAIMS TO COPYRIGHT ( Excerpts ) 


Rule 27. The following works must be manufactured 
in the United States in order to secure copyright: 
(a), All "books" im the English language and 
_ books in any language by a citizen or 
| domiciled resident of the United States must 
be printed from type set within the limits 
of the United States .... 


* * * * 


Rule 28. Books by foreign authors in any language ~ 
other than English are not required to be printed in 
the United States. 


In the case of books printed abroad in the English 
language an ad interim term of copyright of thirty 
days from registration made in the Copyright Office 
within thirty days after publication abroad may be 
secured; but in order to extend the copyright to the . 
full term of protection, an edition of the work must be 
published in the United States within the thirty days' 
ad interim term, printed or produced within the limits 
of the United States as required in section 15 of the 
copyright act. 


applications should state: 
author; (2) Name and natio 
(3) Exact date of original p 


The deposit must be made within thirty days from publicatio 
abroad. Whenever, within the thirty days' period of ad 
interim protection, an edition manufactured in the United 
States is published, and two copies are deposited, the co 
right claim therein may be registered the same as any othe 
book (Form A2). 
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AMICUS CURIAE BRIEF ON BEHALF OF 
LANCER BOOKS, INC. 


This memorandum is filed by Lancer Books, Inc., pur- 
suant to leave of Court. Lancer filed an amicus brief below. 


Lancer is a book publisher. It was one of the defendants 
in a copyright infringement case brought by the present 
plaintiff, among others, entitled G. P. Putnam’s Sons et al. 
v. Lancer Books, Inc. et al., 239 F. Supp. 782, 144 USPQ 
530 (1965) (motion for preliminary injunction denied), 251 . 
F. Supp. 210, 148 USPQ 596 (1966) (case dismissed). That 
case concerned the same work which is the subject matter 
of this action. 


Lancer will not, in this memorandum, discuss the law in 
any great detail in view of the thorough presentations made 
by the parties in their memoranda. The purpose of this 
brief is to advise the Court of the position of Lancer Books, 
Inc., and other similarly situated publishers who have relied 
upon the law as they have generally understood it to be 
and to make a few brief points as to the law itself. 


2 
ARGUMENT 


I. The Law As It Has Been Understood and 
Relied Upon. 


Lancer Books, Inc. and other similarly situated publish- 
ers have understood that the only protection for works of 
United States authors first published abroad in the English 
language was under the provisions of 17 U.S.C. 22 and 23. 
It was understood that a five (5) year ad interim reserva- 
tion of copyright could be obtained by taking the requisite 
steps within six months of the first foreign publication 
(17 U.S.C. 22) and the full term copyright could be obtained 
if there were domestic publication and manufacture within 
five years of the first foreign publication (17 U.S.C. 23). 
This is exactly what sections 22 and 23 say and it is exactly 
what the publishing industry has accepted. Indeed, even 
the authors of ‘‘Candy,”’ the work in question, accepted this 
point. In their infringement action against Lancer, 7id, 
they acknowledged that their copyright certificate obtained 
as a result of their U.S. publication in 1964 covered only 
the revisions in that edition and did not cover the basic 
work which had been published in France in 1958. That 
certificate was withdrawn from the suit in acknowledgment 
that it related only to the newly published revisions and 
the infringement action was, therefore, dismissed. 


' Pursuant to their understanding that a foreign publica- 
tion of a U.S. author’s English language book can be pro- 
tected only under the express provisions of sections 22 
and 23, Lancer and numerous other American publishers 
have printed and published many books, including ‘‘Candy,”’ 
which were understood by them to be in the public domain. 


Prior to publishing ‘‘Candy,’’ Lancer Books carefully 
investigated the records of the United States Copyright 
Office to determine if there had been an ad interim reserva- 
tion of copyright or, indeed, any domestic manufacture of 
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that book within five years of its foreign publication. The 
Copyright Office search was negative on both questions and 
it was therefore concluded that the work was in the public 
domain.” Lancer books was joined in the publication of 
“‘Candy’’ by at least two other publishers who similarly 
relied upon the generally accepted understanding of the 
Copyright Law. The list of other similar works freely pub- 
lished by American publishers is long. 


II. Section 22 Provides For “Reservation of the Copy- 
right”; Appellant Is Attempting to Avoid the Mani- 
fest Congressional Intent. 


The wording of sections 22 and 23 of the Copyright Law 
(17 U.S.C.) is clear. There is nothing in those ‘sections, or 
their legislative history, which even hints that they are 
intended to be alternative to section 10. In fact, the express 
wording of section 22 makes it absolutely positive that it is 
not alternative to section 10. 


Section 22, with relevant portions italicized, follows: - 


“In the case of a book or periodical first published 
abroad in the English language, the deposit in the 
copyright office, not later than 6 months after its 
publication abroad, of one complete copy of the for- 
eign addition, with a request for the reservation of 
the copyright and the statement’ of. the name and 
nationality of the author and of the copyright pro- 
prietor and the date of publications of.said book or 
periodical, shall secure an author or proprietor an 
ad intervm copyright thereim, which-shall have all the 
force and effect given to copyright by this title. and 


* Lancer did exactly what Congress expected publishers to do—it 
looked in the “officral records of the Copyright’ Office. (See H.R: 
Rep. No. 238, 81st Cong., 1st Sess., 1949 oe eee SE 
was no claim of copyright registered. . 
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shall endure until the expiration of five years after 
the date of the first publication abroad.’’ 


Section 23 states that if a work enjoying ad interim pro- 
tection is, within the ad interim, ‘‘published within the 
United States, in accordance with the manufacturing pro- 
vision specified in section 16”’ (i.e, U.S. manufacturing), 
full term copyright will result. 


The word ‘‘reservation’’ in section 22 is of controlling 
importance. There could be no ‘‘reservation of the copy- 
right’’ for a limited period of years if appellant-author is 
correct that foreign publication automatically gives full 
copyright under section 10. Why would Congress provide 
for a ‘‘reservation of the copyright’’ by going through the 
specific procedures of section 22 if appellant’s position is 
correct that the foreign publication itself vests full U.S. 
copyright under section 10? The answer is clear: full copy- 


right does not vest if the requirements of section 22 are not 
met. If appellant is correct, section 22 is a complete nullity 
for it requires the proprietor to deposit a copy of the work 
and make a formal request for limited copyright protection, 
whereas, if the proprietor did nothing at all he would have 
a full copyright monopoly. Appellant is obviously wrong. 


If appellant answers that section 22 is provided to allow 
the author to import 1,500 test copies we note that 1) section 
22 does not contain the 1,500 copy importation allowance 

_and 2) it was not until 1954 that the 1,500 copy importation 
privilege applied to American authors. Surely, section 22 
had some meaning for the preceding half century. 


Congress knew exactly what it was doing in the Copy- 
right Law. Section 22 means what it says; section 23 means 
what it says. These sections are completely in conformity 
with the general outlines of the statute and particularly 
with sections 10 and 16. Furthermore, sections 22 and 23 
completely conform with the overall congressional intent of 


- giving to U.S. citizens notice of the claim of statutory mo- 
nopoly by any party. The ad interim registration require- 
ments exist first to reserve the copyright and second to pro- 
vide U.S. publishers, such as Lancer, with the opportunity 
to conduct a simple search in the records of the United 
States Copyright Office to determine whether or not a given 
work is in the public domain. In the present case, the search 
in the Copyright Office revealed: that ‘‘Candy’? was in the 
public domain since there was no ad interim copyright 
reservation. 


In summary, the involved and complex argument pre- 
sented by the appellant is proven incorrect by the very 
words of the statute. Section 22-provides for a “‘reserva- 
tion”? of copyright for books of the type here in question 
if the prescribed statutory procedures are taken and section 
23 provides for extending the ad interim protection into a 
full term copyright. Obviously, this procedure for obtain- 
ing limited protection is not alternative to not doing any- 
thing at all and automatically getting fall term copyright. 
If that were the case, sections 22 and 23 would be meaning- 
less and there would be no need to:ever ‘‘reserve’’.a copy- 
right under section 22. On this, simple, clear, straight for- 
ward basis, the decision below must be affirmed. _ 


Ill. Appellant’s Hypothetical Situation Does Not 
Prove His Contentions. 


The involved hypothetical situation posed by appellant 
at page 20 of his brief in an attempt to discredit appellee’s 
position is both unrealistic and irrelevant to the present 
case. The hypothetical is that of a work manufactured in 
the United States and published i in England, but not in the 
United States. Even ignoring the general admonition not 
to deal in hypothetical cases, this particular hypothetical 
case is ridiculous. No one would manufacture an, English 
language book.in the United States and not sell it here. 
Book publishing is a highly speculative venture; publishers 
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always maximize the chances for a given publication to 
break even or make money. That a publisher would avoid 
the local, accessible market and chose one across the ocean 
and across national boundaries is improbable. 


Nevertheless, the position of the Copyright Office on this 
unusual hypothetical is completely logical. The publisher 
would simply file under section 22 and whenever, during 
the five year ad interim period, the work is published in 
the United States, section 23 would confer full term copy- 
right. There is nothing inconsistent with this or illogical in 
terms of the requirement of the Copyright Law. Congress 
probably never considered the silly and unlikely hypothet- 
ical situation posed by appellant; it was concerned with 
the normal case (such as ‘‘Candy’’) where an English lan- 
guage book was printed and first published abroad. If 
there is no reservation of copyright under section 22 dur- 
ing the first six months and no U.S. publication during the 
first five years, Congress intended that the work be in the 
public domain and available to American publishers. 


IV. The Legislative History Specifically States That 
Works Not Given Ad Interim Registration Are In 
The Public Domain. 


The fact that Congress specifically intended section 22 
to be the sole means for obtaining copyright on English 
language books first published abroad is proven by the 
legislative history of section 22. Only one of many examples 
is given here. 


The 1949 amendment to section 22 increased the filing 
time for ad interim registration from sixty days to six 
months and increased the effective period of ad interim 
reservation of copyright from four months to five years. 
In the House and Senate reports accompanying the Bill 
(H.R. 2285, Senate Report No. 375 8lst Cong., May 16, 
1949, House Report No. 238, 81st Cong., March 9, 1949) the 


requirement for ad interim registration as a prerequisite 
to the importation of 1,500 test copies was discussed. The 
reports concluded that ad interim registration should be an 
absolute prerequisite to obtaining copyright because other- 
wise, ‘‘the results would be that these copies would bear a 
false copyright notice. ...’? (Senate Report, supra, Section 
Analysis and Argument, subparagraph 1). 


The reports further discussed what would happen if an 
American wanted to use an English language work which 
had been published abroad with full copyright notice but 
not registered under the ad interim provisions. The report 
concluded that the American would think that the work had 
been copyrighted because of the notice and would therefore 
ask permission from the party named in the notice for the 
right to use the work. The report argued that ad interim 
registration should be a prerequisite to copyright because 
without it, there might be a ‘denial of the right to use the 
foreign work where in fact the work was im the public 
domain and no such right of denial existed.’? (Emphasis 
added) (Senate Report, supra, Section Analysis and Argu- 
ment, subparagraph 2). The Senate and House reports con- 
cerning section 22 clearly recognized that a work which fell 
within the provisions of section 22 would be “‘in the public 
domain”’ if not registered under that section whether or 
not the foreign publication had a copyright notice. 


V. Appellant’s Argument That U.S. Authors Are 
Treated Differently From British Authors Is : 
Irrelevant; Congress Specifically Created The 
Difference. 


Appellant argues that U.S. authors are prejudiced under 
the Copyright Law as interpreted by the Copyright Office. 
That U.S. authors are treated differently under the law is 
obvious. Congress has provided a procedure for U.S. 
authors to protect themselves which is expressly different 
from the procedure for foreign authors. Specifically, Con- 
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gress has said that compliance with section 22 will reserve a 
copyright in the U.S. author’s name; fulfillment of the man- 
ufacturing provisions under sections 23 and 16 will produce 
full term copyright. Foreign authors have the U.C.C. provi- 
sions of section 9(c). Appellant cannot complain in this 
forum about different treatment for U.S. authors than for 
foreign authors because the Copyright Law specifically says 
that there is such a difference. When Congress adopted the 
Universal Copyright Convention in section 9(c) in order to 
protect U.S. authors in foreign countries, it was obligated 
to give foreign authors U.C.C. rights in the United States. 
Congress specifically recited in the law, 17 U.S.C. 9(c), that 
“‘the provisions of the [U.C.C. subsection] shall not be ex- 
tended to works of an author who is a citizen of or domiciled 
in the United States of America .. .’’ 


One might sympathize with appellant’s argument that 
Congress has been unwise in giving foreign authors rights 
not given to U.S. authors, but surely that is an argument 
to be presented to the appropriate congressional committee 
and not to this Court. 


VI The Existing State of the Law Should Not Be 
Changed By Judicial Action. 


The American publishing industry has long recognized 
that the law is exactly as stated by the Copyright Office. 
Many books in the category of the work now in issue have 
been freely printed by American publishing houses. Ap- 
pellant himself, when obtaining his copyright certificate on 
the 1964 U.S. publication of ‘‘Candy,’’ sought and obtained 
a registration of copyright only on the new revisions which 
appeared in that edition and did not even seek copyright 
registration on the underlying public domain work. 


If there is to be,a change in the law as it is generally 
understood, it should be accomplished by the orderly pro- 
cedure of legislative committe review, with opportunity 
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for the various interested parties to»make their positions 
known, followed by the vote of the: House'and Senate ‘of the 
Congress of the United States. 


The Second Circuit Court of Appeals, in response to 
arguments in a copyright case: which ( were similar in style 
to those presented here by appellant, disposed of those 
equity and policy arguments as follows: 


‘““We are not concerned here with the: wisdom. ‘or 
necessity of the provision. Congress was conferring 
a special privilege upon authors and could limit that 
privilege in any manner it saw fit. In order to secure 
a valid copyright or a valid patent, it is necessary to 
comply with every requirement of the law and.‘a 
discussion of the wisdom or,.unwisdom of: such re- 
quirements is wholly irrelevant. If a change in the 
law be needed, recourse should be had to the legis- 
lative and not to the judicial branch of the govern- 
ment.’? New York Times Co. v. Sun Printing & Pub. 
Ass’n, 204 Fed. 586, 587 (2d Cir. 1913). 


It is not the purpose of Lancer to argue the merits of any 
proposed change in the state of the law. It is Lancer’s pur- 
pose to plead that no change in the law be made here; if 
there is a change, it should be. made only. by Congress: in 
order that (1) the change does not have ex post-facto effect 
and (2) that there is ample opportunity: for. the. ‘various 
commercial interests to present their points: of view. 


Lancer Books, in publishing the work entitled Candy, and 
many other similarly situated U-S. publishers “who have 
published Candy and many other ‘books i in the same ‘cate- 
gory, have acted with good faith: For ‘example, i in 1964 
Lancer examined ‘the records of the Copyright Office and 
found out that there were no copyright:¢laims on the 1958 
version of the work, that the only, copyright ‘which -existed 
covered the new revisions which. appeared ‘for the:first: time 
in the 1964 edition. Lancer avoided adopting any of those 
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revisions and published only the 1958 public domain version 
of the work. Since there was no statutory monopoly, Lancer 
was perfectly free to publish its edition of ‘‘Candy.’”? Sears 
Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 232-33 (1954). It 
is respectfully submitted that any change in the law made 
here would be unfair to Lancer as well as to other similarly 
situated publishers. 


CONCLUSION 


On the basis of the foregoing, it is respectfully submitted 
that the judgment of the District Court of the District of 
Columbia be affirmed. 
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This brief is submitted by The Authors League of 
America, Inc., with the consent of the parties. 


Interest of the Authors League 


The Authors League is a national society of professional 
writers. It submits this brief because the issue here is 
vitally important to American authors. The Copyright 
Office interpretation of Sec. 16 is incorrect, arbitrary and 
unconstitutional. If sustained, it would deprive several 
writers of United States copyright in books of literary 
merit and commercial value, because their first editions 
were manufactured abroad. 


Frequently, a book written by an American author while 
he is working or residing in another country is first manu- 
factured and published there—with the notice of copyright 
specified by Sec. 10 of the Act. Often, no claim for Ad 
Interim copyright is filed because copies of the foreign 


edition are not exported to the United States. Authors 
have believed that so long as they did not sell these foreign 
copies in the United States they did not forfeit the United 
States copyright secured by publication under Sec. 10 of 
the Act; and that it was unnecessary to file an ad interim 
registration if copies were not to be exported to the United 
States. 


Summary of Argument 


1. Plaintiff, having complied with Sec. 10, secured United 
States copyright on his book. Neither Sec. 16 nor Sec. 22 
deny him his copyright; nor do they divest him of the right 
to sue for the infringement which occurred after he pub- 
lished an American-manufactured edition here, in compli- 
ance with Sec. 16. 


The contrary interpretation of Sections 16 and 22 ad- 
vanced by the Copyright Office finds no support in the lan- 
guage or logic of the Copyright Act. Indeed, that inter- 
pretation defeats the purpose of Sec. 16. 


2. If Sec. 16 were construed as the Copyright Office 
insists, it would be so discriminatory and arbitrarily un- 
fair—depriving one class of American authors of rights 
possessed by all other American and foreign authors— 
as to be unconstitutional under the Fifth Amendment; or 
such serious doubt would be raised as to its constitution- 
ality as to preclude acceptance of that interpretation. 
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POINT I 


Sections 16 and 22 do not deprive appellant of the 
United States copyright he secured under Sec. 10. 


Plaintiff published his novel, Canpy, in France with 
the proper notice of copyright. Therefore, under Sec. 10 
of the Act, he secured United States copyright. 


The Copyright Office, however, contends that he did 
not secure copyright because the copies of the first edi- 
tion were not manufactured in the United States and he 
had not complied with the ad interim provisions of Sec. 22. 
It argues that Sec. 16 of the act imposes an additional 
requirement—not found in Sec. 10—for securing United 
States copyright; namely, that the copies of the ‘first pub- 
lication,”? by which copyright is secured under Sec. 10, 
must be made in the United States. It contends that the 
only escape from this alleged requirement is to secure 
ad interim copyright under See. 22. 


We submit that the Copyright Office interpretation of 
the three Sections is incorrect, for these reasons. 


Sec. 10—specifies, in plain and unequivocal language, 
the method by which an author may obtain copyright in 
his ‘‘work?’—i.e., ‘‘by publication thereof with the notice 
of copyright required by this title.”” 


This is the sole requirement imposed by the Section. 
It does not also require that the copies be manufactured 
here. Even the Copyright Office would concede that under 
Sec. 10 works by American and foreign authors—such as 
motion pictures, plays, musical compositions, and televi- 
sion programs—automatically obtain United States copy- 
right upon publication with the copyright notice, even 
though the copies are manufactured abroad and the au- 
thor does not register for ad interim copyright under Sec. 
92. And, Sec. 10 makes no distinction between classes of 
authors or works. By its clear language it applies to all 
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copyrighted works by all authors—it does not exclude 
books by American authors. 


Sec. 10 does not say that its requirement is subject to 
additional conditions set forth in either Sec. 16 or Sec. 22. 
And, neither Sec. 16 or Sec. 22 state that, in addition 
to the requirement of Sec. 10, the American manufacture 
of the first edition is a condition for obtaining copyright 
in an American book. Yet such a condition would have 
been easy enough to state, and important enough to state— 
explicitly. 


Sec. 16. The operative language of the Manufacturing 
Clause, states that ‘‘all copies accorded protection under 
this title . . . shall be’’ printed and bound in the United 
States. The Copyright Office claims that this is a require- 
ment that, in order to obtain copyright, the first edition 
of an American author’s book (the ‘‘first publication’’) 
must be manufactured here. 


The Copyright Office is wrong. Sec. 16 does not impose 
any condition on the right of the author to ‘‘secure copy- 
right.”? Clearly, the operative language of the Section does 
not explicitly state any requirement for ‘‘secur[ing] copy- 
right’; unlike Sec. 10 (and Sec. 12) it does not deal with 
that process. Nor can any such condition be fairly or logic- 
ally construed from the language of Sec. 16—read alone, 
or in conjunction with Sec. 22. Sec. 16, like Sec. 13, is a 
provision dealing with remedies, not with procuring of 
copyright. 


For one thing, the operative language of Sec. 16 cannot 
be read as a condition applying solely to the copies consti- 
tuting the first edition of a work. It makes no distinction 
between copies of the first edition of a book—and copies 
of subsequent editions. If an American author’s book 
were first published here, in an American-manufactured 
edition, it would (according to the Copyright Office inter- 
pretation) have secured copyright. But if subsequent 
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editions of the book were manufactured abroad, the oper- 
ative language of Sec. 16 would apply to these copies with 
the same effect as it would have when the first edition of 
a book was manufactured abroad. 


Moreover, if Sec. 16 were construed as a requirement 
that, to secure copyright, the first edition must be manu- 
factured here, it would logically follow that once that con- 
dition were complied with, subsequent editions could be 
manufactured abroad and imported. (Sec. 107 would not 
prevent importation since it bars only the importation of 
copies not manufactured in accordance with Sec. 16, and 
according to the Copyright Office there would be no viola- 
tion of Sec. 16 in such subsequent editions.) Yet this would 
defeat the purpose of the clause, which is to preserve for 
American printers the opportunity to manufacture those 
copies of an American author’s book which are sold in this 
country. 


Clearly, then, the language of Sec. 16 cannot be inter- 
preted as a condition for securing copyright (a condition 
which would necessarily apply solely to the first edition), 
because the same condition also applies to subsequent edi- 
tions of books which were first published in American- 
manufactured first editions—and had thus secured copy- 
right. It is impossible to distill from the turgid language 
of Sec. 16 two different sets of conditions, one applying 
to the first edition, the other to subsequent editions—yet 
that is what the Copyright Office is attempting to do. 


If Sec. 16 is construed to forfeit copyright in the first edi- 
tion of a work because it is published abroad—then, to apply 
the operative language consistently, it would also have to 
be construed as a clause which terminates United States 
copyright in a book which had secured copyright by an 
American manufactured edition when copies of a subse- 
quent edition are manufactured abroad. 
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Neither the Copyright Office, nor any expert, claims this 
is its effect. Indeed, such an interpretation would destroy 
the copyright in every book of merit by an American au- 
thor published in the last 60 years—copyrights more fre- 
quently secured by first editions manufactured here. For, 
English-language editions of their books are sold in every 
English-speaking country in the world and in most other 
civilized countries. These copies sold abroad usually are 
manufactured abroad. But, it is undisputed that the foreign 
manufacture of these copies, sold outside the United States, 
does not throw these books into the public domain here or 
permit unauthorized copying of them here. 


The Copyright Office interpretation exceeds the purpose 
of the Act, which is to give American printers the oppor- 
tunity to manufacture the copies of American authors’ 
books which are sold in this country. It would require 
that all copies sold abroad must also be manufactured by 
American printers. Clearly, that is not the aim of Sec. 16. 


Moreover, the Copyright Office interpretation would de- 
feat the very purpose of Sec. 16. For, if the foreign manu- 
facture of the first edition—without importation—throws 
an American author’s book into the public domain, it would 
no longer be subject to the requirements of Sec. 16 or 
Sec. 107. Consequently, any unauthorized publisher, who 
takes advantage of the situation to sell the book, could do 
so by importing copies of the work manufactured abroad— 
depriving American printers of the very work the Section 
was designed to preserve for them. We submit that Con- 
gress cannot be assumed to have intended such a Indi- 
crous result. 


For the foregoing reasons, we submit that 


(i) Sec. 16 applies to all copies of an American au- 
thor’s book sold here—whether these constitute 
the first edition or subsequent editions, and 
whether the first edition is published here or 
abroad; 


(ii) that it does not require that any copies of the 
book which are sold abroad (whether in the first 
or subsequent editions) must be manufactured in 
the United States; and 


(iii) that Sec. 16 does ‘not require, as a condition for 
obtaining copyright, that the first edition must be 
manufactured in the United States. 


We believe that the only construction of Sec. 16, per- 
mitted by its language and logic, is that it requires that 
the copies of an American author’s book which are sold in 
the United States must be manufactured here (except for 
the 1500 copies he may import, if he elects to obtain ad 
interim copyright under Section 22). 


We submit that where the first edition, by which the au- 
thor obtained copyright under Sec. 10, is published abroad 
—that so long as the author does not sell foreign manufac- 
tured copies (of the first or subsequent editions) in the 
United States, he is entitled to sue for any infringement 
of copyright in this country, after he has complied with 
Sec. 13 by depositing 2 American made copies. (One ad- 
vantage of complying with Sec. 22 is to be able to sue for 
infringement during the five-year ad interim period even 
though an American manufactured edition is not pub- 
lished.) 


Sec. 22. It appears from the Government’s briefs in 
the District Court that the Copyright Office relies on its 
interpretation of Sec. 16 to deny registration to plaintiff. It 
does not contend that appellant’s failure to comply with 
Sec. 22, in itself, deprived him of his copyright—but 
rather that since he did not choose this alternative means, 
he lost his copyright under the Copyright Office interpreta- 
tion of Sec. 16. 
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The Copyright Office apparently concedes that Sec. 22 
is permissive, not mandatory—that an American author 
of a book first published abroad, may choose to obtain ad 
interim copyright. But he is not required to do so; he may 
secure copyright, under Sec. 10, by publication with notice. 


We agree with the appellant that Sec. /22 is clearly a 
permissive section. It permits the author of a book first 
published abroad to import 1500 copies despite the restric- 
tion of the Manufacturing Clause; and, as we have noted, 
where the first edition is manufactured abroad, it offers a 
means of avoiding the requirement of depositing American 
made copies (under Sec. 13) as a condition of suing for 
infringements occurring during the ad interim period. 


But it is clear from the language of Sec. 22 that it is 
not a mandatory requirement for procuring copyright 
in a book first published abroad by an American author. 
As noted above, its language in no way provides, or sug- 
gests, that it is a compulsory alternative to securing copy- 
right under Sec. 10. 


Moreover, the Government has conceded that where the 
first edition of a work published abroad is manufactured 
in the United States, Sec. 22 does not apply—and the au- 
thor obtains copyright under Sec. 10. This concession 
necessarily proceeds from the premise that Sec. 22 is per- 
missive. There is no provision for such an exception in the 
Section itself. It does not speak of the place of manufac- 
ture. It only deals with books ‘‘first published abroad.’’ 
Consequently, if it were mandatory, then a book in Eng- 
lish first published abroad would have to be registered 
for ad interim copyright even though the edition had been 
manufactured in the United States. 


In addition, Congress has made it clear that Sec. 22 is 
permissive. In 1954, it amended Sec. 9 of the Act to exempt 
foreign authors (under the Universal Copyright Conven- 
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tion) from complying with certain specified sections of 
the Act. Sec. 16 is one of these sections. On the other hand, 
Sec. 22 was not specified as one of the sections for which 
compliance is excused. This clearly indicates that Congress 
construed Sec. 22 as entirely permissive in nature. If it 
were mandatory, foreign authors would still be required to 
file ad interim copyright for books in English when pub- 
lished broad—because the statute does not deal with manu- 
facture but with place of publication. However, the Copy- 
right Office concedes that such authors are not required to 
comply with Sec. 22 because they are not affected by Sec. 16. 


POINT Il 


The copyright office construction of Sections 16 and 
22 would render them unconstitutional under the Fifth 
Amendment. 


To justify its conception of Sec. 16, the Copyright Office 
has attempted to supply, by a process of loose construction, 
a condition that the express language of the clause does 
not impose. As we have noted, the Section does not say, 
and cannot logically be interpreted—from its terms—to 
mean that American manufacture of the first edition is a 
condition for obtaining copyright in an American author’s 
book. 


The Copyright Office relies not on what Sec. 16 says, but 
rather on what the Office says Congress intended the Sec- 
tion to mean. It bases its interpretation on a culling of 
quotations from debates and reports. We submit that such 
a process of loose construction cannot be applied to a statu- 
tory provision of this kind. At the outset, however, it 
should be noted that, as the appellant’s brief documeiits, 
there is ample evidence of Congressional intent that Sec. 
16 was to mean what appellant says it means. . pe 
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Even construed as we believe it should be, Sec. 16 penal- 
izes American authors of books for acts which are per- 
fectly legal when performed by other American and foreign 
authors. It places limitations on their right to sue for in- 
fringement which are not placed on these other authors. 


But, if Sections 16 and 22 were construed as the Copy- 
right Office contends, they would impose two sets of dis- 
criminations against one class of American authors— dis- 
criminations so arbitrary and unjustified as to render the 
Sections unconstitutional under the Fifth Amendment. 
Schneider v. Rusk, 377 U.S. 163, 168 (1963); Bolling v. 
Sharpe, 347 U.S. 497, 499 (1954). 


In Schneider v. Rusk, the Court ruled: 


“<Moreover, while the Fifth Amendment contains no 
equal protection clause, it does forbid discrimina- 
tion that is ‘so unjustifiable as to be violative of due 
process.’ Bolling v. Sharpe, 347 U.S. 497, 499.” 
(P. 168) 


Tronically, the statute in Schneider was held unconsti- 
tutional because it discriminated in its treatment of two 
classes of American citizens who live abroad—favoring 
those who are native born over those who are naturalized. 


Here, the two sets of discrimination against one class of 
American authors who publish abroad, which would re- 
sult from the Copyright Office construction of Section 16 
are equally unjustifiable and even less rational. 


First—Under the Copyright Office construction, the Sec- 
tions would discriminate between American authors of 
books in English, first published abroad—and other authors 
of books in English, first published abroad. These book 
authors of other nationalities are entitled to full and com- 
plete United States copyright protection from the moment 
of publication abroad; they are not required to publish a 
first edition manufactured here, in order to obtain copy- 
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right. Nor are they required to file claims for Ad Interim 
protection; and they are not, therefore, required to secure 
an American edition within five years of the first foreign 
publication in order to preserve copyright in their books. 


By contrast, under the Copyright Office construction, 
American authors of books would be required to have the 
first editions of their works manufactured in this country 
in order to obtain copyright under Sec. 16. This is usu- 
ally impossible when the author is residing abroad. The 
only alternative, under the Copyright Office version, would 
be to file a claim for Ad Interim copyright under Sec. 22. 
But this would require American book authors, unlike for- 
eign authors, to obtain an American edition within five 
years or lose all protection. This is often an insurmount- 
able obstacle—as impossible as finding an American pub- 
lisher for the first edition. Therefore, the American au- 
thor, unlike the foreign author, would have in incur the 
additional expense of publishing an American edition him- 
self—or lose his copyright. Unlike the foreign author, he 
cannot rely on the foreign edition to obtain the full term 
of copyright protection. Moreover, it means that the 
American author, unlike the foreign author, is exposed to 
the loss of copyright due to inadvertent failure to comply 
with the additional formality of the Ad Interim clause—a 
formality which many authors, as laymen, are not even 
aware of. 


Second: As construed by the Copyright Office, Sections 
16 and 22 would also unjustly discriminate between classes 
of American authors. Only American authors of books 
first published abroad would be subjected to the restric- 
tions and penalties which arise from its interpretation of 
the Act. By contrast, American authors of all other classes 
of works first published or produced abroad are not sub- 
ject to these penalties or restrictions. The American au- 
thor of a motion picture, musical composition, play, paint- 


ing or other work, may first publish or produce—and 
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manufacture—his work in a foreign country. Under the 
Act, he obtains full United States copyright protection 
upon such foreign publication, under Sec. 10; he need not 
comply with Sec. 22; he can import the foreign copies with- 
out limitation; he can sue for infringements here, even 
though every copy sold in this country was manufacutred 
abroad. 


There is absolutely no justification for this gross dis- 
crimination between American authors of books first pub- 
lished abroad and American authors of other works first 
published abroad. In its last amendment of the Copyright 
Act dealing with these Sections, the Congress made a very 
definite finding that the foreign publications of books in 
English no longer represented any threat to ‘‘the domes- 
tie printing industry,’’ a threat which had been the justi- 
fication for the Manufacturing clause. 


The House report (No. 2608, 83rd Congress, Second 
Session, 1954) found: 


sc | . . that there is no economic advantage in hav- 
ing works printed abroad and imported into the 
United States over having them printed here. . . .”’ 
(P. 3631) 


On the contrary, the first publication and production of 
motion pictures and other works of American authors has 
had a serious effect on the domestic industries engaged in 
the production of such copyrighted works. 


If, without any semblance of economic or social justifi- 
cation, Sections 16 and 22 of the Copyright Act impose 
severe restrictions on the rights of American authors of 
books first published abroad which are not imposed on 
American authors of other works first published abroad or 
foreign authors of books and other works first published 
abroad—the Sections would, we submit, violate the Fifth 
Amendment’s prohibition against discrimination ‘‘so un- 
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justifiable as to be violative of due process.’’ (Schneider v. 
Rusk, supra, at p. 168). 


At the very least, the Copyright Office construction would 
ereate such doubts as to the constitutionality of Sec. 16 as 
to render it inacceptable. As Justice Holmes said, in 
United States v. Jin Fuey Moy, 241 U.S. 394, 401: 


“<A statute must be construed, if fairly possible, so 
as to avoid not only the conclusion that it is uncon- 
stitutional but also grave doubts upon that score. 
(United States v. Delaware & Hudson Co., 213 US. 
366, 408) ”’ 


In Fed. Trade Comm. v. Amer. Tobacco Co., 264 U.S. 
298, Mr. Justice Holmes said: 


. “We cannot attribute to Congress an intent to defy 
the Fourth Amendment or even to come so near to 
doing so as to raise a serious question of constitu- 
tional law.’’ (P. 307) 


In Crowell v. Benson, 285 U.S. 22, 62, Chief Justice 
Hughes said: 


“When the validity of an act of the Congress is 
drawn in question, and even if a serious doubt of 
constitutionality is raised, it is a cardinal principle 
that this Court will first ascertain whether a con- 
struction of the statute is fairly possible by which 
the question may be avoided.”’ 


See also: 


United States v. Witkovich, 353 U.S. 194, 201; 
Ashwander v. Tennessee Valley Authority, 297 
U.S. 288, 348; Panama R.R. Co. v. Johnson, 264 
U.S. 375, 390; Missouri Pacific R.R. Co. v. Boone, 
270 U.S. 466, 471, 472; Richmond Co. v. United 
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States, 275 U.S. 331, 346; Blodgett v. Holden, 275 
U.S. 142, 148; Lucas v. Alexander, 279 U.S. 573, 
577. 


However, this Constitutional defect need not arise—if 
Sections 16 and 22 are interpreted as the appellant con- 
tends. We submit that plain language of the Act, and ele- 
mental considerations of fairness and equity, support the 
construction that Sec. 10 of the Act secures full copy- 
right protection to the book of an American author first 
published abroad; that he need not seek Ad Interim pro- 
tection under Sec. 22; and that his copyright protection is 
preserved so long as he does not sell copies of the foreign 
edition in the United States. 


CONCLUSION 


It is respectfully submitted that the Order appealed 
from should be reversed. 


October 10, 1967 


Respectfully submitted, 


Sraniey L. Temxo 

Irwin Karp 
Attorneys for The Authors League 
of America, Amicus Curiae 


Inwin Karp 
of Counsel 


REPLY BRIEF FOR APPELLANT 


United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 21,152 


MASON HOFFENBERG, 
Appellant, 
V. 


ABRAHAM L. KAMINSTEIN, 
Register of Copyrights, 
Appellee. 


—_ ————— 


AprraL From aN ORDER oF THE Unrrep STATES 
Districr Court ror THE District oF CoLUMBIA 


Morton E. Youatem 
815-15th Street, N. W. 
Washington, D. C. 20005 


Rempar & 'ZoLoTarR 
Caries! REMBAR 
Rone, SHERMAN 
521 Fifth Avenue 
New York, N. Y. 10017 


Attorneys for Appellant 


Cartes REMBAR 
Of Counsel 


ee 
i — ese 


Material from Appellee’s Brief Dealt With 
in This Reply 


Page of Dealt with 
Appellee’s Brief herein at page 
1 1 
51 2 
41-42 2 (footnote) 
42 5 (footnote) 
14-15 6 (footnote) 
22 7 
11 
6 


15-16 (footnote) 
16 (footnote) 
16-17 
18-19 
18 (footnote) 
19 (footnote) 
20 
20 
17 
17 (footnote) 


21-22 (footnote) 
22 


Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 
No. 21,152 


Mason HorrenBERe, 


Vv. 


AsraHaM L. KaMInstTEIN, 
Register of Copyrights, 
Appellee. 


AppraL From an Orper or THE Unitep States 
District Court ror THE District or CoLUMBIA 


——— 


REPLY BRIEF FOR APPELLANT 


Because of limitations of space, and because we believe 
for the most part the Copyright Office response to Points 
JI, II and IV have been anticipated and dealt with in 
the author’s main brief, this reply brief is confined to the 
Office response to the author’s Point I.* 


The Copyright Office bases its refusal to issue a cer- 
tificate in this case on its regulation § 202.4(b) (1) : 


‘“sAn American edition of an English-language book 
or periodical identical in substance to that first pub- 


* As in appellant’s main brief, appellant will be referred to as 
“the author” and appellee as “the Copyright Office” and “the Office”. 
References to the appellant’s main brief will be designated “Auth ” 


” 


and references to appellee’s brief “CO 
Appendix. 

In its first footnote (CO 1) the Copyright Office notes a “pos- 
sible jurisdictional deficiency” which it does not press. We submit 
that there is no deficiency. The final decision of the court below 
was embodied in its order (JA 49) and the author appealed from 
that entire order including the final decision contained therein. This 
Court has jurisdiction under 28 U.S.C. § 1291. 


“JA” designates the Joint 


lished abroad will not be registered unless an ad 

interim registration is first made.’’ (Auth A-5) 
As we have stated in the author’s main brief, the Office con- 
ceded below that the regulation is not consistent with the 
statute; in responding to the statement of a hypothetical 
case, the Office agreed that a certificate must be issued in 
a specific situation where the regulation would deny issu- 
ance (Auth 19-20).* 


In its present brief (CO 51) the Office says that ‘‘it is 
difficult to see the inconsistency or invalidity in the lan- 
guage of the regulation.”” The explanation of this state- 
ment is contained in two sentences which, in their entirety, 
follow: 

‘“‘Apparently appellant is interpreting ‘American 
edition’ to mean an edition published anywhere under 
the sponsorship of an American author or publisher, 
but this was not the meaning the Copyright Office 
intended or the interpretation it has given the phrase. 
As used in the regulation, the phrase, ‘American 
edition’ means an edition first published in the 
United States, and the regulation is thus completely 
consistent with our position.’’? (CO 51) 
The first sentence imputes to the author an interpretation 
that we have never made and do not now make. We take 
‘<American edition’’ to mean what it seems to mean—an 
edition published in the United States. But in any event 
that phrase in the regulation has nothing to do with the 
point at issue. Section 13 requires that the copies offered 
for deposit in connection with an application for registra- 
tion must be copies ‘‘produced in accordance with the 
manufacturing provisions specilied in §16.’? The copies 
offered for deposit in the present case were such; they 


*In its present brief, the Office refers to its statement that 
“registration would be made” as occurring “During the trial . . .” 
(CO 41-42). As the author’s main brief points out, the concession 
was made not only at the argument of the motion (Official Tran- 
script of Proceedings, p. 25), but also in the Copyright Office brief 
filed in the District Court after argument (Auth 20). 


“were copies of the Putnam edition, which was manufac- 
-tured and published in the United States. In the hypo- 
thetical case which led to the Copyright Office concession, 
the copies to be offered for registration would also be from 
among those manufactured and published in the United 
States. The invalidity of the regulation has nothing to 
do with this requirement. Rather, it relates entirely to 
the later language of the regulation—the language which 
is in issue in the present case. The regulation would deny 
registration where the American edition is ‘‘identical in 
substance to that first published abroad... .’’ This was 
precisely the case put: all copies are manufactured in this 
country, but publication takes place in England prior to 
the time when it takes place in the United States; the 
American edition is ‘‘identical in substance to that first 
published abroad.’’? The facts of the hypothetical fit the 
language of the regulation precisely, and the regulation 
states that registration will not be made, yet the Copyright 
Office now states that it would make registration in such 
circumstances. It follows that the Office rejects its own 
regulation. 


The second sentence of the material quoted from the 
Copyright Office brief states a proposition which is unsup- 
ported, internally contradictory, and (like the first sen- 
tence) irrelevant. There is nothing in the regulation that 
says ‘‘an American edition’? must be ‘‘an edition first 
published in the United States’? (emphasis added). The 
Office is simply adding a word to the regulation that has 
never been there. Indeed, it could not properly be there: 
$13 refers to ‘‘two complete copies of the best edition’’ 
of the work, and the best edition might or might not be the 
one first published. 


Moreover, the sentence is self-contradictory. The regu- 
lation refers to ‘‘an American edition . . . identical in sub- 
stance to that first published abroad. ...’’ Thus the Office 
is saying that its regulation refers to a work first published 
in the United States which is also first published outside 
the United States. 
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Even if the contradiction were removed by changing the 
sentence in the Office brief to read ‘‘The first of the editions 
published in the United States,’ the sentence remains 
irrelevant. In both the hypothetical and in the present 
case, the copies offered for deposit come from the first 
edition manufactured and published in the United States. 


We do not dwell on this illogic and these inconsistencies 
in order to harry an opponent. Rather, we mention them 
because they bear on this case in two important aspects: 


(1) They are symptomatic of the fundamental 
difficulties in the Copyright Office position—difficul- 
ties that had their source in the attempt to preserve 
a statutory scheme enacted in 1891 and altogether 
rejected in 1909. The Copyright Office is forced to 
twist and turn and stumble in its effort to rescue its 
1955 regulation (which embodies a stautory con- 
struction contrary to the prior office construction), 
because it is attempting to proceed in defiance of the 
language of the Copyright Act. 


(2) Where the refusal to register the author’s 
claim to copyright—and consequently to deny him 
even the opportunity to assert his rights in court— 
is based on a regulation which concededly does not 
mean, and cannot mean, what it says, this Court, we 
respectfully submit, should direct the Copyright 
Office to issue the certificate without more—even 
apart from the basic point that under the statute the 
author is entitled to his certificate.* 


* The amicus brief of Lancer Books, Inc. attempts to deal with 
the hypothetical case by first misstating it and then calling it 
“ridiculous” and “silly”. It says: 

“No one would manufacture an English language book in the 

United States and not sell it here.” (brief of amicus Lancer, 

p. 5) 

The hypothetical situation that is discussed in both the author’s and 
the Office briefs is not one in which the book is not sold in the 
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Having abandoned its earlier heavy reliance on § 22 
(JA 19-24), the Copyright Office now concentrates on 416. 
a 
United States. Publication both in. England and in the United 
States is explicitly contemplated, with all manufacturing taking 
place here. Moreover, such arrangements, as we have pointed out 
(Auth 19), are not merely suppositions ; they are already occurring— 
a matter of fact which the Copyright Office does not deny. Even 
if it were not already a matter of fact, a hypothetical case such as 
this affords an appropriate test of varying interpretations of a statute. 
In any event, the Office and the amicus do not see eye to eye, the 
Office regarding the situation posited as quite realistic. As men- 
tioned in our main brief (Auth 20), counsel for the Office, in the 
argument below, stated: 


“|. I could conceive of a situation where a person would 
manufacture their work in the United States to comply with 
Section 16 and ship it abroad and first publish it abroad, and 
that person would still have complied with the copyright law 
and secure full-time protection.” (Official Transcript of Pro- 
ceedings, p. 25) 
The amicus brief is not content with misstating the author’s posi- 
tion; it also misstates the Copyright Office position. It describes 
the Office position as one requiring that the ad interim provisions 
must be invoked in the hypothetical situation (brief of amicus 
Lancer, p. 6). The Office position is quite the contrary ; its brief 
makes the following comment on the hypothetical: 


“_ _ since the manufacturing requirement of section 16 had 
been satisfied, full-term copyright was secured under section 
10 by publication with notice anywhere, and there would be 
no need for recourse to the ad interim provisions of section 


22.” (CO 42) 


The Lancer amicus brief also emphasizes its reliance on what is on 
record at the Copyright Office, ignoring the fact that the purpose 
of the § 10 copyright notice is to warn possible infringers that they 
proceed at their peril. Indeed, the courts have gone very far in 
putting the burden on those who seek to copy without permission, 
even where the notice itself may be misleading. See for exmple 
Nom Music, Inc. v. Kaslin, 343 F.2d 198 (2 Cir. 1965) ; Davis v. 
E. I. du Pont de Nemours & Co., 240 F.Supp. 612 (S.D.N.Y. 
1965). 

Indeed, the Lancer position in general is that it is entitled to 
the benefit of some sort of grandfather rights in its misconstruction 
of the Copyright Act. 
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Its argument, which it summarizes at several points in its 
brief, rests entirely on the proposition that ‘‘the basic 
pattern’? of the 1891 legislation was carried over into the 
Act of 1909. In support, the Office states that there was 
nothing in the legislative history in the Act of 1909 that 
would indicate any departure from the Congressional intent 
expressed in connection with the manufacturing clause as 
enacted in 1891. We respectfully submit that the Office con- 
fuses two quite different concepts. One is the general 
objective which a legislative body seeks to attain—the pur- 
pose or policy of its legislation. The other is the means 
by which it seeks to give effect to that purpose or policy— 
the statutory scheme or system. 


The general objective of the manufacturing require- 
ment, as the legislative history set forth in our main brief 
makes clear (Auth. 24-26), was the preservation and en- 
hancement of the American market for American printers. 
This policy has remained unchanged to the present day. 


However, the statutory implementation of the policy was 
changed drastically in 1909.” 


The Office treats the legislative history of the 1891 Act 
as though the printing industry were demanding the specific 
statutory language that was enacted.** As the legislative 


* Although the Supreme Court in Washingtonian Publishing Co. 
v. Pearson was dealing with another provision of the Act, its com- 
ment on the statutory revolution of 1909 applied to the entire Act 
and bears directly on the present issue: 


“The Act of 1909 is a complete revision of the copyright laws, 
different from the earlier Act both in scheme and language.” 
(306 U. S. 30, 36.) 


Certain congressional objectives might remain the same (although 
in over-all purpose, as the Supreme Court pointed out, the Act of 
1909 was intended “to offer greater encouragement to the production 
of literary works”), but “the scheme and language” being different, 
different consequences would flow from the provisions of two Acts. 


*«“ demands of printing and publishing interests that Amer- 
ican manufacture be made a condition of copyright in foreign works.” 
(CO 14-15) 
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history we have cited demonstrates (Auth 24-26), Congress 
had no such specific demands before it. On the contrary, the 
representatives of the printers spoke in terms of their prac- 
tical objective: the safeguarding and possible enlargement 
of the business that American printers regarded as right- 
fully theirs—the production of books for the American 
market.* 


When the Copyright Office says that ‘‘there has never 
been a change in the basic Congressional intent that com- 
pliance with the manufacturing requirements be a manda- 
tory condition of copyright in the first instance (CO 22), 
it is not only confusing the concept of social or economic 
goal with the specific means chosen to attain it, but it is 
positing an incredible legislative operation. The statutory 
issue before the Court is not one in which a statute with- 
out antecedents is to be construed. Rather, it is one where 
the statutory scheme that the Copyright Office seeks to 
preserve was already in existence, and provided a clear 
model for Congress to follow in its subsequent legislation. 
But Congress did not follow that model, and instead enacted 
altogether different provisions. 


The 1891 legislation put into effect, clearly and ex- 
plicitly, the statutory mechanics (misnamed ‘‘basic pat- 


*The passage from the Senate debate of 1891 that the Office 
quotes (CO 22) is incomplete; it stops just short of the statements 
that illustrate the matter that was uppermost in Congressional minds 
of Congress—the American market. Immediately following Sen- 
ator Platt’s tentative response, “I so understand,” the Record goes 
on: 

“Mr. Carlisle: He can have it printed abroad— 

“Mr. Blair: But he cannot have it re-imported? 

“Mr. Carlisle: When he wants to have it copyrighted in 
his own country he must have it set up in type here, and no 
part of any edition he has had printed abroad can ever be 
imported. 

“Mr. Platt: Of course there is nothing to prevent his having 
a book printed abroad, but it cannot be imported. 

“Mr. Blair: That is, he loses the American market, the 
right which he now has.” (Emphasis added.) 


tern’’ by the Copyright Office) for which the Office contends. 
Indeed, a large portion of the Office brief is devoted to 
establishing something that has never been in dispute— 
that the provisions of 1891, if they were still law, would have 
the consequence for which the Office contends. The lan- 
guage of the 1891 legislation shows that Congress had no 
difficulty in giving unambiguous expression to the kind of 
statutory device that the Office speaks of—when Con- 
gress had a mind to do so. The manufacturing clause of the 
1891 Act was attached directly to the copyright-securing 
provision. It appeared as a proviso in the same paragraph. 
That paragraph, moreover, required that deposit of the 
American-manufactured copies be made ‘‘on or before 
the day of publication in this or any foreign country’’— 
a provision significantly omitted from the 1909 Act. 


When Congress enacted the utterly dissimilar provi- 
sions of the Act of 1909, it had the 1891 model before it. 
It is not as though the Court had the task of interpreting 


an initial legislative attempt to deal with a new situation— 
a tentative groping toward some poorly articulated idea. 
On the contrary, we have here a precisely-drawn statute 
(the Act of 1891) which was deliberately abandoned in 
favor of something quite different (the Act of 1909). 


The difference between the interdependent clauses of 
§ 4956 of the 1891 on the one hand, and, on the other, the 
separate sections 10, 13 and 16 of 1909, is too sharp and 
too clear to permit any inference that Congress was ab- 
sentmindedly trying to reenact the same legislative method 
of aiding American printers. The flat and unequivocal 
language of § 10, and the utter absence of any legislative 
indication that $16 is to be read as a precondition to 410, 
contrast forcibly with the specific conditioning of the first 
part of ¢ 4956 on its proviso. 


Congress did not abandon American printers; it aided 
them in a different way. It retained its objective, but 
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conformed the method of achieving it to the completely 
new system of establishing copyright.* 


We have said that the view of the statute which we 
believe to be the correct one does not work against the 
interests of American printers—that while it preserves the 
rights of authors against the depredations of infringers, 
it does not do this at the expense of the domestic printing 
industry. The Office view, in contrast, deprives American 
authors of certain rights without giving any corresponding 
benefit to American printers; if no copyright exists, the 
§107 prohibition of importation—the safeguard against 
“cheap foreign reprints’’ that Congress was concerned 
about—cannot operate. The present situation, where, on the 
assumption that it had an exclusive license from the authors, 
Putnam gave work to American printers, illustrates the 
point that both Congressional objectives—aiding American 
authors and aiding American printers—are served by the 
author’s view of the statute and thwarted by the Office view 


of the statute. (Auth. 33-34.) We wish to add one further 
consideration on this aspect of the matter. Typically, in sit- 
uations like the present, where an unauthorized publisher 
seeks to use, without compensation, the work of an Ameri- 
can author first published abroad, the- infringer makes 


* The legislative history of § 10 once again becomes appropriate. 
As first drafted, with the phrase “in the United States” in the first 
part of § 10, the effect might have been what the Copyright Office 
claims it to be. Since the publication that secures copyright would have 
had to be a publication in the United States, a first publication of 
the work elsewhere would defeat the author even if the notice were 
included. When the phrase “in the United States” was moved out 
of the first half of § 10 and into the second half, it was made com- 
pletely clear that Congress intended publication anywhere in the 
world—with the proper notice—to establish copyright, and to dis- 
engage the copyright-securing process not only from deposit and 
registration but also from the provisions by which the Congressional 
aim of preserving the American market for the American printer 
would be attained. 
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up his edition by photocopying the foreign edition. The 
opinion in Grove Press, Inc. v. Greenleaf Pub. Co., 247 F. 
Supp. 518, furnishes one example; it recites the defend- 
ant’s admission that the foreign-published translation by 
the American writer was reproduced by a photographic 
process. Such a process obviously defeats the Congres- 
sional aim.* 

That the customary practice of this species of infringer 
was not abandoned in the present situation is demonstrated 
by a comparison of the foreign edition of the author’s work 
with the editions put out both by the amicus Lancer and by 
Greenleaf (another putative defendant). It shows an exact 
page-by-page, line-by-line duplication, each edition start- 
ing on page 7 and ending on page 189, with identical pages 
in between, thus establishing that American printers had 
no hand in producing either of these editions. 


The effect of the Copyright Office position is thus to 
discourage reputable publishers, who in general proceed 
only by arrangement with the authors of the works they 
publish and who give business to American printers, and 
to encourage other publishers, who do exactly what Con- 
gress was trying to avoid when it enacted the manufactur- 
ing provision—that is, flood the American market either 
with ‘‘cheap foreign reprints’’ or with photocopies of the 
foreign-printed edition. In either case the American printer 
is the loser—along with the American author. 


On page 11 of its brief the Copyright Office quotes from 
a 1910 Opinion of the Attorney General. We submit that 


* Section 16 is quite specific in its concern for printers, stating 
that the books it refers to “. . . shall be printed from type set within 
the limits of the United States, either by hand or by the aid of any 
kind of typesetting machine, or from plates made within the limits 
of the United States from type set therein, or, if the text be produced 
by lithographic process, or photoengraving process, then by a process 
wholly performed within the limits of the United States, and the 
printing of the text and binding of the said book shall be performed 
within the limits of the United States; . . .” (emphasis added). 
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the Opinion, read in its entirety, supports the position 
taken by the author rather than that taken-:by the Office. 
The question was whether certain lithographs of paintings 
made in Germany were éntitled to registration, and this in 
turn depended on whether they were subject to the domestic 
manufacturing requirements of §16. (As in our main 
brief, we use the present section numbers of the Act.) The 
Attorney General gave it as his opinion that the lithographs 
were not subject to §16, and that they were therefore 
entitled to registration. 

Insofar as the Opinion stands for the-proposition that 
the statute should be read as a whole, with a view to effect- 
ing Congressional purposes, we agree that- it is properly 
cited. The proposition is one that we join in, and we sub- 
mit that a reading of the Copyright Act as a whole, giving 
proper importance to §10 as well as to $16, and focusing 
on the objectives of the Act, leads to the’ conclusion that 
the author, and not the Office, is correct... The Office is con- 
fusing means with ends—mechanics with purposes. The 
author’s interpretation conforms to the twin Congres- 
sional purposes of aiding American authors and aiding 
American printers, while the interpretation favored by the 
Office goes counter to both of them. 


Another general statement in the Opinion—one whi 
the Office underscores—is that ‘‘It does not follow that be- 
cause a certain requirement is not found in one of the 
sections it does not exist at all and must be stricken out 
when found in another.”? The general statement is un- 
exceptionable; its application to the present issue is dubi- 
ous. The author does not contend that the manufacturing 
requirement does not exist. The question is as to its 
effect. And in reading sections together, the language of 
each must be considered. The Attorney General found 
that there was nothing in § 13 that excluded the interpreta- 
tion he put upon §16. But $13 is quite different from 
§10, whose flat and unequivocal language forbids any 
exceptions unless the intent to provide an exception is made 
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manifest in language elsewhere in the statute. The propo- 
sition that American manufacture is part of the copyright- 
securing process and that § 16 ceases to have any applica- 
tion after the first publication—the construction of §16 on 
which the Copyright Office depends—is not suggested any- 
where in the Copyright Act as it has existed since 1909. 


The Office also underscores the part of the following 
sentence from the Opinion which comes after the comma: 


‘‘As heretofore said, a compliance with these manu- 
facturing provisions is a prerequisite to the validity 
of a copyright.’’ 
The Copyright Office fails to underscore the highly sig- 
nificant introductory phrase, ‘‘As heretofore said... .’’ 
What the Attorney General is referring to is a statement 
made earlier in his Opinion, which is as follows: 


‘¢From sections 12 [13], 16 [17], and 17 [18], as 
well as from its own terms, it is clear that a com- 
pliance with the manufacturing provisions of this 
section is a condition precedent to a valid registra- 
tion of the copyright’’. (Emphasis added.) 

This is the statement that the ‘‘heretofore said’’ refers 
to. It explains what the Attorney General means in the 
language underscored by the Office. The Attorney General 
is not speaking about any prerequisite to the securing 
of copyright; he is speaking about a prerequisite to reg- 
istration. This is in complete conformity with what we 
have urged: copyright is secured under §10; the enforce- 
ment of the copyright depends on registration under $13; 
and the registration must be in connection with the deposit 
of copies manufactured in accordance with $16. 


It should be noted that the Opinion, whatever state- 
ments it may contain, reaches a conclusion favoring 
the granting of protection under the Copyright Act—thus 
providing one more demonstration of the point that, if a 
question is doubtful, authors and artists and their 
licensees will be favored. 
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Finally, we call attention to the next-to-last paragraph 
of the Opinion, which states that ‘‘the plain, common- 
sense meaning of the terms of the statute should be fol- 
lowed... .’? The ‘‘plain, common-sense meaning”’ of $10 
is that copyright is secured without regard to the place 
where first publication occurs, and ‘“‘the plain, common- 
sense meaning”’ of the manufacturing provision is that 
American printers should be protected in their own market. 


The opening statement in the Office’s Summary of Argu- 
ment bears comment. Purporting to summarize the entire 
case in the first paragraph of its Summary, the Office refers 
to the copyright as being ‘‘claimed on the basis of an edi- 
tion manufactured and published in the United States six 
years later”’—that is, six years after first publication abroad 
(CO 6). The author does not claim copyright ‘con the 
basis of”? the Putnam edition. The Putnam edition furnished 
the copies offered for deposit, on the basis of which registra- 
tion was sought, but the author’s primary claim as to the se- 
curing of his copyright relates to the 1958 edition. We have 
stated, and repeated, that the author bases his claim of 
copyright on the 1958 publication, with notice, abroad. 
It is that publication which forms the basis of the author’s 
principal point on the merits—Point I—to which 40 of the 
51 pages of argument in our main brief is devoted (Auth 
7-46).. (The author makes an alternative argument—to 
the effect that under United Dictionary Co. v. Merriam 
Co., 208 U.S. 260, events occurring abroad would not fore- 
close his opportunity to obtain copyright upon the first 
publication of the work in the United States (Auth 47-49) 
—but surely the Office cannot be making its main statement 
of the case with respect to this alternative argument only.) 
This first paragraph of the Office Summary suggests that, 
along with the other anachronistic aspects of its argument, 
it is carrying over from pre-1909 statutes the notion that 
registration is to be identified with securing copyright. 


The Office brief states that the author says “‘full United 
States copyright protection can be secured under section 10 
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by the mere act of first publication with copyright notice in 
a foreign country’? (CO.9) (emphasis. added). The author 
has never contended that “full protection” flows. from.pub- 
lication: with notice. On -the contrary,. we have empha- 
sized,.- as the. Supreme Court held in Washingtonian Pub- 
lishing Co. v. Pearson, -360 U.S. 30, that the Act: of -1909 
makes a sharp distinction: between. the securing of copy- 
right and. the- enforcement. of -the. rights that. flow- from 
having secured it.. Congress has chosen, in this. Act, 
to separate “rights ‘‘and remedies. ° “Section “10 -estab- 
lishes ‘the. Tight. “Section 13 prescribes certain ‘ “steps that 
must be taken ifthe’ tight” is, to- “be: “enforced.: And §16 
has the double effect of setting: “up* a precondition to en- 
forcement’ of the right ‘and’ ‘denying ‘protection altogether 
if the provisions ‘of: the section are violated. We have 
shown that Congress, i in enacting the" "manufacturing pro- 
vision, was concerned “with safeguarding the American 
market for American printers. - If foreign-mannfactured 
copies are sold on ‘the American market (with the copy- 
right owner’s - authorization), ° ‘any copyright theretofore 
established will become useless; no protectiom will be avail- 
able. Even if the copyright owner, having secured his 
copyright by publication . ‘with notice abroad, does not 
permit any foreign-manufactured copies: to be sold in the 
United States, his copyright will be of little use to him 
unless and until he’ gives American printers the opportunity 
to manufacture an American edition. Section 13 demands 
as a prerequisite to suit that copies be deposited which 
‘*shall have been produced in accordance with the manufac- 
turing provisions specified in section 16 of this title.”’ Thus 
§ 16 must be complied with, even where copyright is secured. 
by publication with notice abroad, if the copyright owner is 
to protect his copyright against infringers. In order to be 
‘taccorded protection under this title’—as §16 says— 
there must be an American manufacture as provided in 
§ 16, followed by deposit and registration under § 13. 
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Again, on page 14 of its brief, the Copyright Office 
imputes to the author a position which the author has 
not taken. The Office states it is the author’s view that 
‘any unauthorized U. S. edition brought out before publi- 
cation of the authorized U. S. edition in 1964 would have 
been an infringement, actionable as soon as the manufac- 
turing requirements of section 16 had been complied with 
in 1964 and registration had been made for the American 
edition under section 13....’? In making this statement the 
Copyright Office is dealing with a set of facts that are not 
involved in the present situation. All the infringements 
against which the author seeks redress occurred after the 
Putnam edition was manufactured and published in the 
United States. The present situation presents no issue a8 
to whether infringements occurring between the time of the 
foreign publication and the time of compliance with § 16 are 
actionable. Moreover, the present case in no event presents 
an issue as to what infringements a suit by the author may 
reach. The question before this Court is whether the Copy- 
right Office should issue a certificate of registration. Once 
the certificate is issued, the extent of the author’s rights 
will be determined in such infringement actions as he may 
bring. When the infringements in the present situation 
occurred, there had been both publication with notice (first 
abroad, later in this country) and complete compliance with 
§16 (the manufacture in the United States of all copies 
offered for sale in the United States). The only thing 
that the author lacks in order to have an opportunity to test 
his rights is the certificate of registration of his claim to 


copyright.” 


*In this connection, note should be taken of the Office’s state- 
ment that “The stipulated facts of record (JA 38-40) do not indicate 
whether copies manufactured abroad by appellant were offered for 
sale in the United States by the authors or anyone acting on their 
authority prior to the 1964 edition of the work published by G. P. 
Putnam Sons in the United States” (CO 5). The statement is con- 
tradicted by the following: : 


(Footnote continued on next page) 
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The Office continues along these lines by saying that, 
upon the author’s view, ‘‘if no authorized U. S. edition 
were ever published, unauthorized editions could effectively 
be. kept out of the American. market for the whole -first 
term of copyright (28 years from 1958)’’ (CO 14).. But 
this is simply part of the monopoly that copyright is 
intended to bestow on an author.. If, during the term 
of copyright, there is to be publication of his work, it 
must be with the author’s permission. If the Copyright 


(Footnote continued from preceding page) 


(1) The stipulation of.-facts shows that the Putnam edition was 
authorized by the author and his co-author, and that the Putnam 
edition was “the American edition” (JA 39). 

(2) The author’s statement pursuant to Rule 9(h), whose con- 
tents, under. the Rule, must be accepted-as fact S not challenged, 
contains the following: : 


“6. The only publication of. the work i in the United States 
authorized by the authors was by G. P. Putnam’s Sons (here- 
inafter ‘the American edition’), and each copy thereof was man- 
ufactured in the United States as required by §16 of Title 17 
U.S.C. The first publication of the: American edition was in 
1964” (JA 47). 

No challenge was offered to the author’s 9(h) statement. Indeed, 
the entire matter has been treated by both sides on this basis through- 
out the litigation, and we assume that the Office is not seeking to put 
any different issue before the Court. . We. mention this, however, 
because it is difficult otherwise. to understand the relevancy of. the 
sentence quoted from page 5 of the Office brief. (The sentence 
immediately following the one quoted perhaps was meant to indicate 
that the Office is not seeking to change the factual basis on which 
case has been proceeding. However, we must confess difficulty in 
understanding it.) 


One other comment on the Office “Counterstatement of the 
case” may be made. The Office devotes 2 paragraph to a June 1964 
application for registration (co 3). It is not the application involved 
in the present case. Rather, it is the application which led to the cer- 
tificate covering new matter—a certificate which formed the orig- 
inal (and admittedly insufficient) basis for the original suit against 
the infringer (Auth 50). The facts stated in this paragraph of 
the Copyright Office brief have no relevance, as the Office appar- 
ently agrees, since it never refers to them in the course of its argu- 
ment. 
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Office is suggesting a dog-in-the-manger attitude on the 
part of the author—that he would deny the American pub- 
lic the right to see his work (and incidentally deny him- 
self the royalties that would flow from publication)—then 
this is an attitude, unlikely as it may be, possible in any 
situation in which copyright exists, whether or not the sit- 
uation has foreign aspects. An author could obtain copy- 
right by means of an extremely small publication in this 
country and then, for the full term of copyright, prevent 
any reproduction of his work. The Office proves nothing 
with respect to the present case by citing such possibilities. 


The Office ends this paragraph by saying that the con- 
sequences of the author’s view of the statute ‘‘would turn 
section 16 into a hollow vessel and would leave sections 22 
and 23 with little practical meaning’’ (CO 15). As to §§ 22 
and 23, we have outlined their considerable practical mean- 
ing in our main brief (Auth 27-30). There may be added 
to what was said there the point brought to the Court’s 
attention by the amicus brief of the Authors League of 
America (at p. 7). The ad interim provisions permit suit 
to be brought even though American manufacture has not 
taken place—an oportunity which an author relying on 
§10 in circumstances like the present does not have; he 
must, as the author did here, arrange for an American edi- 
tion (and thus benefit American printers) before he can 
proceed to court.° 


On page 28 of its brief, the Office says that 


«¢. .. there is nothing in the language or legislative 

history of section 9 [10] to support the theory that 

its adoption drastically altered the effect of an 

SY different provision, the manufacturing 
use... .”’ 


*Tt should be noted that “Appendix A”, attached to the Copy- 
right Office brief, though factual in tone, is actually argumentative, 
and contains statements which are put in issue by the respective 
contentions of the parties. 
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This statement, we submit, is seen to be utterly unreason- 
able when the two statutes—the Act of 1891 and the Act 
of 1909—are set side by side. In 1891, “the manufactur- 
ing clause”? was indeed a clause and not ‘‘an entirely 
different provision.”? It was physically and conceptually 
part of the provision for the securing of copyright. In 
1909, it indeed became ‘‘an entirely different provision’’ 
—separated both in space and in operation from the copy- 
right-securing provision. 


The Office goes on to quote (CO 28-29) the Senate 
Committee Report which we have also quoted (Auth 28, 
55). We submit that the very language which the Office 
underscores defeats its position: the Committee Report 
states that everything that must take place prior to the 
securing of copyright is contained in § 10, and that other 
requirements are ‘‘conditions subsequent.”? If the first 
publication occurs in the United States, then a failure to 
comply with §16 will deny protection to the work, not 


because the American manufacture must be prior in time 
to the copyright-securing publication, but because of 
the place where the publication takes place; the invasion 
of the American market with foreign-made copies works 
the forfeiture of protection that $16 contemplates.° 


The Office reliance on secondary authorities weakens, 
rather than strengthens, its position. Typical of them is 
the one that the Copyright Office chooses to quote (co 


* The language of the Committee Report which the Office under- 
scores must become particularly embarrassing to the Office in view 
of its treatment of the case of Bouvé v. Twentieth Century-Fox Film 
Corp., 74 App. D.C. 271, 122 F. 2d 51 (D.C. Cir. 1941) (CO 61- 
62), Pointing to a footnote in the Court’s opinion, the Office con- 
cludes that the manufacturing requirement is among the “formal 
requisites of the Act.” The statement in the Bouvé opinion that 
the Register may refuse to issue a certificate “until” these “formal 
requisites” are satisfied strongly suggests the possibility of an exist- 
ing copyright which will not be registered until—at some point after 


the creation of the copyright—an American edition is man 
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32). For one thing, Bowker may be presumed to be 
talking about the situation where ad interim copyright is 
the only copyright available—that is, the usual situation 
at the time, when foreign publishers ignored United States 
copyright notice requirements. But, more important, Bow- 
ker quite evidently did not understand the new Act of 1909; 
he describes it as one in which copyright itself still de- 
pends on deposit of copies, stating: 


“<The American Code of 1909 substitutes an en- 
tirely different basis for securing copyright. Copy- 
right now depends upon (1) publication with the no- 
tice of copyright and (2) deposit of copies, these 
copies in the case of books and certain other works 
to be manufactured within the United States. . 
(Emphasis supplied.) Bowker, Copyrights, Its itis. 
tory and Its Law (1912) at 125-126 (emphasis added)- 
We submit that a commentator who can be so flatly wrong 
about the fundamental change in the manner of securing 
copyright can hardly be drawn upon for support.* 


The remainder of the commentators do one of two 
things: either they state what will happen if an author 
chooses to proceed under the ad interim provisions, or they 
simply declare, without analysis or explanation, the prin- 
ciple that ad interim copyright is mandatory. In any event, 
the respected older commentators (Howell and Chafee) 
support the author’s position, and the most generally used 
current treatise, Nimmer on Copyright (§ 96.4), takes a 
view which, while it is not the same as that of the author, is 
quite contrary to that of the Copyright Office, and: would 
require the result for which the author contends—the is- 
suance of a certificate of registration. 


* Spring, Risks and Rights in Publishing, Radio, Motion Pic- 
tures and the Theater (CO 49) also lists deposit as well as the filing 
of an affidavit as conditions precedent to securing copyright. This 
particular treatise was published in 1956, seventeen years after the 
Supreme Court had decided Washingtonian. 
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On page 31, the Copyright Office says that the Com- 
mittee. Report there quoted.‘‘directly refutes’? the author’s 
position. . The Office does not make clear how the refata- 
.tion occurs. The report simply. describes the operation of 
the ad interim provisions, and its statements are as con- 
sistent with the view that ad interim is permissive as with 
the view that it is mandatory. Unless the Office is reverting 
to its ‘‘expressio unius’’ argument .(which it seems to 
have abandoned), no basis for the alleged refutation ap- 
pears. 


On page 41, the Office once again misstates the author’s 
position, referring to ‘‘appellant’s basic argument that 
publication with notice under §10 is the sole method for 
securing copyright in the United States.’’ We have through- 
out referred to §10 as the ‘‘basic method,’’ and have 
never asserted that it is ‘‘the sole method.’”? We have 
always. pointed to the alternative route to copyright that 
the ad interim-sections provide. 


The Office-seeks to overcome the holdings of the Sa- 
preme Court on the lack- of value in retrospective legisla- 
tive comment (Auth 52) by saying that the statements upon 
which it relies were made in connection with ‘“‘successful 

amendatory legislation’? (CO 39). This is indeed a distinc- 
tion without a difference. It bears no relation to the Su- 
preme Court’s basic reasoning, which is that ‘“. . . stat- 
utes-are construed by the courts with reference to the 
circumstances existing at the time of the passage... .’’ 
(United States v. Wise, 370 U.S. 403, 411) and that ‘‘[T]he 
views of a subsequent Congress form a hazardous basis 
for inferring the intent of an earlier one.’’ (United States 
v. Price, 361 U.S. 304, 313.) 


The distinction made by the Office would be meaningful 
if it was one of these amendments itself whose interpreta- 
tion is in issue, and if the legislative statements in ques- 
tion were statements as to the meaning of the amendment. 
Such was the situation in the cases cited by the Office: 
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United States v. Zachs, 375 U.S. 59 (1963) and Flora v. 
United States, 362 U.S. 145 (1960) (CO 40). But the state- 
ments on which the Office relies had to do with statutory pro- 
visions enacted back in 1909, and the amendments that 
were enacted in 1919 and 1949 are not in issue. So far 
as the issue before this Court is concerned, the provisions 
of the Act were left utterly unaffected by the amend- 
ments. 


Section 10 is exactly the same now as it was in 1909. 
With respect to § 22, the amendments merely extended the 
time periods specified in the section, and did not touch 
the section’s applicability. Similarly, the amendment of 
$16 merely conferred an additional benefit on authors who 
choose to employ the ad interim procedures (allowing im- 
portation of 1500 copies) and did not otherwise affect 
the scope of effect of the manufacturing requirement. 


It is significant that this 1500-copy amendment was made 
part of §16 rather than of the ad interim provisions, thus 


supporting the author’s view that §16 has to do with the 
sale of books on the American market. 


It should be noted that, although the Office relies heavily 
on these retrospective legislative comments, it does not 
actually agree with them. The comments refer to § 22 as 
a mandatory requirement quite apart from § 16, a position 
that the Copyright Office has now completely rejected (CO 
41-42).° 


* Moreover, these retrospective statements furnish considerably 
less support for the Office position than its brief indicates. The 
Office states (CO 36) that “if non-compliance with the ad interim 
provisions did not place an English-language book in the public do- 
main, no special legislation would have been necessary in 1919.” 
There were, however, other provisions for which a grace period 
was necessary, and, in any event, the aims of the wartime legislation 
were far broader than the isolated quotations indicate. In the House 
debate of 1919, Mr. Nolan made the following statement (omitted 
by the Copyright Office in its quote on page 34 of its brief): “The 
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The Office response to the Washingtonian and Heim 
cases (CO 44-47) is to describe them as factually distinct. 
We agree that they are factually distinct. They are cited 
not as square holdings on the issue before this Court, but 
as establishing certain general principles which necessarily 
lead to the result for which the author contends. 


real intent and purpose of this legislation 1s to give the authors in 
this country an opportunity to have copyrighted in foreign countries 
. .. the works and books they published during the war... .” Simi- 
larly, Senator Norris, the floor sponsor, referred generally to the 
requirements of the copyright laws in both countries. “Mr. Norris. 
As I understand, the only change is contained in the provisos. Dur- 
ing the war, because of the interference with communications and 
transportation, it has been a physical impossibility for authors, par- 
ticularly those of England and America, to comply with the copy- 
right laws of the two countries and to copyright their works in both 
countries. [{] This bill merely extends the time within which au- 
thors may comply with the law. For instance, it gives an American 
author time to get his work to England and to comply with the Eng- 
lish law, and the British author is given the same privilege here.” 
(59 Cong. Rec. 271 (1919).) In connection with the 1941 legisla- 
tion the general nature of the provision is made clear in the House 
Committee Report: “The necessity for special legislation on the 
subject arises from the fact that in connection with works published 
abroad under conditions which entitled the copyright owner or pro- 
prietor to copyright protection in this country, in a great number of 
cases the protection of the work cannot be accomplished nor can a 
renewal of a copyrighted work be acquired nor can the special form 
of copyright known as ad interim copyright be obtained because 
the conditions precedent to full and adequate protection—such as 
deposit of copies or filing of applications for registration or renewal 
—cannot be carried out owing to the disruption of communications 
resulting from the war.” (H. Rep. No. 619, 77th Cong., 1st Sess. 
(1941, p. 1.) This languages leaves ample room for the view that 
works first published abroad might secure copyright protection. quite 
apart from § 22. 
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SUMMARY 


Point I of the author’s brief, and the Office answer to it, 
come down to this: The Copyright Act contains a pro- 
vision—§ 10—which on its face, in unqualified terms, grants 
copyright upon publication with notice. The legislative 
history of the section confirms what is already clear from 
its language: the publication with notice that secures copy- 
right may take place anywhere in the world. There is 
another provision in the statute—§ 16—that in no way 
purports to qualify the copyright-securing provision, but 
seeks to preserve the interests of American printers by. 
providing that protection will not be available if the 
requirements of the section are not fulfilled. Each party 
puts a gloss upon $16. The parties agree that $16 cannot 
be given a strictly literal reading, for if it were every 
important American book of the twentieth century would 
be unprotected, since all such works have had British edi- 
tions manufactured in Great Britain. Unless such works 
are to be held subject to unlimited piracy, 416 must be 
read either as confined to manufacture for the American 
market (as the author contends) or as confined to manu- 
facture prior to first publication (as the Office contends). 
The question is, which reading of 416 conforms best to 
basic Congressional purposes and policies, and to other 
provisions of the Copyright Act? 


The author says that the copies which Congress is 
intent upon having printed in this country are the copies 
that are to be offered for sale in this country. The author 
bases this reading of the section upon evidence of Con- 
gressional purpose and policy in enacting the manufactur- 
ing clause, upon the fact that this reading conforms to 
the distinctions between right and remedy that infuse 
the Act of 1909, upon the explicit and unqualified grant 
made in § 10, and upon the fact that there is no language 
in other sections of the Act that undertakes to modify 
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or amend the provisions of § 10, whose literal meaning is 
confirmed by its legislative history. 


The Office reading of the section is based on retro- 
spective legislative comments, on several secondary author- 
ities, on an asserted loss of ‘‘meaning”’ in the ad interim 
provisions if the author’s view is accepted, and on the 
“‘pattern’’ of the Act of 1891, which, the Office argues, was 
carried over into the Act of 1909. 


The author replies to the Office arguments by pointing 
out that retrospective legislative comments, as the Supreme 
Court has repeatedly held, are not to be relied on and are 
in fact disregarded; that these particular comments were 
made long after the provisions in question were enacted 
and relate to amendments which have no pertinence to 
the present issue; that the secondary authorities on which 
the Office relies are weak and contain obvious errors, while 
the most respected commentators—Howell, Chafee and 
Nimmer—support the issuance of the certificate in the 
present circumstances; that, while the ad interim pro- 
visions grew out of the pre-1909 legislative scheme, they re- 
tained ample function and meaning under the new scheme of 
1909; and that the thesis that the 1891 legislative mechan- 
ism was carried over in the 1909 legislation involves a con- 
fusion of purpose with method, of ends with means. Con- 
gress, having a model to work from in the 1891 legislation, 
passed a statute in 1909 which utterly disassociated manu- 
facturing requirements from the copyright-securing proc- 
ess. In conformity with the radical change made in the 
copyright-securing process, Congress established a new 
mechanism to accomplish the general objective of protect- 
ing American printers. 


The conclusion is confirmed by the following: (1) The 
author’s views of § 16 results in a more effective carrying 
out of the Congressional policy of protecting American 
printers than does that of the Copyright Office. (2) The 
Office arrived at its present position only after the 1909 
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Act had been in effect for nearly half a century, having 
taken the contrary position before that. (3) The new Of- 
fice position led it to promulgate a regulation which has 
now been conceded to be out of harmony with the statute. 
(4) The Office position raises constitutional problems 
which the author’s position does not. (5) The Office posi- 
tion involves attribution to Congress of a most unrealistic 
legislative purpose—to deprive American authors of rights 
without creating any corresponding benefit to American 
printers. 


The Office view is good for infringers and foreign print- 
ers. It is bad for authors and American printers. 


We respectfully submit that at the very least (even 
if there is no direct holding with respect to the existence 
of the copyright) the Office should be directed to register 
the claim to copyright, so that the author’s rights against 
those who have used his work without his permission may 


be litigated, and the injustice of forcing the obliteration 
of the author’s rights by the operation of the statute of 
limitations be avoided. We submit further that this Court 
should hold that the author has a valid copyright in his 
work and that therefore his claim to copyright must be 
registered. 
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